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Introduction

HIsl1

This book is an introduction to intellectual property law, the set of private legal rights that
allows individuals and corporations to control intangible creations and marks—from
logos to novels to drug formulee—and the exceptions and limitations that define those
rights. It focuses on the three main forms of US federal intellectual property—trademark,
copyright and patent—but many of the ideas discussed here apply far beyond those legal
areas and far beyond the law of the United States. The cases and materials will discuss the
lines that the law of the United States draws; when an intellectual property right is needed,
how far it should extend and what exceptions there should be to its reach. But those ques-
tions are closely linked to others. How should a society set up its systems for encouraging
innovation? How should citizens and policy makers think about disputes over the control
of culture and innovation? How do businesses re-imagine their business plans in a world
of instantaneous, nearly free, access to many forms of information? How should they do
s0? And those questions, of course, are not limited to this country or this set of rules. They
should not be limited to the law or lawyers, though sadly they often are.

Aword on coverage: An introductory class on intellectual property simply does not
have time or space to cover everything. This course is designed to teach you basic princi-
ples, the broad architectural framework of the system, the conflicting policies and analyt-
ical tools that will be useful no matter what technological change or cultural shift
tomorrow brings. (Imagine the lawyer who started practicing in the late 1970s and had to
deal with cable TV, a global internet, digital media, peer to peer systems, genetic engi-
neering, synthetic biology . . . but also with viral marketing, the culture of “superbrand”
identity, cybersquatting and social media. You will be that lawyer, or that citizen. Your
world will change that much and you will need the tools to adapt.) But to fit in all those
tools, the course has to omit large swaths of detail. Some subjects are not covered at all.
For example, trade secrets, which are mainly but not entirely covered by state rather than
Federal law, will be touched on during the lectures, but are not discussed in the materials.
Standard form “click to accept” contracts and licenses are extremely important in the
world of digital commerce, but will be covered only to the extent they intersect with in-
tellectual property law. Even within the topics that are covered, the approach of the class
is highly selective. We will cover the basic requirements for getting a trademark, and the
actions that might—or might not—infringe that right. But we will not cover the complex-
ities of trademark damages and injunctions, international trademark practice or the fine
detail of the ways that Federal and state trademark law interact. Copyright law is full of
highly specialized provisions —applying special rules to cable television stations or music
licenses, for example. We will be mentioning these only in passing. Similarly, patent law
is an enormously complex field; there entire courses just on the details of patent drafting,
for example, and there is a separate “patent bar” exam for registered patent attorneys and
agents. This class will touch only on the basics of patentable subject matter, and the re-
quirements of utility, novelty, and non-obviousness.

As we will explain in a minute, one feature of this book makes this selectivity in
coverage less of a problem. Because this is an “open” casebook, an instructor can take
only those chapters that he or she finds of interest and can supplement, delete or edit as
she wishes.



X INTRODUCTION

Basic Themes: Three Public Goods, Six Perspectives

This book is organized around a debatable premise; that it is useful to group to-
gether the three very different types of property relations that comprise Federal intellec-
tual property law—trademark, copyright and patent. Obviously, trademarks over logos
are very different from copyrights over songs or patents over “purified” gene sequences.
The rules are different, the constitutional basis changes, the exceptions are different and
there is variation in everything from the length of time the right lasts to the behavior
required to violate or trigger it. Why group them together then? The answer we will de-
velop depends on a core similarity—the existence of a “good”—an invention, a creative
work, a logo—that multiple people can use at once and that it is hard to exclude others
from. (Economists refer to these as “public goods” though they have more technical def-
initions of what those are.) Lots of people can copy the song, the formula of the drug, or
the name Dove for soap. But the approach in this book also depends on the differences
between the goals of these three regimes and the rules they use to cabin and limit the
right so as to achieve those goals. The idea is that one gains insight by comparing the
strategies these very different legal regimes adopt. The proof of that pudding will be in
the eating. Our readings will also deal with the claim that the term “intellectual property”
actually causes more harm than good.

This book is built around six perspectives. Some are introduced as separate chap-
ters, while others are woven into the materials and the problems throughout the entire
class. The first deals with the main rationales for (and against) intellectual property. The
second focuses on the constitutional basis for, and limitations on, that property in the
United States. The third is the substance of the course; the basic doctrinal details of trade-
mark, copyright and patent. The fourth concentrates on the way that intellectual property
law reacts dynamically to changes in technology. We will focus on what happens when
trademark law has to accommodate domain names, when copyright—a legal regime de-
veloped for books—is expanded to cover software and when patent law’s subject matter
requirements meet the networked computer on the one hand and genetic engineering on
the other. In particular, the copyright portion of the course, which takes up the largest
amount of material by far, will detail extensively how judges and legislators used the
limitations and exceptions inside copyright law to grant legal protection to those who
create software, while trying to minimize anti-competitive or monopolistic tendencies in
the market. The fifth deals with the metaphors, analogies, similes and cognitive “typing”
we apply to information issues. This is an obviously artificial property right created over
an intangible creation; the way that the issue is framed—the baselines from which we
proceed, the tangible analogies we use—will have a huge influence on the result. Finally,
the conclusion of the course tries to synthesize all of these perspectives to point out pro-
spects, and guiding principles, for the future.

An Open Course Book?

This book is made available under a Creative Commons Attribution, Non Com-
mercial, Share-Alike license. Later in the semester, you will be able to engage in learned
discussion of this arrangement. You will be able to work out what the copyright on the
book does and does not cover, (hint, Federal legal materials are in the public domain),
why (and how) the license is enforceable, and what rights you would have even in the
absence of a license (such as the right to quote or criticize). At the moment, all you need
to know is this. You are free to copy, reprint or reproduce this book in whole or part, so
long as you attribute it correctly (directions are given on the copyright page) and so long
as you do not do so commercially, which we interpret to mean “for a direct profit.” In



An Open Course Book? Xi

other words, you can print copies and distribute them to your students or your friends
(who apparently have very geeky interests) at the cost of reproduction, but you may not
make a competing commercial edition and sell it for a profit. You can also modify this
book, adding other material, or customizing it for your own class, for example. But if
you do modify the book, you must license the new work you have created under the same
license so that a future user will receive your version with the same freedoms that you
were granted when you received this version.

Why do we do this? Partly, we do it because we think the price of legal casebooks
and materials is obscene. Law students, who are already facing large debt burdens, are
required to buy casebooks that cost $150-$200, and “statutory supplements” that consist
mainly of unedited, public domain, Federal statutes for $40 or $50. (To be fair, some
statutory supplements include useful appendices and explanations of particular
technologies or fields of regulation. Many do not, however.) The total textbook bill for a
year can be over $1500. This is not a criticism of casebook authors, but rather of the
casebook publishing system. We know well that putting together a casebook is a lot of
work and can represent considerable scholarship and pedagogic innovation. We just put
together this one and we are proud of it. But we think that the cost is disproportionate
and that the benefit flows disproportionately to conventional legal publishers. Some of
those costs might have been more justifiable when we did not have mechanisms for free
worldwide and almost costless distribution. Some might have been justifiable when we
did not have fast, cheap and accurate print on demand services. Now we have both. Legal
education is already expensive; we want to play a small part in diminishing the costs of
the materials involved.

We will make this casebook available in two ways. First, it will be available for
digital download for free. No digital rights management. No codes. No expiring permis-
sions. Second, a low cost but high quality paperback version will be available at a rea-
sonable price. Our goal will be to keep the price of the casebook around $30—which
given the possibility of resale, might make it an environmentally attractive alternative to
printing out chapters and then throwing them away. (The companion statutory supple-
ment will be available under a similar arrangement—though it will be much cheaper in
print and will be made available under a license that is even more open.) We also hope
both of these options are useful for those who might want to use the books outside the
law school setting. The casebook and the statutory supplement should be available for a
combined price close to $40, which is nearly $200 below the price of the leading alter-
natives in those categories. Those who do not want, or cannot afford, to pay that price
can use the free digital version.

The price of this book is intended to be a demonstration of just how fundamen-
tally unreasonable casebook costs are. We are making the digital version freely avail-
able and trying to price the paper version just above cost, but we entirely support those
authors who wish a financial reward. We calculate that they could actually set the price
of an 825 page book $100 cheaper than the average casebook today (albeit in paper-
back) and still earn a higher royalty per book than they currently earn. They could even
make the digital version freely available and do nicely on print sales, while benefiting
in terms of greater access and influence. Our point is simply that the current textbook
market equilibrium is both unjust and inefficient. Students are not the only ones being
treated unfairly, nor is the market producing the variety or pedagogical inventiveness
one would want. One practical example: using current print on demand technology,
images are as cheap as words on the page. This book has many of them. It is useful to
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see the Lotus v. Borland menus, the Redskins trademarks, the “food-chain Barbie” pic-
tures, the actual article from Harper & Row v. Nation Enterprises, to see the logos at
stake in the trademark cases, the allegedly copyrighted sculptures on which people park
their bikes, or a graphic novel version of the de minimis controversy in musical sam-
pling. Conventional casebooks will have one or two illustrations—and the publishers
might even charge their authors for including them. Our point is that the casebook is
not just vastly overpriced, it is awkward, inflexible, lacking visual stimulus, incapable
of customization and hard to preview and search on the open web. Even if this book is
flawed (and it is) it is an example of what can be done. There are others. We are not
the first to try and make open source educational material or even casebooks. We would
like to thank the good folk at Creative Commons and MIT Open Courseware, Barton
Beebe, Bryan Frye, Lydia Loren, CALI’s eLangdell, Jordi Weinstock, Jonathan Zit-
train, and the H20 project at Harvard for giving us ideas and inspiration.

We also have the hope that the inexorable multiplication of projects such as these
will be an aid to those still publishing with conventional textbook publishers. To the case-
book author trapped in contracts with an existing publishing house: remember when you
said you needed an argument to convince them to price your casebook and your supple-
ment more reasonably? Or an argument to convince them to give you more options in
making digital versions available to your students in addition to their print copies, but
without taking away their first sale rights? Here is that argument. There are many more
either already out there or in the pipeline. Traditional textbook publishers can compete
with free. But they have to try harder. We will all benefit when they do.

We hope that the tools of casebook assessment and distribution can also change
for the better. In the world we imagine, professors will be able instantly to browse, search
within and assess the pedagogical suitability of a free digital version of a casebook
online. Perhaps this will put a merciful end to the never-ending cascade of free but unread
casebooks in cardboard mailing boxes, and charming but unwelcome casebook repre-
sentatives in natty business suits—the 1950°s distribution mechanism for the casebook
in the halls of the 21st century law school. That mechanism needs to go the way of the
whale oil merchant, the typing pool and the travel agent. To the extent that the “justifi-
cation” offered for today’s prices is that they are needed to pay for the last century’s
distribution methods, we would have to disagree politely but emphatically.

But we have another goal, one that resonates nicely with the themes of the course.
Most authors who write a casebook feel duty-bound to put in a series of chapters that
make its coverage far more comprehensive than any one teacher or class could use. Jane
Scholar might not actually teach the fine details of statutory damages in copyright, and
whether they have any constitutional limit, but feels she has to include that chapter be-
cause some other professor might think it vital. As a result, the casebook you buy con-
tains chapters that will never be assigned or read by any individual instructor. It is like
the world of the pre-digital vinyl record. (Trust us on this.) You wanted the three great
songs, but you had to buy the 15 song album with the 9 minute self-indulgent drum solo.
This book contains the material we think vital. For example, it has introductory sections
on theoretical and rhetorical assumptions that we think are actually of great practical use.
It spends more time on constitutional law’s intersection with intellectual property or the
importance of limitations and exceptions to technological innovation than some other
books, and way less on many other worthy topics. Because of the license, however, other
teachers are free to treat the casebook in a modular fashion, only using—or printing—
the chapters, cases and problems they want, adding in their own, and making their own
“remix” available online as well, so long as they comply with the terms of the license.
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Structure and Organization

A word about the organization of the book: Each chapter has a series of problems.
The problems bring up issues that we want you to think about as you read the materials.
Some are intended to “frame” the discussion, others to allow you to measure your mastery
of the concepts and information developed, or to deepen your understanding of the analyti-
cal and argumentative techniques the book sets forth. The problems are covered under the
same license—you should feel free to extract them, even if you do not use the book.

The open licensing arrangement of the book means that we include little material
that is not either public domain, written by the authors themselves, or available under a
Creative Commons license. But since that same licensing arrangement allows for near in-
finite customization by users, we hope that is not too much of a problem. We include short
excerpts from The Public Domain—also Creative Commons licensed and freely down-
loadable—with hyperlinks to the full versions of those readings. We use it as a companion
text in the course. The excerpts provide historical and theoretical background keyed to the
discussion and the problems. Instructors and readers who wish to omit those readings, or
to insert other secondary materials, should just ignore them.

Some acknowledgements: We would like to thank Mr. Balfour Smith, the coordi-
nator of the Center for the Study of the Public Domain at Duke Law School for his tireless
editorial efforts, for navigating the publishing process and for his nifty cover designs. He
produced this book at a speed we would not have believed had we not worked with him
before. He is a valued colleague, but he is also our friend.

We would like to thank generations of students—not only at Duke—for patiently
teaching their teachers what works and what does not. (Sorry if we still do not have that
entirely nailed down yet.) And just to show how grateful we are to other casebook
authors, even if not to the current casebook publishing system, we would like to thank
our predecessors for teaching us how hard it is to make a good casebook and how
important one can be. Particular thanks in that regard go out to Julie Cohen, Rochelle
Dreyfuss, Paul Goldstein, Edmund Kitch, Roberta Kwall, David Lange, Mark Lemley,
Jessica Litman, Robert Merges, and Peter Menell. Special thanks to Dana Remus but
also to Joseph Blocher, James Grimmelman, Kathy Strandburg and David Dame-Boyle
for being test readers. Finally, James thanks Jennifer and Jennifer thanks James. Aww.

If you adopt the book, or any part of it, please let us know. Comments to boyle
[AT] law.duke.edu will always be welcome, particularly if you can tell us why certain
chapters or exercises were helpful or not helpful to you as an instructor or student. Tell
us about your customizations—the ease of adaptation and revision is another reason to
like this method of publication.

This is very much a beta test version of the book. We realize its limitations and
shortcomings even more intensely than you do. We look forward to having readers, stu-
dents, and co-authors we have not yet met improve it for us. The next edition will be
better. Nevertheless, we hope you find it useful in its current form.

Digital versions will be available at http://web.law.duke.edu/cspd/openip.

James Boyle
Jennifer Jenkins
Durham, NC, August 2014
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CHAPTER ONE
The Theories Behind Intellectual Property

HIsl1

Every student is familiar with the theoretical throat-clearing that often appears at the begin-
ning of a course—"“what do we really mean by inorganic chemistry?”—never to reappear
in either the student’s understanding of the materials or on the exam. It needs to be stressed
that this chapter is not like that at all. The theories that explain the justifications for and
limitations on intellectual property get applied every day in intellectual property disputes.
The parties themselves have to decide whether or not to object to a particular use or benefit
that flows from their creations. They have to decide how to structure their activities so as to
make a profit or achieve some social goal. In both cases, the analysis of the costs and bene-
fits of exclusion and the economics of information covered in first section of the course are
central to the activity. And finally, if a legal dispute arises, the theoretical ideas behind in-
tellectual property are very much part of the picture. As a result, this chapter is devoted to
the theories behind intellectual property and the ways those theories play out in practice.

Framing: The first theme is the way that intellectual property issues are “framed,” the
analogies, metaphors and moral baselines that define the discussion. Social, regulatory
or legal disputes about information issues do not arrive in popular consciousness or
courtroom automatically “preformatted.” We have many strong, and sometimes contra-
dictory, sets of normative assumptions about information. It plays a vital role in:

e our conception of privacy, a term we assume to begin with informational con-
trol, the ability to control the flow of information about ourselves, for reasons
both dignitary and instrumental.

e our conception of the public sphere of speech, free expression and debate; from
“sunlight is the best disinfectant” to “the marketplace of ideas,” our baseline
when thinking about issues we frame as “speech issues” is that the free flow
of information is both right and good.

e our conception of the efficient, competitive market. Precisely because individ-
ual informed choice is what leads to aggregate overall efficiency, in the perfect
market, information is free, instantaneous and perfect.

e our conception of information property—the intangible information or innova-
tion goods that I should be able to own and control, either because that property
right will encourage others to socially useful innovative activities, or because
we think that in some deontological—duty-based—sense, the information is
simply mine—for example, because | worked hard to generate it.

Notice how these implicit normative frames are (often) at odds with each other. Pri-
vacy is a value that will not always further the goal of free expression, and vice versa.
Think of the European “right to be forgotten” on search engines. (Though privacy may also
reinforce free speech—the anonymous whistleblower, the secret ballot.) The search for
costless instantaneous information-flow will conflict fundamentally with the postulate that
someone has to be paid for generating that information in the first place, perhaps by being
granted a property right to control that information—a contradiction that you will find to
be central in this course. And the conflicts are not just binary, or between those pairs alone.

It would be one thing if we conducted our debates by saying “should we think of
this with our ‘information property,” or our ‘costless information’ glasses on?” “Speech
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or privacy?” But the rhetorical frames are often implicit rather than explicit. We charac-
terize some new issue or technology using similes and metaphors that hark back to the
past, each of which is freighted with normative associations that conjure up one or other
of these frames. Is an online social network a private mall, a local newspaper, a public
park or a common carrier like the phone company? Is a search engine just like the travel
guide book that maps the city—good neighborhoods and bad—or like the guy who takes
a cut for steering you towards the man with the illegal drugs? Speech? Property? Privacy?
Competition? By being aware of the implicit messages and associations that come with
our metaphors and our framings, we can challenge our unreflective way of classifying the
issue, alerting ourselves to nuances we might otherwise have missed. But these framings
can also be used as a matter of advocacy, whether in court or in the media, thoroughly
transforming the way a question is perceived, regulated or decided.

Justifying Intellectual Property: The second theme goes to the ‘why,” “when,” and ‘how
much’ of intellectual property.

Can a scriptwriter get a copyright on the stock plot themes used in spy movies—
spies with silenced pistols, car chases, glamorous assassins in tight clothing? What if he
were the first person to come up with those particular plot lines? Does the answer to that
guestion have to do with how detailed the plot line is, or does it have to do with the effect
that copyrighting stock plot lines would have on film? Or both?

Does ownership of a copyright in software give you the right to forbid another
person from “decompiling” that software—reverse engineering it so that he can build a
compatible or “interoperable” program? Should it give you the right to forbid that activ-
ity? Does the answer to those questions depend on whether an unauthorized copy is cre-
ated while the program is being reverse engineered? Or does it depend on the effect that
prohibiting reverse engineering would have on the software market? Or both?

Trademark gives you the exclusive right to use a name or symbol in connection with
a particular kind of commercial activity—Delta for airlines (or Delta for faucets, or cof-
fee—at least in Europe.) Bass for ale (or Bass for electronics.) Prius for hybrid cars. Should
you be able to prohibit a competitor from using your trademarked name in comparative
advertising? “Toyota Prius owners will find that the Nissan Leaf is superior to their existing
hybrid. It is 100% electric! Say ‘no’ to the gas guzzling Prius and ‘yes’ to Leaf!”

Can you patent an algorithm that can be used to “hedge” or guard against risk in
the energy market? Does that depend, should that depend, on whether the algorithm is
implemented in a computer or does it depend on some theory about leaving free certain
raw material for the next generation of inventors? On whether or not we need patents to
encourage the development of new business methods?

We cannot answer all those questions here—that will take the entire course. But
discussing them would be hard without some grasp of the ideas we will discuss in the
first section.

Three linked questions will come up as we consider these issues.

e If | put my labor into gathering some information or developing some innova-
tion, do I presumptively gain a right over that information or innovation? (And
if so, how extensive a right?)

e Should we view intellectual property rights in terms of their utilitarian effects
rather than on some notion of labor and value? In other words, should we grant
rights when that is necessary to produce more innovation and information, or
to facilitate signaling between producers and consumers, but only then and
only to that extent?
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o Every day our activities produce effects on others. When we are not forced to
internalize those effects, we call them externalities. Some of those externalities
are negative (pollution, for which the factory does not have to pay) and others
positive (the great TV chef who starts a cooking craze that ends up making
most food served in a culture better, including food served by and to people
who never watched the show.) Many intellectual property claims have to do
with positive externalities. Someone says “you have benefited from what 1 did!
Therefore | should be able to control your activity, or at least get paid!” When
do we find these arguments convincing and when not? Why?

Those are our three basic questions about intellectual property.

Let us now turn back to the preliminary step, the framing of information issues in

the first place.

PROBLEM 1-1
FRAMING.

Every time someone uses a phone, the phone company necessarily ends up with
a lot of information: what number was called, when it was called, how long the call
lasted. In the eloquent regulatory parlance of telecommunications law this data is
called Customer Proprietary Network Information or CPNI.

This data accretes over time, so that the phone company can see how often a par-
ticular customer calls a particular number, and when he or she typically does so and so
on. What’s more, this information can be cross-indexed with other sources of information
or other databases. On the macro level, calls can be grouped by area code, which gives a
rough guide to the geographical location of the person called, though less so in the era of
cell phones. On the micro level, numbers can be identified by reverse lookup, so that the
company—or the entity it provides this information to—can identify exactly who or what
is being called: your mother, your local market, your hairdresser.

CPNI is important for another reason. By having unrestricted ability to use their
own existing customer data, incumbent telephone companies have an advantage over
startups that want to break into the market. The advantage comes in two related areas.
First, marketing. Because they have the CPNI of their own customers, telephone com-
panies know precisely the people to whom they might market a “friends and family
plan”, or a long distance plan, a big data plan, or an international calling plan with
unlimited talk time. Caller data identifies the chatty out-of-stater, the lonely expatriate,
or the small town queen bee. It is a treasure trove for the marketing of the plans that
would appeal to each—rather than a confusing welter of options broadcast to the world
at large. Studies have shown that consumers respond much more positively to this kind
of targeted advertising rather than the “shotgun” approach that those seeking to enter
the market must use. Second, CPNI is also (though telephone companies do not typi-
cally stress this fact) extremely valuable in pricing such offerings. Willingness to pay
is best gleaned from past behavior and CPNI reveals past behavior. For these two rea-
sons, new telephone companies have claimed incumbents’ ability to mine their own
customers’ data is a significant barrier to market-entry.

We have mentioned four “frames” into which information issues can be placed.
i.) Information as that which must be controlled to protect privacy.
ii.) Perfect information—free, instant and available to all—as a necessary
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condition of a competitive market.

iii.) Information as something that can be owned, as property.

iv.) Information as that which must circulate freely in the service of free-
dom of expression and free speech—both political and commercial.

Assume that Congress gave the FCC authority to regulate telephone companies’
use of CPNI. What framings would you suggest in order to make the strongest
case for regulating use of CPNI tightly? (For example, requiring that consumers
“opt in” to having their information used for any purpose other than billing and
solving technical problems.) What kinds of anecdotes or analogies might you use
to strengthen the salience and appeal of those ways of framing the problem? If
you were a lawyer or strategist for the telephone companies, how would you re-
spond? What alternative framings, or moral “baselines” could you provide?
What analogies or anecdotes would you use to strengthen these frames or base-
lines? Without getting into the details of administrative law, how might you
frame the broad outlines of a court challenge to any such regulations?

James Boyle, The Apple of Forbidden Knowledge
Financial Times, August 12, 2004

[1¢l1

You could tell it was a bizarre feud by the statement Apple issued, one strangely at odds
with the Palo Alto Zen-chic the company normally projects. “We are stunned that Real-
Networks has adopted the tactics and ethics of a hacker to break into the iPod, and we
are investigating the implications of their actions under the DMCA [Digital Millennium
Copyright Act] and other laws.” What vile thing had RealNetworks done? They had de-
veloped a program called Harmony that would allow iPod owners to buy songs from
Real’s Music Store and play them on their own iPods. That’s it. So why all the outrage?
It turns out that this little controversy has a lot to teach us about the New Economy.

Apple iPods can be used to store all kinds of material, from word processing
documents to MP3 files. If you want to use these popular digital music players to
download copy-protected music, though, you have only one source: Apple’s iTunes
service, which offers songs at 99 cents a pop in the US, 79p in the UK. If you try to
download copy-protected material from any other service, the iPod will refuse to play it.
That has been the case until now. Real’s actions would mean that consumers had two
sources of copy-protected music for their iPods. Presumably all the virtues of competi-
tion, including improved variety and lowered prices, would follow. iPod owners would
be happy. But Apple was not.

The first lesson of the story is how strangely people use the metaphors of tangible
property in new economy disputes. How exactly had Real “broken into” the iPod? It
hadn’t broken into my iPod, which is after all my iPod. If | want to use Real’s service to
download music to my own device, where’s the breaking and entering? What Real had
done was make the iPod “interoperable” with another format. If Boyle’s word processing
program can convert Microsoft Word files into Boyle’s format, allowing Word users to
switch programs, am | “breaking into Word”? Well, Microsoft might think so, but most of
us do not. So leaving aside the legal claim for a moment, where is the ethical foul? Apple
was saying (and apparently believed) that Real had broken into something different from
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my iPod or your iPod. They had broken into the idea of an iPod. (I imagine a small, Pla-
tonic white rectangle, presumably imbued with the spirit of Steve Jobs.)

Their true sin was trying to understand the iPod so that they could make it do things
that Apple did not want it to do. As an ethical matter, is figuring out how things work, in
order to compete with the original manufacturers, breaking and entering? In the strange
nether land between hardware and software, device and product, the answer is often a
morally heartfelt “yes!” I would stress “morally heartfelt”. It is true manufacturers want
to make lots of money, and would rather not have competitors. Bob Young of Red Hat
claims “every business person wakes up in the morning and says ‘how can | become a
monopolist?’” Beyond that, though, innovators actually come to believe that they have
the moral right to control the uses of their goods after they are sold. This isn’t your iPod,
it’s Apple’s iPod. Yet even if they believe this, we don’t have to agree.

In the material world, when a razor manufacturer claims that a generic razor blade
maker is “stealing my customers” by making compatible blades, we simply laugh. The
“hacking” there consists of looking at the razor and manufacturing a blade that will fit.
But when information about compatibility is inscribed in binary code and silicon circuits,
rather than the molded plastic of a razor cartridge, our moral intuitions are a little less
confident. And all kinds of bad policy can flourish in that area of moral uncertainty.

This leads us to the law. Surely Apple’s legal claim is as baseless as their moral
one? Probably, but it is a closer call than you would think. And that is where the iPod war
provides its second new economy lesson. In a competitive market, Apple would choose
whether to make the iPod an open platform, able to work with everyone’s music service,
or to try to keep it closed, hoping to extract more money by using consumers’ loyalty to
the hardware to drive them to the tied music service. If they attempted to keep it closed,
competitors would try to make compatible products, acting like the manufacturers of ge-
neric razor blades, or printer cartridges. The war would be fought out on the hardware
(and software) level, with the manufacturer of the platform constantly seeking to make
the competing products incompatible, to badmouth their quality, and to use “fear, uncer-
tainty and doubt” to stop consumers switching. (Apple’s actual words were: “When we
update our iPod software from time to time, it is highly likely that Real’s Harmony tech-
nology will cease to work with current and future iPods.”) Meanwhile the competitors
would race to untangle the knots as fast as the platform manufacturer could tie them. If
the consumers got irritated enough they could give up their sunk costs, and switch to an-
other product altogether. All of this seems fine, even if it represents the kind of socially
wasteful arms race that led critics of capitalism to prophesy its inevitable doom. Compe-
tition is good, and competition will often require interoperability.

But thanks to some rules passed to protect digital “content” (such as copyrighted
songs and software) the constant arms race over interoperability now has a new legal
dimension. The Digital Millennium Copyright Act and equivalent laws worldwide were
supposed to allow copyright owners to protect their content with state-backed digital
fences that it would be illegal to cut. They were not supposed to make interoperability
illegal, still less to give device manufacturers a monopoly over tied products, but that is
exactly how they are being used. Manufacturers of printers are claiming that generic ink
cartridges violate the DMCA. Makers of garage door openers portray generic replace-
ments as “pirates” of their copyrighted codes. And now we have Apple claiming that
RealNetworks is engaged in a little digital breaking and entering. In each case the argu-
ment equates the actions required to make one machine or program work with another to
the actions required to break into an encrypted music file. For a lot of reasons this is a
very bad legal argument. Will it be recognised as such?
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There the answer is less certain. In the United States, there are exceptions for re-
verse engineering, but the European copyright directive bobbled the issue badly, and
some of the efforts at national implementation have the same problem. In the legitimate
attempt to protect an existing legal monopoly over copyrighted content, these “techno-
logical measure” provisions run the risk of giving device and software manufacturers an
entirely new legal monopoly over tied products, undercutting the EU’s software directive
and its competition policy in the process. Pity the poor razor manufacturers. Stuck in the
analogue world, they will still have to compete to make a living, unable to make claims
that the generic sellers are “breaking into our razors”.

Though this is an entirely unnecessary, legally created mess there is one nicely
ironic note. About 20 years ago, a stylish technology company with a clearly superior
hardware and software system had to choose whether to make its hardware platform
open, and sell more of its superior software, or whether to make it closed, and tie the two
tightly together. It chose closed. Its name: Apple. Its market share, now? About 5 per
cent. Of course, back then competition was legal. One wishes that the new generation of
copyright laws made it clearer that it still is.

Thomas Hazlett, Code Breakers
Financial Times, August 12, 2004

[1¢]]

Professor Boyle has delivered a provocative account of the Apple-RealNetworks feud.
He is to be commended for presenting an episode so rich in its implications and ironies.

One lesson Prof Boyle reads is that the folks at Apple never seem to learn. This
implicitly highlights the genius of Microsoft, which always seems to learn. The key les-
son that Gates & Co. grasped early on was that vertical integration—doing the whole
hardware/software thing yourself—was often unwise. Apple, not wanting to share its ex-
cellent software by licensing it to other computer makers, saw its market shrivel. Mi-
crosoft, by working with hardware and software makers, established its operating system
as central to each of them.

But is Apple, in seeking to maintain integrated control over iPod, still spinning its
wheels on a learning curve it can’t seem to scale? Or is it adroitly protecting its intellec-
tual property? The answer cannot be provided by the demonstration that RealNetworks
reverse engineered the iPod with relative ease or that iPods work fine without iTunes.
While the legal rights of Apple are for courts to determine, the relevant policy question
concerns dynamic market process. Will consumers ultimately benefit from Apple’s own-
ership and control of iPod?

Apple’s innovation—and the iPod is clearly that—was driven by the profit motive.
The corporate profit strategy, in turn, revolves around a bundled package. Apple realizes a
dual revenue stream—$300 for the player and 99¢ per song. Along comes RealPlayer, which
advertises: “49¢ songs . . . Transfer to over 100 secure portable devices including the iPod.”

It is not illegal for Real to disrupt Apple’s business plans by offering competing
services, and it appears to do so on at least “100 secure portable devices.” But it could
well be illegal to appropriate Apple’s technology. And it is certain that without protection
from such actions, Apple changes its strategy. iPods will be priced higher. The company,
and its rivals, invest less to produce the next Killer app.
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Questions:

1.) What are the differences in the way that Boyle and Hazlett frame the Apple/Real
Networks controversy? Do any of the arguments they use apply to Problem 1-1?

2.) Boyle uses as an example the manufacturer of a razor or a printer trying to prevent
competing companies from offering generic versions of the blade or the toner cartridge.
The razor company and printer company produced this market—in that sense they pro-
vide a “benefit” to the generic companies which did nothing to develop either product.
Why do we commonly assume nevertheless that the original companies do not have the
right to control complementary products? Does that assumption apply with information
age goods? Why? Why not?

3.) Hazlett suggests that there will be a socially negative effect if Apple is not allowed
to exclude Real Networks from its ecosystem. What is it?

4.) Three different ways of seeing intellectual property issues are posed on page 2; as
rightful rewards to labor, as incentives to innovation and facilitators of market signals
between producers and consumers, and finally as claims that arise whenever an activity
yields a positive externality to a third party. Can Apple make any or all of these claims?
What is Real Networks’, or Boyle’s, response?

PROBLEM 1-2
JUSTIFYING AND LIMITING.

It is early in the days of the Internet and you and your friends have just had a great
idea. You are avid football fans, fond of late night conversations about which team is
really the best, which player the most productive at a particular position. Statistics are
thrown about. Bragging is compulsory. Unlike other casual fans, you do not spend all
your time rooting for a particular team. Your enjoyment comes from displaying your
knowledge of all the players and all the teams, using statistics to back up your claims
of superiority and inferiority. You find these conversations pleasant, but frustrating.
How can one determine definitively who wins or loses these debates? Then you have
a collective epiphany. With a computer, the raft of statistics available on football play-
ers could be harvested to create imaginary teams of players, “drafted” from every team
in the league, that would be matched against each other each week according to a
formula that combined all the statistics into a single measure of whether your team
“won” or “lost” as against all your friends’ choices. By adding in prices that reflected
how “expensive” it was to choose a particular player, one could impose limits on the
tendency to pick a team composed only of superstars. Instead, the game would reward
those who can find the diamond in the rough, available on the cheap, who know to
avoid the fabled player who is actually past his best and prone to injury.

At first, you gather at the home of the computer-nerd in your group, who has
managed to write the software to make all this happen. Then you have a second epiph-
any. Put this online and everyone could have their own team—you decide to call them
FANtasy Football Teams, to stress both their imaginary nature and the intensity of the
football-love that motivates those who play. Multiple news and sports sites already
provide all the basic facts required: the statistics of yardage gained, sacks, completed
passes and so on. The NFL offers an *“official” statistics site, but many news outlets
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collect their own statistics. It is trivial to write a computer program to look up those
statistics automatically and drop them into the FANtasy game. Even better, the nature
of a global network makes the markets for players more efficient while allowing na-
tional and even global competition among those playing the game. The global network
means that the players never need to meet in reality. FANtasy Football Leagues can be
organized for each workplace or group of former college friends. Because the football
players you draft come from so many teams, there is always a game to keep track of
and bragging to be done on email or around the water cooler.

FANtasy Football is an enormous success. You and your friends are in the mid-
dle of negotiations with Yahoo! to make it the exclusive FANtasy Football League
network, when you receive a threatening letter from the NFL. They claim that you are
“stealing” results and statistics from NFL games, unfairly enriching yourself from an
activity that the league stages at the cost of millions of dollars. They say they are
investigating their legal options and, if current law provides them no recourse, that
they will ask Congress to pass a law prohibiting unlicensed fantasy sports leagues.
(Later we will discuss the specific legal claims that might actually be made against
you under current law.) As this drama is playing out, you discover that other groups
of fans have adapted the FANtasy Football idea to baseball and basketball and that
those leagues are also hugely popular.

i.) Your mission now is to lay out the ethical, utilitarian or economic arguments
that you might make in support of your position that what you are doing should
not be something the NFL can control or limit—whether they seek to prohibit you,
or merely demand that you pay for a license. What might the NFL say in support
of its position or its proposed law?

ii.) Should you be able to stop the “copycat” fantasy leagues in baseball and
basketball? To demand royalties from them? Why? Are these arguments con-
sistent with those you made in answer to question i.)?

John Locke, Of Property
Two Treatises on Government

[1¢]]

8§ 26. Though the earth and all inferior creatures be common to all men, yet every man
has a “property” in his own “person.” This nobody has any right to but himself. The
“labour” of his body and the “work” of his hands, we may say, are properly his. Whatso-
ever, then, he removes out of the state that Nature hath provided and left it in, he hath
mixed his labour with it, and joined to it something that is his own, and thereby makes it
his property. It being by him removed from the common state Nature placed it in, it hath
by this labour something annexed to it that excludes the common right of other men. For
this “labour” being the unquestionable property of the labourer, no man but he can have
a right to what that is once joined to, at least where there is enough, and as good left in
common for others.

§ 27. He that is nourished by the acorns he picked up under an oak, or the apples he
gathered from the trees in the wood, has certainly appropriated them to himself. Nobody
can deny but the nourishment is his. I ask, then, when did they begin to be his? when he
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digested? or when he ate? or when he boiled? or when he brought them home? or when
he picked them up? And it is plain, if the first gathering made them not his, nothing else
could. That labour put a distinction between them and common. That added something
to them more than Nature, the common mother of all, had done, and so they became his
private right. And will any one say he had no right to those acorns or apples he thus
appropriated because he had not the consent of all mankind to make them his? Was it a
robbery thus to assume to himself what belonged to all in common? If such a consent as
that was necessary, man had starved, notwithstanding the plenty God had given him. We
see in commons, which remain so by compact, that it is the taking any part of what is
common, and removing it out of the state Nature leaves it in, which begins the property,
without which the common is of no use. And the taking of this or that part does not
depend on the express consent of all the commoners. Thus, the grass my horse has bit,
the turfs my servant has cut, and the ore I have digged in any place, where | have a right
to them in common with others, become my property without the assignation or consent
of anybody. The labour that was mine, removing them out of that common state they
were in, hath fixed my property in them. . ..

§ 29. Thus this law of reason makes the deer that Indian’s who hath killed it; it is allowed
to be his goods who hath bestowed his labour upon it, though, before, it was the common
right of every one. And amongst those who are counted the civilised part of mankind,
who have made and multiplied positive laws to determine property, this original law of
Nature for the beginning of property, in what was before common, still takes place, and
by virtue thereof, what fish any one catches in the ocean, that great and still remaining
common of mankind; or what amber-gris any one takes up here is by the labour that
removes it out of that common state Nature left it in, made his property who takes that
pains about it. And even amongst us, the hare that any one is hunting is thought his who
pursues her during the chase. For being a beast that is still looked upon as common, and
no man’s private possession, whoever has employed so much labour about any of that
kind as to find and pursue her has thereby removed her from the state of Nature wherein
she was common, and hath begun a property.

§ 30. It will, perhaps, be objected to this, that if gathering the acorns or other fruits of the
earth, etc., makes a right to them, then any one may engross as much as he will. To which
I answer, Not so. The same law of Nature that does by this means give us property, does
also bound that property too. “God has given us all things richly.” Is the voice of reason
confirmed by inspiration? But how far has He given it us “to enjoy”? As much as any
one can make use of to any advantage of life before it spoils, so much he may by his
labour fix a property in. Whatever is beyond this is more than his share, and belongs to
others. Nothing was made by God for man to spoil or destroy. And thus considering the
plenty of natural provisions there was a long time in the world, and the few spenders,
and to how small a part of that provision the industry of one man could extend itself and
engross it to the prejudice of others, especially keeping within the bounds set by reason
of what might serve for his use, there could be then little room for quarrels or contentions
about property so established.

§ 31. But the chief matter of property being now not the fruits of the earth and the beasts
that subsist on it, but the earth itself, as that which takes in and carries with it all the rest,
I think it is plain that property in that too is acquired as the former. As much land as a
man tills, plants, improves, cultivates, and can use the product of, so much is his property.
He by his labour does, as it were, enclose it from the common. Nor will it invalidate his
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right to say everybody else has an equal title to it, and therefore he cannot appropriate,
he cannot enclose, without the consent of all his fellow-commoners, all mankind. God,
when He gave the world in common to all mankind, commanded man also to labour, and
the penury of his condition required it of him. God and his reason commanded him to
subdue the earth—i.e., improve it for the benefit of life and therein lay out something
upon it that was his own, his labour. He that, in obedience to this command of God,
subdued, tilled, and sowed any part of it, thereby annexed to it something that was his
property, which another had no title to, nor could without injury take from him.

8 32. Nor was this appropriation of any parcel of land, by improving it, any prejudice to
any other man, since there was still enough and as good left, and more than the yet un-
provided could use. So that, in effect, there was never the less left for others because of
his enclosure for himself. For he that leaves as much as another can make use of does as
good as take nothing at all. Nobody could think himself injured by the drinking of another
man, though he took a good draught, who had a whole river of the same water left him
to quench his thirst. And the case of land and water, where there is enough of both, is
perfectly the same.

8 33. God gave the world to men in common, but since He gave it them for their benefit
and the greatest conveniencies of life they were capable to draw from it, it cannot be
supposed He meant it should always remain common and uncultivated. He gave it to the
use of the industrious and rational (and labour was to be his title to it); not to the fancy or
covetousness of the quarrelsome and contentious. He that had as good left for his im-
provement as was already taken up needed not complain, ought not to meddle with what
was already improved by another’s labour; if he did it is plain he desired the benefit of
another’s pains, which he had no right to, and not the ground which God had given him,
in common with others, to labour on, and whereof there was as good left as that already
possessed, and more than he knew what to do with, or his industry could reach to.

§ 34. It is true, in land that is common in England or any other country, where there are
plenty of people under government who have money and commerce, no one can enclose
or appropriate any part without the consent of all his fellow commoners; because this is
left common by compact—i.e., by the law of the land, which is not to be violated. And,
though it be common in respect of some men, it is not so to all mankind, but is the joint
propriety of this country, or this parish. Besides, the remainder, after such enclosure,
would not be as good to the rest of the commoners as the whole was, when they could
all make use of the whole; whereas in the beginning and first peopling of the great com-
mon of the world it was quite otherwise. The law man was under was rather for appro-
priating. God commanded, and his wants forced him to labour. That was his property,
which could not be taken from him wherever he had fixed it. And hence subduing or
cultivating the earth and having dominion, we see, are joined together. The one gave title
to the other. So that God, by commanding to subdue, gave authority so far to appropriate.
And the condition of human life, which requires labour and materials to work on, neces-
sarily introduce private possessions.

Questions:

1.) Which side in Problem 1-2 can appeal to Locke’s arguments? The NFL? The FAN-
tasy Football Players? Both? Find the passage that supports your answers.

2.) Should Locke’s argument apply to information goods? Why? Why not?
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3.) Locke talks about a realm that is “left common by compact.” What does this consist of
in the realm of information? Would Locke imagine that private property needs to be intro-
duced to the “great common” of the information world, just as it was to the wilderness?

James Boyle, Why Intellectual Property?
Please read The Public Domain pp 1-16

[1¢]]

Imagine yourself starting a society from scratch. Perhaps you fought a revolution, or
perhaps you led a party of adventurers into some empty land, conveniently free of indig-
enous peoples. Now your task is to make the society work. You have a preference for
democracy and liberty and you want a vibrant culture: a culture with a little chunk of
everything, one that offers hundreds of ways to live and thousands of ideals of beauty.
You don’t want everything to be high culture; you want beer and skittles and trashy de-
lights as well as brilliant news reporting, avant-garde theater, and shocking sculpture.
You can see a role for highbrow, state-supported media or publicly financed artworks,
but your initial working assumption is that the final arbiter of culture should be the people
who watch, read, and listen to it, and who remake it every day. And even if you are
dubious about the way popular choice gets formed, you prefer it to some government
funding body or coterie of art mavens.

At the same time as you are developing your culture, you want a flourishing econ-
omy—and not just in literature or film. You want innovation and invention. You want
drugs that cure terrible diseases, and designs for more fuel-efficient stoves, and useful
little doodads, like mousetraps, or Post-it notes, or solar-powered backscratchers. To be
exact, you want lots of innovation but you do not know exactly what innovation or even
what types of innovation you want. . . . Read the rest!

Selling Wine Without Bottles

The Economy of Mind on the Global Net
John Perry Barlow, 1992

[1¢]]

“If nature has made any one thing less susceptible than all others of ex-
clusive property, it is the action of the thinking power called an idea,
which an individual may exclusively possess as long as he keeps it to
himself; but the moment it is divulged, it forces itself into the possession
of everyone, and the receiver cannot dispossess himself of it. Its peculiar
character, too, is that no one possesses the less, because every other pos-
sesses the whole of it. He who receives an idea from me, receives in-
struction himself without lessening mine; as he who lights his taper at
mine, receives light without darkening me. That ideas should freely
spread from one to another over the globe, for the moral and mutual
instruction of man, and improvement of his condition, seems to have

! These are optional additional readings, keyed to the discussions in the book. The Public Do-
main is also available under a Creative Commons license. Ask your teacher if this is required.
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been peculiarly and benevolently designed by nature, when she made
them, like fire, expansible over all space, without lessening their density
at any point, and like the air in which we breathe, move, and have our
physical being, incapable of confinement or exclusive appropriation. In-
ventions then cannot, in nature, be a subject of property. . ..”
—Thomas Jefferson

Throughout the time 1’ve been groping around Cyberspace, there has remained unsolved
an immense conundrum which seems to be at the root of nearly every legal, ethical, gov-
ernmental, and social vexation to be found in the Virtual World. I refer to the problem of
digitized property. The riddle is this: if our property can be infinitely reproduced and
instantaneously distributed all over the planet without cost, without our knowledge, with-
out its even leaving our possession, how can we protect it? How are we going to get paid
for the work we do with our minds? And, if we can’t get paid, what will assure the con-
tinued creation and distribution of such work?

Since we don’t have a solution to what is a profoundly new kind of challenge, and
are apparently unable to delay the galloping digitization of everything not obstinately
physical, we are sailing into the future on a sinking ship. This vessel, the accumulated
canon of copyright and patent law, was developed to convey forms and methods of ex-
pression entirely different from the vaporous cargo it is now being asked to carry. It is
leaking as much from within as without.

Legal efforts to keep the old boat floating are taking three forms: a frenzy of deck
chair rearrangement, stern warnings to the passengers that if she goes down, they will
face harsh criminal penalties, and serene, glassy-eyed denial.

Intellectual property law cannot be patched, retrofitted, or expanded to contain the
gasses of digitized expression any more than real estate law might be revised to cover
the allocation of broadcasting spectrum. (Which, in fact, rather resembles what is being
attempted here.) We will need to develop an entirely new set of methods as befits this
entirely new set of circumstances.

Most of the people who actually create soft property—the programmers, hackers,
and Net surfers—already know this. Unfortunately, neither the companies they work for
nor the lawyers these companies hire have enough direct experience with immaterial goods
to understand why they are so problematic. They are proceeding as though the old laws
can somehow be made to work, either by grotesque expansion or by force. They are wrong.

The source of this conundrum is as simple as its solution is complex. Digital tech-
nology is detaching information from the physical plane, where property law of all sorts
has always found definition.

Throughout the history of copyrights and patents, the proprietary assertions of
thinkers have been focused not on their ideas but on the expression of those ideas. The
ideas themselves, as well as facts about the phenomena of the world, were considered to
be the collective property of humanity. One could claim franchise, in the case of copy-
right, on the precise turn of phrase used to convey a particular idea or the order in which
facts were presented.

The point at which this franchise was imposed was that moment when the “word
became flesh” by departing the mind of its originator and entering some physical object,
whether book or widget. The subsequent arrival of other commercial media besides
books didn’t alter the legal importance of this moment. Law protected expression and,
with few (and recent) exceptions, to express was to make physical.

Protecting physical expression had the force of convenience on its side. Copyright
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worked well because, Gutenberg notwithstanding, it was hard to make a book. Further-
more, books froze their contents into a condition which was as challenging to alter as it
was to reproduce. Counterfeiting or distributing counterfeit volumes were obvious and
visible activities, easy enough to catch somebody in the act of doing. Finally, unlike un-
bounded words or images, books had material surfaces to which one could attach copy-
right notices, publisher’s marques, and price tags.

Mental to physical conversion was even more central to patent. A patent, until re-
cently, was either a description of the form into which materials were to be rendered in
the service of some purpose or a description of the process by which rendition occurred.
In either case, the conceptual heart of patent was the material result. If no purposeful
object could be rendered due to some material limitation, the patent was rejected. Neither
a Klein bottle nor a shovel made of silk could be patented. It had to be a thing and the
thing had to work.

Thus the rights of invention and authorship adhered to activities in the physical
world. One didn’t get paid for ideas but for the ability to deliver them into reality. For all
practical purposes, the value was in the conveyance and not the thought conveyed.

In other words, the bottle was protected, not the wine.

Now, as information enters Cyberspace, the native home of Mind, these bottles are
vanishing. With the advent of digitization, it is now possible to replace all previous in-
formation storage forms with one meta-bottle: complex—and highly liquid—patterns of
ones and zeros.

Even the physical/digital bottles to which we’ve become accustomed, floppy disks,
CD-ROM’s, and other discrete, shrink-wrappable bit-packages, will disappear as all
computers jack in to the global Net. While the Internet may never include every single
CPU on the planet, it is more than doubling every year and can be expected to become
the principal medium of information conveyance if [not], eventually, the only one.

Once that has happened, all the goods of the Information Age—all of the expres-
sions once contained in books or film strips or records or newsletters—will exist either as
pure thought or something very much like thought: voltage conditions darting around the
Net at the speed of light, in conditions which one might behold in effect, as glowing pixels
or transmitted sounds, but never touch or claim to “own” in the old sense of the word.

Some might argue that information will still require some physical manifestation,
such as its magnetic existence on the titanic hard disks of distant servers, but these are
bottles which have no macroscopically discrete or personally meaningful form.

Some will also argue that we have been dealing with unbottled expression since the
advent of radio, and they would be right. But for most of the history of broadcast, there
was no convenient way to capture soft goods from the electromagnetic ether and repro-
duce them in anything like the quality available in commercial packages. Only recently
has this changed and little has been done legally or technically to address the change.

Generally, the issue of consumer payment for broadcast products was irrelevant.
The consumers themselves were the product. Broadcast media were supported either by
selling the attention of their audience to advertisers, using government to assess payment
through taxes, or the whining mendicancy of annual donor drives.

All of the broadcast support models are flawed. Support either by advertisers or
government has almost invariably tainted the purity of the goods delivered. Besides, di-
rect marketing is gradually killing the advertiser support model anyway.

Broadcast media gave us another payment method for a virtual product in the roy-
alties which broadcasters pay songwriters through such organizations as ASCAP and
BMI. But, as a member of ASCAP, | can assure you this is not a model which we should
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emulate. The monitoring methods are wildly approximate. There is no parallel system of
accounting in the revenue stream. It doesn’t really work. Honest.

In any case, without our old methods of physically defining the expression of ideas,
and in the absence of successful new models for non-physical transaction, we simply
don’t know how to assure reliable payment for mental works. To make matters worse,
this comes at a time when the human mind is replacing sunlight and mineral deposits as
the principal source of new wealth.

Furthermore, the increasing difficulty of enforcing existing copyright and patent
laws is already placing in peril the ultimate source of intellectual property, the free ex-
change of ideas.

That is, when the primary articles of commerce in a society look so much like
speech as to be indistinguishable from it, and when the traditional methods of protecting
their ownership have become ineffectual, attempting to fix the problem with broader and
more vigorous enforcement will inevitably threaten freedom of speech.

The greatest constraint on your future liberties may come not from government
but from corporate legal departments laboring to protect by force what can no longer be
protected by practical efficiency or general social consent.

Furthermore, when Jefferson and his fellow creatures of The Enlightenment de-
signed the system which became American copyright law, their primary objective was
assuring the widespread distribution of thought, not profit. Profit was the fuel which
would carry ideas into the libraries and minds of their new republic. Libraries would
purchase books, thus rewarding the authors for their work in assembling ideas, which
otherwise “incapable of confinement” would then become freely available to the public.
But what is the role of libraries in the absense of books? How does society now pay for
the distribution of ideas if not by charging for the ideas themselves?

Additionally complicating the matter is the fact that along with the physical bottles
in which intellectual property protection has resided, digital technology is also erasing
the legal jurisdictions of the physical world, and replacing them with the unbounded and
perhaps permanently lawless seas of Cyberspace.

In Cyberspace, there are not only no national or local boundaries to contain the
scene of a crime and determine the method of its prosecution, there are no clear cultural
agreements on what a crime might be. Unresolved and basic differences between Euro-
pean and Asian cultural assumptions about intellectual property can only be exacerbated
in a region where many transactions are taking place in both hemispheres and yet, some-
how, in neither.

Notions of property, value, ownership, and the nature of wealth itself are changing
more fundamentally than at any time since the Sumerians first poked cuneiform into wet
clay and called it stored grain. Only a very few people are aware of the enormity of this
shift and fewer of them are lawyers or public officials.

Those who do see these changes must prepare responses for the legal and social
confusion which will erupt as efforts to protect new forms of property with old methods
become more obviously futile, and, as a consequence, more adamant.

From Swords to Writs to Bits

Humanity now seems bent on creating a world economy primarily based on goods
which take no material form. In doing so, we may be eliminating any predictable con-
nection between creators and a fair reward for the utility or pleasure others may find in
their works.

Without that connection, and without a fundamental change in consciousness to
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accommodate its loss, we are building our future on furor, litigation, and institutionalized
evasion of payment except in response to raw force. We may return to the Bad Old Days
of property.

Throughout the darker parts of human history, the possession and distribution of
property was a largely military matter. “Ownership” was assured those with the nastiest
tools, whether fists or armies, and the most resolute will to use them. Property was the
divine right of thugs. By the turn of the First Millennium A.D., the emergence of merchant
classes and landed gentry forced the development of ethical understandings for the resolu-
tion of property disputes. In the late Middle Ages, enlightened rulers like England’s Henry
I began to codify this unwritten “common law” into recorded canons. These laws were
local, but this didn’t matter much as they were primarily directed at real estate, a form of
property which is local by definition. And which, as the name implied, was very real.

This continued to be the case as long as the origin of wealth was agricultural, but
with dawning of the Industrial Revolution, humanity began to focus as much on means
as ends. Tools acquired a new social value and, thanks to their own development, it be-
came possible to duplicate and distribute them in quantity.

To encourage their invention, copyright and patent law were developed in most
western countries. These laws were devoted to the delicate task of getting mental crea-
tions into the world where they could be used—and enter the minds of others—while
assuring their inventors compensation for the value of their use. And, as previously
stated, the systems of both law and practice which grew up around that task were based
on physical expression.

Since it is now possible to convey ideas from one mind to another without ever
making them physical, we are now claiming to own ideas themselves and not merely
their expression. And since it is likewise now possible to create useful tools which never
take physical form, we have taken to patenting abstractions, sequences of virtual events,
and mathematical formulae—the most un-real estate imaginable.

In certain areas, this leaves rights of ownership in such an ambiguous condition
that once again property adheres to those who can muster the largest armies. The only
difference is that this time the armies consist of lawyers.

Threatening their opponents with the endless Purgatory of litigation, over which
some might prefer death itself, they assert claim to any thought which might have entered
another cranium within the collective body of the corporations they serve. They act as
though these ideas appeared in splendid detachment from all previous human thought.
And they pretend that thinking about a product is somehow as good as manufacturing,
distributing, and selling it.

What was previously considered a common human resource, distributed among
the minds and libraries of the world, as well as the phenomena of nature herself, is now
being fenced and deeded. It is as though a new class of enterprise had arisen which
claimed to own air and water.

What is to be done? While there is a certain grim fun to be had in it, dancing on
the grave of copyright and patent will solve little, especially when so few are willing to
admit that the occupant of this grave is even deceased and are trying to up by force what
can no longer be upheld by popular consent.

The legalists, desperate over their slipping grip, are vigorously trying to extend it.
Indeed, the United States and other proponents of GATT are making are making adher-
ence to our moribund systems of intellectual property protection a condition of member-
ship in the marketplace of nations. For example, China will be denied Most Favored
nation trading status unless they agree to uphold a set of culturally alien principles which
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are no longer even sensibly applicable in their country of origin.

In a more perfect world, we’d be wise to declare a moratorium on litigation, legis-
lation, and international treaties in this area until we had a clearer sense of the terms and
conditions of enterprise in Cyberspace. Ideally, laws ratify already developed social con-
sensus. They are less the Social Contract itself than a series of memoranda expressing a
collective intent which has emerged out of many millions of human interactions.

Humans have not inhabited Cyberspace long enough or in sufficient diversity to
have developed a Social Contract which conforms to the strange new conditions of that
world. Laws developed prior to consensus usually serve the already established few who
can get them passed and not society as a whole.

To the extent that either law or established social practice exists in this area, they
are already in dangerous disagreement. The laws regarding unlicensed reproduction of
commercial software are clear and stern . . . and rarely observed. Software piracy laws
are so practically unenforceable and breaking them has become so socially acceptable
that only a thin minority appears compelled, either by fear or conscience, to obey them.

| sometimes give speeches on this subject, and | always ask how many people in
the audience can honestly claim to have no unauthorized software on their hard disks.
I’ve never seen more than ten percent of the hands go up.

Whenever there is such profound divergence between the law and social practice,
it is not society that adapts. And, against the swift tide of custom, the Software Publish-
ers’ current practice of hanging a few visible scapegoats is so obviously capricious as to
only further diminish respect for the law.

Part of the widespread popular disregard for commercial software copyrights
stems from a legislative failure to understand the conditions into which it was inserted.
To assume that systems of law based in the physical world will serve in an environment
which is as fundamentally different as Cyberspace is a folly for which everyone doing
business in the future will pay.

As | will discuss in the next segment, unbounded intellectual property is very dif-
ferent from physical property and can no longer be protected as though these differences
did not exist. For example, if we continue to assume that value is based on scarcity, as it
is with regard to physical objects, we will create laws which are precisely contrary to the
nature of information, which may, in many cases, increase in value with distribution.

The large, legally risk-averse institutions most likely to play by the old rules will suf-
fer for their compliance. The more lawyers, guns, and money they invest in either protecting
their rights or subverting those of their opponents, the more commercial competition will
resemble the Kwakiutl Potlatch Ceremony, in which adversaries competed by destroying
their own possessions. Their ability to produce new technology will simply grind to a halt
as every move they make drives them deeper into a tar pit of courtroom warfare.

Faith in law will not be an effective strategy for high tech companies. Law adapts
by continuous increments and at a pace second only to geology in its stateliness. Technol-
ogy advances in the lunging jerks, like the punctuation of biological evolution grotesquely
accelerated. Real world conditions will continue to change at a blinding pace, and the law
will get further behind, more profoundly confused. This mismatch is permanent.

Promising economies based on purely digital products will either be born in a state
of paralysis, as appears to be the case with multimedia, or continue in a brave and willful
refusal by their owners to play the ownership game at all.

In the United States one can already see a parallel economy developing, mostly
among small fast moving enterprises who protect their ideas by getting into the market-
place quicker than their larger competitors who base their protection on fear and litigation.
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Perhaps those who are part of the problem will simply quarantine themselves in court
while those who are part of the solution will create a new society based, at first, on piracy
and freebooting. It may well be that when the current system of intellectual property law
has collapsed, as seems inevitable, that no new legal structure will arise in its place.

But something will happen. After all, people do business. When a currency be-
comes meaningless, business is done in barter. When societies develop outside the law,
they develop their own unwritten codes, practices, and ethical systems. While technology
may undo law, technology offers methods for restoring creative rights.

A Taxonomy of Information

It seems to me that the most productive thing to do now is to look hard into the
true nature of what we’re trying to protect. How much do we really know about infor-
mation and its natural behaviors?

What are the essential characteristics of unbounded creation? How does it differ
from previous forms of property? How many of our assumptions about it have actually
been about its containers rather than their mysterious contents? What are its different
species and how does each of them lend itself to control? What technologies will be
useful in creating new virtual bottles to replace the old physical ones?

Of course, information is, by its nature, intangible and hard to define. Like other
such deep phenomena as light or matter, it is a natural host to paradox. And as it is most
helpful to understand light as being both a particle and a wave, an understanding of in-
formation may emerge in the abstract congruence of its several different properties which
might be described by the following three statements:

¢ Information is an activity.

e Information is a life form.

¢ Information is a relationship.

In the following section, | will examine each of these.

I. INFORMATION IS AN ACTIVITY

Information Is a VVerb, Not a Noun.

Freed of its containers, information is obviously not a thing. In fact, it is something
which happens in the field of interaction between minds or objects or other pieces of
information.

The central economic distinction between information and physical property is the
ability of information to be transferred without leaving the possession of the original
owner. If I sell you my horse, | can’t ride him after that. If I sell you what I know, we
both know it.

I1. INFORMATION IS A LIFE FORM

Information Wants To Be Free.

Stewart Brand is generally credited with this elegant statement of the obvious, rec-
ognizing both the natural desire of secrets to be told and the fact that they might be ca-
pable of possessing something like a “desire” in the first place.

English Biologist and Philosopher Richard Dawkins proposed the idea of
“memes,” self-replicating, patterns of information which propagate themselves across
the ecologies of mind, saying they were like life forms.

I believe they are life forms in every respect but a basis in the carbon atom. They
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self-reproduce, they interact with their surroundings and adapt to them, they mutate, they
persist. Like any other life form they evolve to fill the possibility spaces of their local
environments, which are, in this case the surrounding belief systems and cultures of their
hosts, namely, us. . . .

Like DNA helices, ideas are relentless expansionists, always seeking new oppor-
tunities for lebensraum. And, as in carbon-based nature, the more robust organisms are
extremely adept at finding new places to live. Thus, just as the common housefly has
insinuated itself into practically every ecosystem on the planet, so has the meme of “life
after death” found a niche in most minds, or psycho-ecologies.

The more universally resonant an idea or image or song, the more minds it will
enter and remain within. Trying to stop the spread of a really robust piece of information
is about as easy as keeping killer bees South of the Border. The stuff just leaks.

Information Wants To Change

If ideas and other interactive patterns of information are indeed life forms, they
can be expected to evolve constantly into forms which will be more perfectly adapted to
their surroundings. And, as we see, they are doing this all the time.

But for a long time, our static media, whether carvings in stone, ink on paper, or
dye on celluloid, have strongly resisted the evolutionary impulse, exalting as a conse-
guence the author’s ability to determine the finished product. But, as in an oral tradition,
digitized information has no “final cut.”

Digital information, unconstrained by packaging, is a continuing process more like
the metamorphosing tales of prehistory than anything which will fit in shrink wrap. From
the Neolithic to Gutenberg, information was passed on, mouth to ear, changing with
every re-telling (or re-singing). The stories which once shaped our sense of the world
didn’t have authoritative versions. They adapted to each culture in which they found
themselves being told.

Because there was never a moment when the story was frozen in print, the so-
called “moral” right of storytellers to keep the tale their own was neither protected nor
recognized. The story simply passed through each of them on its way to the next, where
it would assume a different form. As we return to continuous information, we can expect
the importance of authorship to diminish. Creative people may have to renew their ac-
quaintance with humility.

But our system of copyright makes no accommodation whatever for expressions
which don’t at some point become “fixed” nor for cultural expressions which lack a spe-
cific author or inventor.

Jazz improvisations, standup comedy routines, mime performances, developing
monologues, and unrecorded broadcast transmissions all lack the Constitutional require-
ment of fixation as a “writing”. Without being fixed by a point of publication the liquid
works of the future will all look more like these continuously adapting and changing
forms and will therefore exist beyond the reach of copyright.

Copyright expert Pamela Samuelson tells of having attended a conference last year
convened around the fact that Western countries may legally appropriate the music, de-
signs, and biomedical lore of aboriginal people without compensation to their tribe of
origin since that tribe is not an “author” or “inventor.”

But soon most information will be generated collaboratively by the cyber-tribal
hunter-gatherers of Cyberspace. Our arrogant legal dismissal of the rights of “primitives”
will be back to haunt us soon.
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Information Is Perishable

With the exception of the rare classic, most information is like farm produce. Its
quality degrades rapidly both over time and in distance from the source of production.
But even here, value is highly subjective and conditional. Yesterday’s papers are quite
valuable to the historian. In fact, the older they are, the more valuable they become. On
the other hand, a commodities broker might consider news of an event which is more
than an hour old to have lost any relevance.

I11. INFORMATION IS A RELATIONSHIP

Meaning Has Value and Is Unique to Each Case

In most cases, we assign value to information based on its meaningfulness. The
place where information dwells, the holy moment where transmission becomes recep-
tion, is a region which has many shifting characteristics and flavors depending on the
relationship of sender and receiver, the depth of their interactivity.

Each such relationship is unique. Even in cases where the sender is a broadcast
medium, and no response is returned, the receiver is hardly passive. Receiving infor-
mation is often as creative an act as generating it.

Familiarity Has More Value than Scarcity,

With physical goods, there is a direct correlation between scarcity and value. Gold
is more valuable than wheat, even though you can’t eat it. While this is not always the
case, the situation with information is usually precisely the reverse. Most soft goods in-
crease in value as they become more common. Familiarity is an important asset in the
world of information. It may often be the case that the best thing you can do to raise the
demand for your product is to give it away.

While this has not always worked with shareware, it could be argued that there is
a connection between the extent to which commercial software is pirated and the amount
which gets sold. Broadly pirated software, such as Lotus 1-2-3 or WordPerfect, becomes
a standard and benefits from Law of Increasing Returns based on familiarity.

In regard to my own soft product, rock and roll songs, there is no question that the
band | write them for, the Grateful Dead, has increased its popularity enormously by
giving them away. We have been letting people tape our concerts since the early seven-
ties, but instead of reducing the demand for our product, we are now the largest concert
draw in America, a fact which is at least in part attributable to the popularity generated
by those tapes.

True, | don’t get any royalties on the millions of copies of my songs which have
been extracted from concerts, but | see no reason to complain. The fact is, no one but the
Grateful Dead can perform a Grateful Dead song, so if you want the experience and not
its thin projection, you have to buy a ticket from us. In other words, our intellectual
property protection derives from our being the only real-time source of it.

Exclusivity Has Value

The problem with a model which turns the physical scarcity/value ratio on its head
is that sometimes the value of information is very much based on its scarcity. Exclusive
possession of certain facts makes them more useful. If everyone knows about conditions
which might drive a stock price up, the information is valueless.
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But again, the critical factor is usually time. It doesn’t matter if this kind of infor-
mation eventually becomes ubiquitous. What matters is being among the first who pos-
sess it and act on it. While potent secrets usually don’t stay secret, they may remain so
long enough to advance the cause of their original holders.

Point of View and Authority Have Value

In aworld of floating realities and contradictory maps, rewards will accrue to those
commentators whose maps seem to fit their territory snugly, based on their ability to
yield predictable results for those who use them.

In aesthetic information, whether poetry or rock ‘n’ roll, people are willing to buy
the new product of an artist, sight-unseen, based on their having been delivered a pleas-
urable experience by previous work.

Reality is an edit. People are willing to pay for the authority of those editors whose
filtering point of view seems to fit best. And again, point of view is an asset which cannot
be stolen or duplicated. No one but Esther Dyson sees the world as she does and the
handsome fee she charges for her newsletter is actually for the privilege of looking at the
world through her unique eyes.

Time Replaces Space

In the physical world, value depends heavily on possession, or proximity in space.
One owns that material which falls inside certain dimensional boundaries and the ability
to act directly, exclusively, and as one wishes upon what falls inside those boundaries is
the principal right of ownership. And of course there is the relationship between value
and scarcity, a limitation in space.

In the virtual world, proximity in time is a value determinant. An informational
product is generally more valuable the closer the purchaser can place himself to the mo-
ment of its expression, a limitation in time. Many kinds of information degrade rapidly
with either time or reproduction. Relevance fades as the territory they map changes.
Noise is introduced and bandwidth lost with passage away from the point where the in-
formation is first produced.

Thus, listening to a Grateful Dead tape is hardly the same experience as attending
a Grateful Dead concert. The closer one can get to the headwaters of an informational
stream, the better his chances of finding an accurate picture of reality in it. In an era of
easy reproduction, the informational abstractions of popular experiences will propagate
out from their source moments to reach anyone who’s interested. But it’s easy enough to
restrict the real experience of the desirable event, whether knock-out punch or guitar lick,
to those willing to pay for being there.

The Protection of Execution

In the hick town | come from, they don’t give you much credit for just having ideas.
You are judged by what you can make of them. As things continue to speed up, | think we
see that execution is the best protection for those designs which become physical products.
Or, as Steve Jobs once put it, “Real artists ship.” The big winner is usually the one who
gets to the market first (and with enough organizational force to keep the lead).

Information as Its Own Reward

It is now a commonplace to say that money is information. With the exception of
Krugerands, crumpled cab-fare, and the contents of those suitcases which drug lords are
reputed to carry, most of the money in the informatized world is in ones and zeros. The
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global money supply sloshes around the Net, as fluid as weather. It is also obvious, as |
have discussed, that information has become as fundamental to the creation of modern
wealth as land and sunlight once were.

What is less obvious is the extent to which information is acquiring intrinsic value,
not as a means to acquisition but as the object to be acquired. | suppose this has always
been less explicitly the case. In politics and academia, potency and information have
always been closely related.

However, as we increasingly buy information with money, we begin to see that
buying information with other information is simple economic exchange without the ne-
cessity of converting the product into and out of currency. This is somewhat challenging
for those who like clean accounting, since, information theory aside, informational ex-
change rates are too squishy to quantify to the decimal point.

Nevertheless, most of what a middle class American purchases has little to do with
survival. We buy beauty, prestige, experience, education, and all the obscure pleasures
of owning. Many of these things can not only be expressed in non-material terms, they
can be acquired by non-material means.

And then there are the inexplicable pleasures of information itself, the joys of
learning, knowing, and teaching. The strange good feeling of information coming into
and out of oneself. Playing with ideas is a recreation which people must be willing to
pay a lot for, given the market for books and elective seminars. We’d likely spend even
more money for such pleasures if there weren’t so many opportunities to pay for ideas
with other ideas.

This explains much of the collective “volunteer” work which fills the archives,
newsgroups, and databases of the Internet. Its denizens are not working for ‘nothing,” as
is widely believed. Rather they are getting paid in something besides money. It is an
economy which consists almost entirely of information.

This may become the dominant form of human trade, and if we persist in modeling
economics on a strictly monetary basis, we may be gravely misled.

Getting Paid in Cyberspace

How all the foregoing relates to solutions to the crisis in intellectual property is
something I’ve barely started to wrap my mind around. It’s fairly paradigm-warping to
look at information through fresh eyes—to see how very little it is like pig iron or pork
bellies, to imagine the tottering travesties of case law we will stack up if we go on treating
it legally as though it were.

As I’ve said, | believe these towers of outmoded boilerplate will be a smoking heap
sometime in the next decade and we mind miners will have no choice but to cast our lot
with new systems that work.

I’m not really so gloomy about our prospects as readers of this jeremiad so far
might conclude. Solutions will emerge. Nature abhors a vacuum and so does commerce.

Indeed, one of the aspects of the electronic frontier which I have always found
most appealing—and the reason Mitch Kapor and | used that phrase in naming our foun-
dation—is the degree to which it resembles the 19th Century American West in its natural
preference for social devices which emerge from it conditions rather than those which
are imposed from the outside.

Until the west was fully settled and “civilized” in this century, order was estab-
lished according to an unwritten Code of the West which had the fluidity of etiquette
rather than the rigidity of law. Ethics were more important than rules. Understandings
were preferred over laws, which were, in any event, largely unenforceable.
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I believe that law, as we understand it, was developed to protect the interests which
arose in the two economic “waves” which Alvin Toffler accurately identified in The Third
Wave. The First Wave was agriculturally based and required law to order ownership of
the principal source of production, land. In the Second Wave, manufacturing became the
economic mainspring, and the structure of modern law grew around the centralized insti-
tutions which needed protection for their reserves of capital, manpower, and hardware.

Both of these economic systems required stability. Their laws were designed to
resist change and to assure some equability of distribution within a fairly static social
framework. The possibility spaces had to be constrained to preserve the predictability
necessary to either land stewardship or capital formation.

In the Third Wave we have now entered, information to a large extent replaces
land, capital, and hardware, and as | have detailed in the preceding section, information
is most at home in a much more fluid and adaptable environment. The Third Wave is
likely to bring a fundamental shift in the purposes and methods of law which will affect
far more than simply those statutes which govern intellectual property.

The “terrain” itself—the architecture of the Net—may come to serve many of the
purposes which could only be maintained in the past by legal imposition. For example,
it may be unnecessary to constitutionally assure freedom of expression in an environment
which, in the words of my fellow EFF co-founder John Gilmore, “treats censorship as a
malfunction” and re-routes proscribed ideas around it.

Similar natural balancing mechanisms may arise to smooth over the social discon-
tinuities which previously required legal intercession to set right. On the Net, these dif-
ferences are more likely to be spanned by a continuous spectrum which connects as much
as it separates.

And, despite their fierce grip on the old legal structure, companies which trade in
information are likely to find that in their increasing inability to deal sensibly with tech-
nological issues, the courts will not produce results which are predictable enough to be
supportive of long-term enterprise. Every litigation becomes like a game of Russian rou-
lette, depending on the depth the presiding judge’s clue-impairment.

Uncodified or adaptive “law,” while as “fast, loose, and out of control” as other emer-
gent forms, is probably more likely to yield something like justice at this point. In fact, one
can already see in development new practices to suit the conditions of virtual commerce.
The life forms of information are evolving methods to protect their continued reproduction.

For example, while all the tiny print on a commercial diskette envelope punctili-
ously requires much of those who would open it, there are, as | say, few who read those
provisos, let alone follow them to the letter. And yet, the software business remains a
very healthy sector of the American economy.

Why is this? Because people seem to eventually buy the software they really use.
Once a program becomes central to your work, you want the latest version of it, the best
support, the actual manuals, all privileges which are attached to ownership. Such practi-
cal considerations will, in the absence of working law, become more and more important
in important in getting paid for what might easily be obtained for nothing.

I do think that some software is being purchased in the service of ethics or the
abstract awareness that the failure to buy it will result in its not being produced any
longer, but I’m going to leave those motivators aside. While | believe that the failure of
law will almost certainly result in a compensating re-emergence of ethics as the ordering
template of society, this is a belief | don’t have room to support here.

Instead, | think that, as in the case cited above, compensation for soft products will
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be driven primarily by practical considerations, all of them consistent with the true prop-
erties of digital information, where the value lies in it, and how it can be both manipulated
and protected by technology.

Relationship and Its Tools

| believe one idea is central to understanding liquid commerce: Information eco-
nomics, in the absence of objects, will be based more on relationship than possession.

One existing model for the future conveyance of intellectual property is real time
performance, a medium currently used only in theater, music, lectures, stand-up comedy
and pedagogy. | believe the concept of performance will expand to include most of the
information economy from multi-casted soap operas to stock analysis. In these instances,
commercial exchange will be more like ticket sales to a continuous show than the pur-
chase of discrete bundles of that which is being shown.

The other model, of course, is service. The entire professional class—doctors, law-
yers, consultants, architects, etc.—are already being paid directly for their intellectual
property. Who needs copyright when you’re on a retainer?

In fact, this model was applied to much of what is now copyrighted until the late
18th Century. Before the industrialization of creation, writers, composers, artists, and the
like produced their products in the private service of patrons. Without objects to distrib-
ute in a mass market, creative people will return to a condition somewhat like this, except
that they will serve many patrons, rather than one.

We can already see the emergence of companies which base their existence on
supporting and enhancing the soft property they create rather than selling it by the shrink-
wrapped piece or embedding it in widgets.

* * %

Interaction and Protection

Direct interaction will provide a lot of intellectual property protection in the future,
and, indeed, it already has. No one knows how many software pirates have bought legit-
imate copies of a program after calling its publisher for technical support and being asked
for some proof of purchase, but | would guess the number is very high.

The same kind of controls will be applicable to “question and answer” relation-
ships between authorities (or artists) and those who seek their expertise. Newsletters,
magazines, and books will be supplemented by the ability of their subscribers to ask
direct questions of authors.

Interactivity will be a billable commodity even in the absence of authorship. As
people move into the Net and increasingly get their information directly from its point
of production, unfiltered by centralized media, they will attempt to develop the same
interactive ability to probe reality which only experience has provided them in the past.
Live access to these distant “eyes and ears” will be much easier to cordon than access to
static bundles of stored but easily reproducible information.

In most cases, control will be based on restricting access to the freshest, highest
bandwidth information. It will be a matter of defining the ticket, the venue, the performer,
and the identity of the ticket holder, definitions which I believe will take their forms from
technology, not law.

In most cases, the defining technology will be cryptography.

Crypto Bottling
Cryptography, as I’ve said perhaps too many times, is the “material” from which
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the walls, boundaries—and bottles—of Cyberspace will be fashioned.

Of course there are problems with cryptography or any other purely technical
method of property protection. It has always appeared to me that the more security you
hide your goods behind, the more likely you are to turn your sanctuary into a target.
Having come from a place where people leave their keys in their cars and don’t even
have keys to their houses, | remain convinced that the best obstacle to crime is a society
with its ethics intact.

While I admit that this is not the kind of society most of us live in, I also believe that
a social over-reliance on protection by barricades rather than conscience will eventually
wither the latter by turning intrusion and theft into a sport, rather than a crime. This is
already occurring in the digital domain as is evident in the activities of computer crackers.

Furthermore, | would argue that initial efforts to protect digital copyright by copy
protection contributed to the current condition in which most otherwise ethical computer
users seem morally untroubled by their possession of pirated software.

Instead of cultivating among the newly computerized a sense of respect for the work
of their fellows, early reliance on copy protection led to the subliminal notion that crack-
ing into a software package somehow “earned” one the right to use it. Limited not by
conscience but by technical skill, many soon felt free to do whatever they could get away
with. This will continue to be a potential liability of the encryption of digitized commerce.

Furthermore, it’s cautionary to remember that copy protection was rejected by the
market in most areas. Many of the upcoming efforts to use cryptography-based protection
schemes will probably suffer the same fate. People are not going to tolerate much which
makes computers harder to use than they already are without any benefit to the user.

Nevertheless, encryption has already demonstrated a certain blunt utility. New sub-
scriptions to various commercial satellite TV services sky-rocketed recently after their
deployment of more robust encryption of their feeds. This, despite a booming backwoods
trade in black decoder chips conducted by folks who’d look more at home running moon-
shine than cracking code.

Even in cases such as images, where the information is expected to remain fixed,
the unencrypted file could still be interwoven with code which could continue to protect
it by a wide variety of means.

In most of the schemes | can project, the file would be “alive” with permanently
embedded software which could “sense” the surrounding conditions and interact with
them, For example, it might contain code which could detect the process of duplication
and cause it to self-destruct.

Other methods might give the file the ability to “phone home” through the Net to
its original owner. The continued integrity of some files might require periodic “feeding”
with digital cash from their host, which they would then relay back to their authors.

Of course files which possess the independent ability to communicate upstream
sound uncomfortably like the Morris Internet Worm. “Live” files do have a certain viral
quality. And serious privacy issues would arise if everyone’s computer were packed with
digital spies.

The point is that cryptography will enable a lot of protection technologies which
will develop rapidly in the obsessive competition which has always existed between
lock-makers and lock-breakers.

But cryptography will not be used simply for making locks. It is also at the heart
of both digital signatures and the afore-mentioned digital cash, both of which I believe
will be central to the future protection of intellectual property.
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An Economy of Verbs

The future forms and protections of intellectual property are densely obscured
from the entrance to the Virtual Age. Nevertheless, | can make (or reiterate) a few flat
statements which | earnestly believe won’t look too silly in fifty years.

In the absence of the old containers, almost everything we think we know about
intellectual property is wrong. We are going to have to unlearn it. We are going to have
to look at information as though we’d never seen the stuff before.

The protections which we will develop will rely far more on ethics and technology
than on law.

Encryption will be the technical basis for most intellectual property protection.
(And should, for this and other reasons, be made more widely available.)

The economy of the future will be based on relationship rather than possession. It
will be continuous rather than sequential.

And finally, in the years to come, most human exchange will be virtual rather than
physical, consisting not of stuff but the stuff of which dreams are made. Our future busi-
ness will be conducted in a world made more of verbs than nouns.

Questions:

This article was written from 1992 to 1993, right at the birth of the World Wide Web.
You live in the world John Perry Barlow was trying to predict.

1.) What are his essential points?
2.) What did he get right? Wrong? What still struck you with the force of the new?
3.) Which of his predictions are still up for grabs?

4.) Focus on music. Judging by your own behavior and that of your peers, is he right
about the efficacy or lack of efficacy of the law? About ethics? About the new business
models of the music industry?

International News Service v. The Associated Press
28 U.S. 215 (1918)

[1¢]1

OPINION: Mr. Justice PITNEY delivered the opinion of the court.

The parties are competitors in the gathering and distribution of news and its publi-
cation for profit in newspapers throughout the United States. The Associated Press, which
was complainant in the District Court, is a cooperative organization, incorporated under
the Membership Corporations Law of the State of New York, its members being individ-
uals who are either proprietors or representatives of about 950 daily newspapers published
in all parts of the United States. That a corporation may be organized under that act for
the purpose of gathering news for the use and benefit of its members and for publication
in newspapers owned or represented by them, is recognized by an amendment enacted in
1901 (Laws N.Y. 1901, c. 436). Complainant gathers in all parts of the world, by means
of various instrumentalities of its own, by exchange with its members, and by other ap-
propriate means, news and intelligence of current and recent events of interest to newspa-
per readers and distributes it daily to its members for publication in their newspapers. The
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cost of the service, amounting approximately to $ 3,500,000 per annum, is assessed upon
the members and becomes a part of their costs of operation, to be recouped, presumably
with profit, through the publication of their several newspapers. Under complainant’s by-
laws each member agrees upon assuming membership that news received through com-
plainant’s service is received exclusively for publication in a particular newspaper, lan-
guage, and place specified in the certificate of membership, that no other use of it shall be
permitted, and that no member shall furnish or permit anyone in his employ or connected
with his newspaper to furnish any of complainant’s news in advance of publication to any
person not a member. And each member is required to gather the local news of his district
and supply it to the Associated Press and to no one else.

Defendant is a corporation organized under the laws of the State of New Jersey,
whose business is the gathering and selling of news to its customers and clients, consisting
of newspapers published throughout the United States, under contracts by which they pay
certain amounts at stated times for defendant’s service. It has wide-spread news-gathering
agencies; the cost of its operations amounts, it is said, to more than $ 2,000,000 per annum;
and it serves about 400 newspapers located in the various cities of the United States and
abroad, a few of which are represented, also, in the membership of the Associated Press.

The parties are in the keenest competition between themselves in the distribution
of news throughout the United States; and so, as a rule, are the newspapers that they
serve, in their several districts.

Complainant in its bill, defendant in its answer, have set forth in almost identical
terms the rather obvious circumstances and conditions under which their business is con-
ducted. The value of the service, and of the news furnished, depends upon the promptness
of transmission, as well as upon the accuracy and impartiality of the news; it being es-
sential that the news be transmitted to members or subscribers as early or earlier than
similar information can be furnished to competing newspapers by other news services,
and that the news furnished by each agency shall not be furnished to newspapers which
do not contribute to the expense of gathering it. And further, to quote from the answer:
“Prompt knowledge and publication of world-wide news is essential to the conduct of a
modern newspaper, and by reason of the enormous expense incident to the gathering and
distribution of such news, the only practical way in which a proprietor of a newspaper
can obtain the same is, either through cooperation with a considerable number of other
newspaper proprietors in the work of collecting and distributing such news, and the eg-
uitable division with them of the expenses thereof, or by the purchase of such news from
some existing agency engaged in that business.”

The bill was filed to restrain the pirating of complainant’s news by defendant in
three ways: First, by bribing employees of newspapers published by complainant’s mem-
bers to furnish Associated Press news to defendant before publication, for transmission
by telegraph and telephone to defendant’s clients for publication by them; Second, by
inducing Associated Press members to violate its by-laws and permit defendant to obtain
news before publication; and Third, by copying news from bulletin boards and from early
editions of complainant’s newspapers and selling this, either bodily or after rewriting it,
to defendant’s customers.

* X %

The only matter that has been argued before us is whether defendant may lawfully
be restrained from appropriating news taken from bulletins issued by complainant or any
of its members, or from newspapers published by them, for the purpose of selling it to
defendant’s clients. Complainant asserts that defendant’s admitted course of conduct in
this regard both violates complainant’s property right in the news and constitutes unfair
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competition in business. And notwithstanding the case has proceeded only to the stage
of a preliminary injunction, we have deemed it proper to consider the underlying ques-
tions, since they go to the very merits of the action and are presented upon facts that are
not in dispute. As presented in argument, these questions are: 1. Whether there is any
property in news; 2. Whether, if there be property in news collected for the purpose of
being published, it survives the instant of its publication in the first newspaper to which
it is communicated by the news-gatherer; and 3. Whether defendant’s admitted course of
conduct in appropriating for commercial use matter taken from bulletins or early editions
of Associated Press publications constitutes unfair competition in trade.

The federal jurisdiction was invoked because of diversity of citizenship, not upon
the ground that the suit arose under the copyright or other laws of the United States. Com-
plainant’s news matter is not copyrighted. It is said that it could not, in practice, be copy-
righted, because of the large number of dispatches that are sent daily; and, according to
complainant’s contention, news is not within the operation of the copyright act. Defendant,
while apparently conceding this, nevertheless invokes the analogies of the law of literary
property and copyright, insisting as its principal contention that, assuming complainant has
a right of property in its news, it can be maintained (unless the copyright act be complied
with) only by being kept secret and confidential, and that upon the publication with com-
plainant’s consent of uncopyrighted news by any of complainant’s members in a newspa-
per or upon a bulletin board, the right of property is lost, and the subsequent use of the
news by the public or by defendant for any purpose whatever becomes lawful.

* * %

In considering the general question of property in news matter, it is necessary to
recognize its dual character, distinguishing between the substance of the information and
the particular form or collocation of words in which the writer has communicated it.

No doubt news articles often possess a literary quality, and are the subject of literary
property at the common law; nor do we question that such an article, as a literary production,
is the subject of copyright by the terms of the act as it now stands. In an early case at the
circuit Mr. Justice Thompson held in effect that a newspaper was not within the protection
of the copyright acts of 1790 and 1802 (Clayton v. Stone, 2 Paine, 382; 5 Fed. Cas. No.
2872). But the present act is broader; it provides that the works for which copyright may be
secured shall include “all the writings of an author,” and specifically mentions “periodicals,
including newspapers.” Act of March 4, 1909, c. 320, §8§ 4 and 5, 35 Stat. 1075, 1076. Evi-
dently this admits to copyright a contribution to a newspaper, notwithstanding it also may
convey news; and such is the practice of the copyright office, as the newspapers of the day
bear witness. See Copyright Office Bulletin No. 15 (1917), pp. 7, 14, 16-17.

But the news element—the information respecting current events contained in the
literary production—is not the creation of the writer, but is a report of matters that ordi-
narily are publici juris; it is the history of the day. It is not to be supposed that the framers
of the Constitution, when they empowered Congress “to promote the progress of science
and useful arts, by securing for limited times to authors and inventors the exclusive right
to their respective writings and discoveries” (Const., Art I, § 8, par. 8), intended to confer
upon one who might happen to be the first to report a historic event the exclusive right
for any period to spread the knowledge of it.

We need spend no time, however, upon the general question of property in news
matter at common law, or the application of the copyright act, since it seems to us the case
must turn upon the question of unfair competition in business. And, in our opinion, this
does not depend upon any general right of property analogous to the common-law right
of the proprietor of an unpublished work to prevent its publication without his consent;
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nor is it foreclosed by showing that the benefits of the copyright act have been waived.
We are dealing here not with restrictions upon publication but with the very facilities and
processes of publication. The peculiar value of news is in the spreading of it while it is
fresh; and it is evident that a valuable property interest in the news, as news, cannot be
maintained by keeping it secret. Besides, except for matters improperly disclosed, or pub-
lished in breach of trust or confidence, or in violation of law, none of which is involved
in this branch of the case, the news of current events may be regarded as common prop-
erty. What we are concerned with is the business of making it known to the, in which both
parties to the present suit are engaged. That business consists in maintaining a prompt,
sure, steady, and reliable service designed to place the daily events of the world at the
breakfast table of the millions at a price that, while of trifling moment to each reader, is
sufficient in the aggregate to afford compensation for the cost of gathering and distributing
it, with the added profit so necessary as an incentive to effective action in the commercial
world. The service thus performed for newspaper readers is not only innocent but ex-
tremely useful in itself, and indubitably constitutes a legitimate business. The parties are
competitors in this field; and, on fundamental principles, applicable here as elsewhere,
when the rights or privileges of the one are liable to conflict with those of the other, each
party is under a duty so to conduct its own business as not unnecessarily or unfairly to
injure that of the other. Hitchman Coal & Coke Co. v. Mitchell, 245 U.S. 229, 254.

Obviously, the question of what is unfair competition in business must be deter-
mined with particular reference to the character and circumstances of the business. The
guestion here is not so much the rights of either party as against the public but their rights
as between themselves. See Morison v. Moat, 9 Hare, 241, 258. And although we may
and do assume that neither party has any remaining property interest as against the public
in uncopyrighted news matter after the moment of its first publication, it by no means
follows that there is no remaining property interest in it as between themselves. For, to
both of them alike, news matter, however little susceptible of ownership or dominion in
the absolute sense, is stock in trade, to be gathered at the cost of enterprise, organization,
skill, labor, and money, and to be distributed and sold to those who will pay money for
it, as for any other merchandise. Regarding the news, therefore, as but the material out
of which both parties are seeking to make profits at the same time and in the same field,
we hardly can fail to recognize that for this purpose, and as between them, it must be
regarded as quasi property, irrespective of the rights of either as against the public.

* X %

Not only do the acquisition and transmission of news require elaborate organiza-
tion and a large expenditure of money, skill, and effort; not only has it an exchange value
to the gatherer, dependent chiefly upon its novelty and freshness, the regularity of the
service, its reputed reliability and thoroughness, and its adaptability to the public needs;
but also, as is evident, the news has an exchange value to one who can misappropriate it.

The peculiar features of the case arise from the fact that, while novelty and fresh-
ness form so important an element in the success of the business, the very processes of
distribution and publication necessarily occupy a good deal of time. Complainant’s ser-
vice, as well as defendant’s, is a daily service to daily newspapers; most of the foreign
news reaches this country at the Atlantic seaboard, principally at the City of New York,
and because of this, and of time differentials due to the earth’s rotation, the distribution
of news matter throughout the country is principally from east to west; and, since in
speed the telegraph and telephone easily outstrip the rotation of the earth, it is a simple
matter for defendant to take complainant’s news from bulletins or early editions of com-
plainant’s members in the eastern cities and at the mere cost of telegraphic transmission
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cause it to be published in western papers issued at least as early as those served by
complainant. Besides this, and irrespective of time differentials, irregularities in tele-
graphic transmission on different lines, and the normal consumption of time in printing
and distributing the newspaper, result in permitting pirated news to be placed in the hands
of defendant’s readers sometimes simultaneously with the service of competing Associ-
ated Press papers, occasionally even earlier.

Defendant insists that when, with the sanction and approval of complainant, and as
the result of the use of its news for the very purpose for which it is distributed, a portion of
complainant’s members communicate it to the general public by posting it upon bulletin
boards so that all may read, or by issuing it to newspapers and distributing it indiscrimi-
nately, complainant no longer has the right to control the use to be made of it; that when it
thus reaches the light of day it becomes the common possession of all to whom it is acces-
sible; and that any purchaser of a news-paper has the right to communicate the intelligence
which it contains to anybody and for any purpose, even for the purpose of selling it for
profit to newspapers published for profit in competition with complainant’s members.

The fault in the reasoning lies in applying as a test the right of the complainant as
against the public, instead of considering the rights of complainant and defendant, com-
petitors in business, as between themselves. The right of the purchaser of a single news-
paper to spread knowledge of its contents gratuitously, for any legitimate purpose not
unreasonably interfering with complainant’s right to make merchandise of it, may be
admitted; but to transmit that news for commercial use, in competition with complain-
ant—which is what defendant has done and seeks to justify—is a very different matter.
In doing this defendant, by its very act, admits that it is taking material that has been
acquired by complainant as the result of organization and the expenditure of labor, skill,
and money, and which is salable by complainant for money, and that defendant in appro-
priating it and selling it as its own is endeavoring to reap where it has not sown, and by
disposing of it to newspapers that are competitors of complainant’s members is appro-
priating to itself the harvest of those who have sown. Stripped of all disguises, the process
amounts to an unauthorized interference with the normal operation of complainant’s le-
gitimate business precisely at the point where the profit is to be reaped, in order to divert
a material portion of the profit from those who have earned it to those who have not; with
special advantage to defendant in the competition because of the fact that it is not bur-
dened with any part of the expense of gathering the news. The transaction speaks for
itself, and a court of equity ought not to hesitate long in characterizing it as unfair com-
petition in business.

* % %

It is to be observed that the view we adopt does not result in giving to complainant
the right to monopolize either the gathering or the distribution of the news, or, without
complying with the copyright act, to prevent the reproduction of its news articles; but
only postpones participation by complainant’s competitor in the processes of distribution
and reproduction of news that it has not gathered, and only to the extent necessary to
prevent that competitor from reaping the fruits of complainant’s efforts and expenditure,
to the partial exclusion of complainant, and in violation of the principle that underlies
the maxim sic utere tuo, etc.

* k%
The decree of the Circuit Court of Appeals will be
Affirmed.

Mr. Justice CLARKE took no part in the consideration or decision of this case.
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CONCUR: Mr. Justice HOLMES.

When an uncopyrighted combination of words is published there is no general right
to forbid other people repeating them—in other words there is no property in the combi-
nation or in the thoughts or facts that the words express. Property, a creation of law, does
not arise from value, although exchangeable—a matter of fact. Many exchangeable values
may be destroyed intentionally without compensation. Property depends upon exclusion
by law from interference, and a person is not excluded from using any combination of
words merely because someone has used it before, even if it took labor and genius to make
it. If a given person is to be prohibited from making the use of words that his neighbors
are free to make some other ground must be found. One such ground is vaguely expressed
in the phrase unfair trade. This means that the words are repeated by a competitor in busi-
ness in such a way as to convey a misrepresentation that materially injures the person who
first used them, by appropriating credit of some kind which the first user has earned. The
ordinary case is a representation by device, appearance, or other indirection that the de-
fendant’s goods come from the plaintiff. But the only reason why it is actionable to make
such a representation is that it tends to give the defendant an advantage in his competition
with the plaintiff and that it is thought undesirable that an advantage should be gained in
that way. Apart from that the defendant may use such unpatented devices and uncopy-
righted combinations of words as he likes. The ordinary case, | say, is palming off the
defendant’s product as the plaintiff’s, but the same evil may follow from the opposite
falsehood—from saying, whether in words or by implication, that the plaintiff’s product
is the defendant’s, and that, it seems to me, is what has happened here.

Fresh news is got only by enterprise and expense. To produce such news as it is
produced by the defendant represents by implication that it has been acquired by the
defendant’s enterprise and at its expense. When it comes from one of the great news-
collecting agencies like the Associated Press, the source generally is indicated, plainly
importing that credit; and that such a representation is implied may be inferred with some
confidence from the unwillingness of the defendant to give the credit and tell the truth.
If the plaintiff produces the news at the same time that the defendant does, the defend-
ant’s presentation impliedly denies to the plaintiff the credit of collecting the facts and
assumes that credit to the defendant. If the plaintiff is later in western cities it naturally
will be supposed to have obtained its information from the defendant. The falsehood is a
little more subtle, the injury a little more indirect, than in ordinary cases of unfair trade,
but I think that the principle that condemns the one condemns the other. It is a question
of how strong an infusion of fraud is necessary to turn a flavor into a poison. The does
seems to me strong enough here to need a remedy from the law. But as, in my view, the
only ground of complaint that can be recognized without legislation is the implied mis-
statement, it can be corrected by stating the truth; and a suitable acknowledgment of the
source is all that the plaintiff can require. | think that within the limits recognized by the
decision of the Court the defendant should be enjoined from publishing news obtained
from the Associated Press for hours after publication by the plaintiff unless it gives ex-
press credit to the Associated Press; the number of hours and the form of acknowledg-
ment to be settled by the District Court.

Mr. Justice MCKENNA concurs in this opinion.

DISSENT: Mr. Justice BRANDEIS dissenting.
There are published in the United States about 2,500 daily papers. More than 800
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of them are supplied with domestic and foreign news of general interest by the Associ-
ated Press—a corporation without capital stock which does not sell news or earn or seek
to earn profits, but serves merely as an instrumentality by means of which these papers
supply themselves at joint expense with such news. Papers not members of the Associ-
ated Press depend for their news of general interest largely upon agencies organized for
profit. Among these agencies is the International News Service which supplies news to
about 400 subscribing papers. It has, like the Associated Press, bureaus and correspond-
ents in this and foreign countries; and its annual expenditure in gathering and distributing
news is about $ 2,000,000. Ever since its organization in 1909, it has included among the
sources from which it gathers news, copies (purchased in the open market) of early edi-
tions of some papers published by members of the Associated Press and the bulletins
publicly posted by them. These items, which constitute but a small part of the news trans-
mitted to its subscribers, are generally verified by the International News Service before
transmission; but frequently items are transmitted without verification; and occasionally
even without being re-written. In no case is the fact disclosed that such item was sug-
gested by or taken from a paper or bulletin published by an Associated Press member.

No question of statutory copyright is involved. The sole question for our consid-
eration is this: Was the International News Service properly enjoined from using, or caus-
ing to be used gainfully, news of which it acquired knowledge by lawful means (namely,
by reading publicly posted bulletins or papers purchased by it in the open market) merely
because the news had been originally gathered by the Associated Press and continued to
be of value to some of its members, or because it did not reveal the source from which it
was acquired?

The “ticker” cases, the cases concerning literary and artistic compositions, and
cases of unfair competition were relied upon in support of the injunction. But it is admit-
ted that none of those cases affords a complete analogy with that before us. The question
presented for decision is new; and it is important.

News is a report of recent occurrences. The business of the news agency is to gather
systematically knowledge of such occurrences of interest and to distribute reports thereof.
The Associated Press contended that knowledge so acquired is property, because it costs
money and labor to produce and because it has value for which those who have it not are
ready to pay; that it remains property and is entitled to protection as long as it has com-
mercial value as news; and that to protect it effectively the defendant must be enjoined
from making, or causing to be made, any gainful use of it while it retains such value. An
essential element of individual property is the legal right to exclude others from enjoying
it. If the property is private, the right of exclusion may be absolute; if the property is
affected with a public interest, the right of exclusion is qualified. But the fact that a product
of the mind has cost its producer money and labor, and has a value for which others are
willing to pay, is not sufficient to ensure to it this legal attribute of property. The general
rule of law is, that the noblest of human productions—knowledge, truths ascertained, con-
ceptions, and ideas—become, after voluntary communication to others, free as the air to
common use. Upon these incorporeal productions the attribute of property is continued
after such communication only in certain classes of cases where public policy has seemed
to demand it. These exceptions are confined to productions which, in some degree, in-
volve creation, invention, or discovery. But by no means all such are endowed with this
attribute of property. The creations which are recognized as property by the common law
are literary, dramatic, musical, and other artistic creations; and these have also protection
under the copyright statutes. The inventions and discoveries upon which this attribute of
property is conferred only by statute, are the few comprised within the patent law. There
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are also many other cases in which courts interfere to prevent curtailment of plaintiff’s
enjoyment of incorporeal productions; and in which the right to relief is often called a
property right, but is such only in a special sense. In those cases, the plaintiff has no ab-
solute right to the protection of his production; he has merely the qualified right to be
protected as against the defendant’s acts, because of the special relation in which the latter
stands or the wrongful method or means employed in acquiring the knowledge or the
manner in which it is used. Protection of this character is afforded where the suit is based
upon breach of contract or of trust or upon unfair competition.

The knowledge for which protection is sought in the case at bar is not of a kind
upon which the law has heretofore conferred the attributes of property; nor is the manner
of its acquisition or use nor the purpose to which it is applied, such as has heretofore
been recognized as entitling a plaintiff to relief.

* * %

Plaintiff further contended that defendant’s practice constitutes unfair competition,
because there is “appropriation without cost to itself of values created by” the plaintiff;
and it is upon this ground that the decision of this court appears to be based. To appro-
priate and use for profit, knowledge and ideas produced by other men, without making
compensation or even acknowledgment, may be inconsistent with a finer sense of pro-
priety; but, with the exceptions indicated above, the law has heretofore sanctioned the
practice. Thus it was held that one may ordinarily make and sell anything in any form,
may copy with exactness that which another has produced, or may otherwise use his
ideas without his consent and without the payment of compensation, and yet not inflict
a legal injury; and that ordinarily one is at perfect liberty to find out, if he can be lawful
means, trade secrets of another, however valuable, and then use the knowledge so ac-
quired gainfully, although it cost the original owner much in effort and in money to col-
lect or produce.

Such taking and gainful use of a product of another which, for reasons of public
policy, the law has refused to endow with the attributes of property, does not become
unlawful because the product happens to have been taken from a rival and is used in
competition with him. The unfairness in competition which hitherto has been recognized
by the law as a basis for relief, lay in the manner or means of conducting the business;
and the manner or means held legally unfair, involves either fraud or force or the doing
of acts otherwise prohibited by law. In the “passing off” cases (the typical and most com-
mon case of unfair competition), the wrong consists in fraudulently representing by word
or act that defendant’s goods are those of plaintiff. See Hanover Milling Co. v. Metcalf,
240 U.S. 403, 412-413. In the other cases, the diversion of trade was effected through
physical or moral coercion, or by inducing breaches of contract or of trust or by enticing
away employees. In some others, called cases of simulated competition, relief was
granted because defendant’s purpose was unlawful; namely, not competition but deliber-
ate and wanton destruction of plaintiff’s business.

* * *

That competition is not unfair in a legal sense, merely because the profits gained
are unearned, even if made at the expense of a rival, is shown by many cases besides
those referred to above. He who follows the pioneer into a new market, or who engages
in the manufacture of an article newly introduced by another, seeks profits due largely to
the labor and expense of the first adventurer; but the law sanctions, indeed encourages,
the pursuit. He who makes a city known through his product, must submit to sharing the
resultant trade with others who, perhaps for that reason, locate there later. Canal Co. v.
Clark, 13 Wall. 311; Elgin National Watch Co. v. lllinois Watch Co., 179 U.S. 665, 673.
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He who has made his name a guaranty of quality, protests in vain when another with the
same name engages, perhaps for that reason, in the same lines of business; provided,
precaution is taken to prevent the public from being deceived into the belief that what he
is selling was made by his competitor. One bearing a name made famous by another is
permitted to enjoy the unearned benefit which necessarily flows from such use, even
though the use proves harmful to him who gave the name value.

The means by which the International News Service obtains news gathered by the
Associated Press is also clearly unobjectionable. It is taken from papers bought in the
open market or from bulletins publicly posted. No breach of contract such as the court
considered to exist in Hitchman Coal & Coke Co. v. Mitchell, 245 U.S. 229, 254; or of
trust such as was present in Morison v. Moat, 9 Hare, 241; and neither fraud nor force, is
involved. The manner of use is likewise unobjectionable. No reference is made by word
or by act to the Associated Press, either in transmitting the news to subscribers or by
them in publishing it in their papers. Neither the International News Service nor its sub-
scribers is gaining or seeking to gain in its business a benefit from the reputation of the
Associated Press. They are merely using its product without making compensation. See
Bamforth v. Douglass Post Card & Machine Co., 158 Fed. Rep. 355; Tribune Co. of
Chicago v. Associated Press, 116 Fed. Rep. 126. That, they have a legal right to do; be-
cause the product is not property, and they do not stand in any relation to the Associated
Press, either of contract or of trust, which otherwise precludes such use. The argument is
not advanced by characterizing such taking and use a misappropriation.

It is also suggested, that the fact that defendant does not refer to the Associated
Press as the source of the news may furnish a basis for the relief. But the defendant and
its subscribers, unlike members of the Associated Press, were under no contractual obli-
gation to disclose the source of the news; and there is no rule of law requiring acknowl-
edgment to be made where uncopyrighted matter is reproduced. The International News
Service is said to mislead its subscribers into believing that the news transmitted was
originally gathered by it and that they in turn mislead their readers. There is, in fact, no
representation by either of any kind. Sources of information are sometimes given because
required by contract; sometimes because naming the source gives authority to an other-
wise incredible statement; and sometimes the source is named because the agency does
not wish to take the responsibility itself of giving currency to the news. But no represen-
tation can properly be implied from omission to mention the source of information except
that the International News Service is transmitting news which it believes to be credible.
* k%

The rule for which the plaintiff contends would effect an important extension of
property rights and a corresponding curtailment of the free use of knowledge and of
ideas; and the facts of this case admonish us of the danger involved in recognizing such
a property right in news, without imposing upon news-gatherers corresponding obliga-
tions. A large majority of the newspapers and perhaps half the newspaper readers of the
United States are dependent for their news of general interest upon agencies other than
the Associated Press. The channel through which about 400 of these papers received, as
the plaintiff alleges, “a large amount of news relating to the European war of the greatest
importance and of intense interest to the newspaper reading public” was suddenly closed.
The closing to the International News Service of these channels for foreign news (if they
were closed) was due not to unwillingness on its part to pay the cost of collecting the
news, but to the prohibitions imposed by foreign governments upon its securing news
from their respective countries and from using cable or telegraph lines running there-
from. For aught that appears, this prohibition may have been wholly undeserved; and at
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all events the 400 papers and their readers may be assumed to have been innocent. For
aught that appears, the International News Service may have sought then to secure tem-
porarily by arrangement with the Associated Press the latter’s foreign news service. For
aught that appears, all of the 400 subscribers of the International News Service would
gladly have then become members of the Associated Press, if they could have secured
election thereto. It is possible, also, that a large part of the readers of these papers were
so situated that they could not secure prompt access to papers served by the Associated
Press. The prohibition of the foreign governments might as well have been extended to
the channels through which news was supplied to the more than a thousand other daily
papers in the United States not served by the Associated Press; and a large part of their
readers may also be so located that they can not procure prompt access to papers served
by the Associated Press.

A legislature, urged to enact a law by which one news agency or newspaper may
prevent appropriation of the fruits of its labors by another, would consider such facts and
possibilities and others which appropriate enquiry might disclose. Legislators might con-
clude that it was impossible to put an end to the obvious injustice involved in such appro-
priation of news, without opening the door to other evils, greater than that sought to be
remedied. Such appears to have been the opinion of our Senate which reported unfavorably
a bill to give news a few hours’ protection; and which ratified, on February 15, 1911, the
convention adopted at the Fourth International American Conference; and such was evi-
dently the view also of the signatories to the International Copyright Union Of November
13, 1908; as both these conventions expressly exclude news from copyright protection.

Or legislators dealing with the subject might conclude, that the right to news values
should be protected to the extent of permitting recovery of damages for any unauthorized
use, but that protection by injunction should be denied, just as courts of equity ordinarily
refuse (perhaps in the interest of free speech) to restrain actionable libels, and for other
reasons decline to protect by injunction mere political rights; and as Congress has pro-
hibited courts from enjoining the illegal assessment or collection of federal taxes. If a
legislature concluded to recognize property in published news to the extent of permitting
recovery at law, it might, with a view to making the remedy more certain and adequate,
provide a fixed measure of damages, as in the case of copyright infringement.

* k%

Courts are ill-equipped to make the investigations which should precede a deter-
mination of the limitations which should be set upon any property right in news or of the
circumstances under which news gathered by a private agency should be deemed affected
with a public interest. Courts would be powerless to prescribe the detailed regulations
essential to full enjoyment of the rights conferred or to introduce the machinery required
for enforcement of such regulations. Considerations such as these should lead us to de-
cline to establish a new rule of law in the effort to redress a newly-disclosed wrong,
although the propriety of some remedy appears to be clear.

Questions:

Examine the arguments made by Pitney, Holmes and Brandeis in INS v. AP.

1.) Look back at the three basic questions asked on page 2 of this book. How would each
judge answer them?

2.) Compare the legal tools proposed by Pitney and Holmes to solve the problems they
see. What type of “property” right is being proposed by each? What are its limits? Why?
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3.) What position would each judge take on the FANtasy football hypothetical laid out
in Problem 1-2? Do they add anything to the arguments you already made?

4.) Is Pitney using the same arguments for property given in chapter 1 of The Public
Domain? In the excerpt from Locke?

5.) Does INS v. AP support or undermine Barlow’s thesis about law’s inability to regulate
information using the jurisprudential tools of property rights?

6.) Can we solve public goods problems without intellectual property rights? What
would Brandeis say?

7.) Does it change your attitude towards the case if you are told that the British govern-
ment had denied the use of the only transatlantic telegraph network to INS—owned by
William Randolph Hearst (the man on whom Citizen Kane was based)—because the
government objected to the INS’s coverage of the war? Hearst and his newspapers were
thought to take a pro-German line and to exaggerate the amount of war-related damage
in the UK. As a result of the ban, only the Associated Press had the ability to do real time
reporting; taking data from bulletin boards and published newspapers was the only way
for INS papers to report the war. How, if at all, does this change the way you structure or
analyze the questions posed in the case? How would you use these facts if you were the
lawyer for INS?

8.) The next excerpt is The New York Times article on the argument that INS put forward
in the Supreme Court. How does Mr. Untermyer present the issue? What is his answer
to the three questions on page 2? What alternative framings of the dispute does he offer?

Untermyer, representing the Hearst
Service, who will conclude tomorrow,
after which Frederick W. Lehmann will
present The Associated Press’s side of
the suit. Senator Johnson of California
will close for the Hearst Service.

Mr. Untermyer attacked especially
the contention of The Associated Press
that news had property value, and
charged that if the lower court injunc-
tions were sustained The Associated
Press would be allowed to become a
“despotic monopoly.”

Admitting that the International
News Service had been guilty of selling

The New Pork Times

NEWS PIRATING CASE
IN SUPREME COURT

Untermyer Argues for Dissolu-
tion of Associated Press In-
juntion Against Hearst.

MAKES MONOPOLY CHARGE

Admits, However, That International

Has Sold News Sent Out by
the Other Service.

WASHINGTON, May 2.—Argu-
ments in proceedings brought in an ef-
fort to have set aside injunctions
restraining the International News Ser-
vice, or Hearst Service, from pirating
news dispatches of The Associated Press
began today in the Supreme Court. The
opening argument was made by Samuel

news sent out by the other organization,
the attorney insisted The Associated
Press had been guilty of the same prac-
tice despite affidavits of employes of
The Associated Press denying it.

The Associated Press also was at-
tacked by Mr. Untermyer for bringing
the present proceedings at a time when
Great Britain and the allied Govern-
ments had denied the use of their cables
to the International News Service for
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the transmission of news. He declared
The Associated Press took advantage of
this situation to institute the suit “be-
cause they thought the International
News Service could be destroyed.”

In explanation of the action of the
Allied Governments, Mr. Untermyer de-
clared it was due to news matter sent by
the International News Service to its of-
fice in this country regarding the torpe-
doing of the British battleship Audacious
and the naval battle of Jutland, and be-
cause headlines printed in one newspa-
per receiving the Hearst Service de-
scribed London as being in flames.

Frequent questions were asked dur-
ing the argument by members of the
court regarding the property value of
news. They wanted to know also why,
although the lower courts restrained the
International News Service from pirat-
ing Associated Press news through em-
ployes of newspapers taking the latter
service, an appeal was taken to the Su-
preme Court only from the part of the
injunctions enjoining the taking of news
from bulletin boards and early editions
of Associated Press newspapers.

Property Value of News

Mr. Untermyer summarized the
questions involved as follows:

“Is there a right of property in news
or knowledge of the news or in the qual-
ity of ‘firstness’ in the news that will sur-
vive its publication by the gatherer in
any of the newspapers to which it has
been delivered for the express purpose
of publication and sale until the gath-
erer of the news and all of its customers
have secured their reward; or does this
news become public property as soon as
it has been published by any of the pa-
pers to which it has been surrendered
without restriction for that specific pur-
pose? In other words, is there a sanctity
of property right reserved to the news
gatherer against the effects of publica-
tion as to matter that is admittedly un-
copyrightable greater than that given
by the statute to copyright matter?

“Assuming that the court would create
a precedent in a case where it would be
necessary to preserve a business against
piracy in this case both parties and their
respective members and customers have

apparently from the time of their organ-
ization acted upon exactly opposite con-
struction and understanding of the law.
News displayed on bulletin boards and
printed and sold in early editions of
newspapers has been regarded as public
property, which it is in law and in fact.
Each of these parties has freely taken the
other’s news and they are bound by that
practical construction of their rights and
obligations. The fact that one of them
claims that it verifies and rewrites the
story it takes from the other, while the
other does not, is purely a question of
business policy that in no wise affects
their legal rights as determined by their
long continued acts.

“There can be no remedy ni law or eq-
uity unless actual damage is shown.
Courts are not established to try out
moot or academic questions. The com-
plainant says it is not organized for
profit, and that it makes no money dif-
ference to it what is the financial out-
come of its activities. That being so, if
there are any remedies, they inhere in
the members and not in the corporation,
which is organized on the grotesque the-
ory that it is not engaged in business.

“The attempt by this order to protect
complainant’s members in their local
news in a suit to which they are not par-
ties and in which the judgment could
not, therefore, be binding or reciprocal
is without precedent or reason. Con-
versely, if the defendant sued the com-
plainant, could it secure an injunction
that would run in favor of all the de-
fendant’s stockholders and customers?

Element of Competition

“There is no element of unfair com-
petition involved. The defendant is not
seeking to palm off complainant’s news
as its (defendant’s) news, nor as com-
plainant’s news, but simply as news that
has been made available to every one. It
has not secured it surreptitiously or as
the result of a breach of contract, but
publicly by paying for the paper con-
taining it and in which it was authorized
to be published. If defendant is right in
its contention that it is public property,
as the parties have always regarded it,
there is nothing unfair in taking it. If,
contrary to precedent and to the acts of
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the parties as evidencing their construc-
tions of their rights—both parties—it is
now held to be private property, its use
would be enjoined on that ground, but
in no event on the theory of what is
known as unfair competition. There is
no such element in this case.

“Both the parties are in the position
with respect to news that has been pub-
lished of the man with an unpatentable
idea or trade secret that has cost him
years of labor and vast sums of money
to develop. Or of the architect who has
created a beautiful structure, or the
landscape gardener who has laid out a
novel garden, or of any one of the many
inventions in beauty, usefulness, and
science, that are not patentable. So long
as he keeps these things to himself he
will be protected against their surrepti-
tious taking. When he releases them
they belong to the public.

“What the complainant is here trying
to do is to release the news and at the
same time hold on to it. That is impossi-
ble and in this case it is inequitable, for
in the past it has been taken from the
defendant, and now that events have
temporarily changed, it seeks to escape
from the consequences of'its own action.

Calls Decision Dangerous.

“There is a manifest inconsistency in

the attitude of the District Court, when

James Boyle, Thomas Jefferson Writes a Letter
Please read The Public Domain pp 17-41

it very properly declined to differentiate
between ‘tips’ and ‘re-writes,” decided
that the practice was universal in the
newspaper trade and yet enjoined the
defendant from continuing it on condi-
tion that the complainant would submit
to a like injunction which the later was,
of course, delighted to do at that partic-
ular juncture.

“This decision sets up a new and dan-
gerous rule. The measure of a plaintiff’s
right is now made dependent, not on
the extent to which the defendant has
infringed a definite known rule of law,
but upon an intangible unknown ele-
ment that depends upon the extent of
the activities of the plaintiff and those
whom it happens at the moment to rep-
resent. If the news is taken from a paper
of local circulation it may be immedi-
ately taken and used all over the United
States except in that locality, for its com-
mercial value will have passed away af-
ter the paper has been circulated in its
own town. If, however, it happens to be
a member of The Associated Press that
same item of local news becomes ipso
facto inviolate until every one of the
1,630 Associated Press newspapers in
the United States and possibly until af-
ter The Associated Press agencies in for-
eign countries have utilized it. Is not
this a reductio ad absurdum?”

[1¢]]

On August 13, 1813, Thomas Jefferson took up his pen to write to Isaac McPherson. It
was a quiet week in Jefferson’s correspondence. He wrote a letter to Madison about the
appointment of a tax assessor, attempted to procure a government position for an acquaint-
ance, produced a fascinating and lengthy series of comments on a new “Rudiments of
English Grammar,” discussed the orthography of nouns ending in “y,” accepted the nec-
essary delay in the publication of a study on the anatomy of mammoth bones, completed
a brief biography of Governor Lewis, and, in general, confined himself narrowly in sub-
ject matter. But on the 13th of August, Jefferson’s mind was on intellectual property, and

most specifically, patents.

Jefferson’s writing is, as usual, apparently effortless. Some find his penmanship a
little hard to decipher. To me, used to plowing through the frenzied chicken tracks that
law students produce during exams, it seems perfectly clear. If handwriting truly showed
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the architecture of the soul, then Jefferson’s would conjure up Monticello or the Univer-
sity of Virginia. There are a few revisions and interlineations, a couple of words squeezed
in with a caret at the bottom of the line, but for the most part the lines of handwriting
simply roll on and on—*"the fugitive fermentation of an individual brain,” to quote a
phrase from the letter, caught in vellum and ink, though that brain has been dust for more
than a century and a half. . . . Read the rest

Questions:

1.) What are the basic ways for an economy to fail in encouraging the right level of
innovation and information production? (Review chapter 1 of The Public Domain.)

2.) Are those the only problems that Jefferson was concerned with? What additional
dangers did he and Macaulay see? Does Macaulay see intellectual property as a matter
of necessary incentive, restraint on competition, or restriction of speech?

3.) What are the basic differences between the baseline assumptions of Diderot and
Condorcet?

4.) What are the strongest arguments for and against the notion of a natural right to in-
tellectual property?

5.) Boyle lays out a multi-part “Jefferson Warning” that he says is vital to making good
intellectual property decisions. How would you respond to that formulation of good pol-
icy if you were General Counsel of the Recording Industry Association of America? Of
Google? Of the National Academy of Sciences? Diderot?
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CHAPTER TWO
Intellectual Property & the Constitution

HIsl1

[The Congress shall have power] “To promote the progress of science
and useful arts, by securing for limited times to authors and inventors
the exclusive right to their respective writings and discoveries;”

U.S. Constitution Art. I, § 8, cl. 8.

Introduction

In this chapter, we explore the constitutional sources (and possible limitations) on
Congress’s powers to make intellectual property law. There are two reasons to want to
do this. First, it will help us understand the reach of, and the limits on, Federal intellectual
property law, and in particular the way those limits are shaped by interaction between
three constitutional provisions, Art. |, § 8, cl. 8 quoted above,* the Commerce Clause and
the First Amendment. Second, and perhaps more important, understanding the animating
constitutional provisions, their goals, and their inner tensions, will shine a light on the
way that the courts interpret existing intellectual property law. There are three basic
conceptual boxes in the Federal intellectual property system, and Congress, and the
happenstance of technological development, keep depositing new material, new social
practices and new technology into those conceptual boxes. The ideas expressed in the
constitutional sources and limitations explored in this sector may shape the way that
judges interpret the law in the process that follows.

Congress’s power to legislate in any given field must be founded on one of the
powers enumerated in Article I, section 8 of the Constitution. Its power to offer exclusive
rights to authors and inventors (i.e. copyright and patent) derives from the Intellectual
Property Clause which is reproduced at the top of this page.

At the outset, there are a few notable things about this grant of power. First, it is
the only clause that comes with its own, built-in justification: “to promote the progress
of science and useful arts.” None of the other clauses list a rationale. For example,
Congress also has the power:

e To borrow money on the credit of the United States;

e To regulate commerce with foreign nations, and among the several states, and
with the Indian tribes;

e To establish a uniform rule of naturalization, and uniform laws on the subject of
bankruptcies throughout the United States;

e To coin money, regulate the value thereof, and of foreign coin, and fix the
standard of weights and measures;

e To provide for the punishment of counterfeiting the securities and current coin
of the United States;

e To establish post offices and post roads.

Like some other clauses, the Intellectual Property Clause contains obvious

T This clause is variously referred to as the Copyright Clause, Copyright and Patent Clause, and Intellectual
Property Clause.
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modifiers: “by securing for limited Times.” But as we will see, the courts have also found
other, less immediately obvious, limitations in the clause. The Trade-Mark Cases, which
follow this introduction, represent one example of such a limitation, though the
constricted vision of Congress’s Commerce Clause power is no longer good law. (Today,
the Federal Trademark statute, the Lanham Act, is seen as well within Congress’s power
under the Lanham Act.) The excerpted fragment of the John Deere case provides a more
recent assertion of the limits of Congressional power in the context of patent law. But
important questions remain. If there are any strong limitations imposed by the Intellectual
Property Clause, do they also limit the power of the Congress under the other clauses of
the Constitution? For example, if under the Intellectual Property Clause, Congress is
forbidden from creating permanent copyrights or rights over unoriginal collections of
facts, may it do so under the Commerce Clause instead?

These questions are given particular saliency by two developments; first, the
increased importance of intellectual property rights in an information age that runs from
the Internet to the Human Genome project and second, a relatively uniform expansion of
intellectual property rights over the last fifty years.

We will turn first to the question of the sources of Congressional power to make
intellectual property law, the limits those sources impose and the interaction between
different grants of power. After that, we will turn to the limitations imposed by the First
Amendment. Before heading into the cases, though, we are going to think through the
Intellectual Property Clause. The goal is to come up with a range of its possible meanings.

PROBLEM 2-1
CONSTITUTIONAL INTERPRETATION.

[The Congress shall have power] “To promote the progress of science and
useful arts, by securing for limited times to authors and inventors the
exclusive right to their respective writings and discoveries;” U.S.
Constitution Art. I, § 8, cl. 8.

Find each word or phrase in this clause that could constitute a limitation on
Congress’s power. Explain what the limitation would be, why one might believe
that such a limitation should be read into the clause and what kind of
assumptions your possible reasoning makes about the goal or function or meaning
of the clause. In addition, explain what implication each interpretation would
have for a judge or other decision maker trying to interpret a piece of legislation
made under the clause.

1.) Limitations on Congressional Power: Originality

Trade-Mark Cases
U.S. v. Steffens; U.S. v. Wittemann; U.S. v. Johnson
100 U.S. 82 (1879)

[1¢]]

Mr. Justice MILLER delivered the opinion of the court.
The three cases whose titles stand at the head of this opinion are criminal
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prosecutions for violations of what is known as the trade-mark legislation of Congress.
The first two are indictments in the southern district of New York, and the last is an
information in the southern district of Ohio. In all of them the judges of the circuit courts
in which they are pending have certified to a difference of opinion on what is
substantially the same question; namely, are the acts of Congress on the subject of trade-
marks founded on any rightful authority in the Constitution of the United States?

The entire legislation of Congress in regard to trade-marks is of very recent origin.
It is first seen in sects. 77 to 84, inclusive, of the act of July 8, 1870, entitled ‘An Act to
revise, consolidate, and amend the statutes relating to patents and copyrights.” 16 Stat.
198. The part of this act relating to trade-marks is embodied in chap. 2, tit. 60, sects.
4937 to 4947, of the Revised Statutes. . . .

Six years later we have the act of Aug. 14, 1876 (19 Stat. 141), punishing by fine
and imprisonment the fraudulent use, sale, and counterfeiting of trade-marks registered
in pursuance of the statutes of the United States, on which the informations and
indictments are founded in the cases before us.

The right to adopt and use a symbol or a device to distinguish the goods or property
made or sold by the person whose mark it is, to the exclusion of use by all other persons,
has been long recognized by the common law and the chancery courts of England and of
this country, and by the statutes of some of the States. It is a property right for the
violation of which damages may be recovered in an action at law, and the continued
violation of it will be enjoined by a court of equity, with compensation for past
infringement. This exclusive right was not created by the act of Congress, and does not
now depend upon it for its enforcement. The whole system of trade-mark property and
the civil remedies for its protection existed long anterior to that act, and have remained
in full force since its passage.

There propositions are so well understood as to require neither the citation of
authorities nor an elaborate argument to prove them.

As the property in trade-marks and the right to their exclusive use rest on the laws
of the States, and, like the great body of the rights of person and of property, depend on
them for security and protection, the power of Congress to legislate on the subject, to
establish the conditions on which these rights shall be enjoyed and exercised, the period
of their duration, and the legal remedies for their enforcement, if such power exist at all,
must be found in the Constitution of the United States, which is the source of all powers
that Congress can lawfully exercise.

In the argument of these cases this seems to be conceded, and the advocates for
the validity of the acts of Congress on this subject point to two clauses of the
Constitution, in one or in both of which, as they assert, sufficient warrant may be found
for this legislation.

The first of these is the eighth clause of sect. 8 of the first article. That section,
manifestly intended to be an enumeration of the powers expressly granted to Congress,
and closing with the declaration of a rule for the ascertainment of such powers as are
necessary by way of implication to carry into efficient operation those expressly given,
authorizes Congress, by the clause referred to, ‘to promote the progress of science and
useful arts, by securing for limited times, to authors and inventors, the exclusive right to
their respective writings and discoveries.’

As the first and only attempt by Congress to regulate the right of trade-marks is to
be found in the act of July 8, 1870, to which we have referred, entitled ‘An Act to revise,
consolidate, and amend the statutes relating to patents and copyrights,” terms which have
long since become technical, as referring, the one to inventions and the other to the
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writings of authors, it is a reasonable inference that this part of the statute also was, in
the opinion of Congress, an exercise of the power found in that clause of the Constitution.
It may also be safely assumed that until a critical examination of the subject in the courts
became necessary, it was mainly if not wholly to this clause that the advocates of the law
looked for its support.

Any attempt, however, to identify the essential characteristics of a trade-mark with
inventions and discoveries in the arts and sciences, or with the writings of authors, will
show that the effort is surrounded with insurmountable difficulties.

The ordinary trade-mark has no necessary relation to invention or discovery. The
trade-mark recognized by the common law is generally the growth of a considerable
period of use, rather than a sudden invention. It is often the result of accident rather than
design, and when under the act of Congress it is sought to establish it by registration,
neither originality, invention, discovery, science, nor art is in any way essential to the right
conferred by that act. If we should endeavor to classify it under the head of writings of
authors, the objections are equally strong. In this, as in regard to inventions, originality is
required. And while the word writings may be liberally construed, as it has been, to
include original designs for engravings, prints, &c., it is only such as are original, and are
founded in the creative powers of the mind. The writings which are to be protected are the
fruits of intellectual labor, embodied in the form of books, prints, engravings, and the like.
The trade-mark may be, and generally is, the adoption of something already in existence
as the distinctive symbol of the party using it. At common law the exclusive right to it
grows out of its use, and not its mere adoption. By the act of Congress this exclusive right
attaches upon registration. But in neither case does it depend upon novelty, invention,
discovery, or any work of the brain. It requires no fancy or imagination, no genius, no
laborious thought. It is simply founded on priority of appropriation. We look in vain in
the statute for any other qualification or condition. If the symbol, however plain, simple,
old, or well-known, has been first appropriated by the claimant as his distinctive trade-
mark, he may by registration secure the right to its exclusive use. While such legislation
may be a judicious aid to the common law on the subject of trade-marks, and may be
within the competency of legislatures whose general powers embrace that class of
subjects, we are unable to see any such power in the constitutional provision concerning
authors and inventors, and their writings and discoveries.

The other clause of the Constitution supposed to confer the requisite authority on
Congress is the third of the same section, which, read in connection with the granting
clause, is as follows: ‘“The Congress shall have power to regulate commerce with foreign
nations, and among the several States, and with the Indian tribes.’

The argument is that the use of a trade-mark—that which alone gives it any
value—is to identify a particular class or quality of goods as the manufacture, produce,
or property of the person who puts them in the general market for sale; that the sale of
the article so distinguished is commerce; that the trade-mark is, therefore, a useful and
valuable aid or instrument of commerce, and its regulation by virtue of the clause belongs
to Congress, and that the act in question is a lawful exercise of this power.

The question, therefore, whether the trade-mark bears such a relation to commerce in
general terms as to bring it within congressional control, when used or applied to the classes
of commerce which fall within that control, is one which, in the present case, we propose to
leave undecided. We adopt this course because when this court is called on in the course of
the administration of the law to consider whether an act of Congress, or of any other
department of the government, is within the constitutional authority of that department, a



Limitations on Congressional Power: Originality 43

due respect for a co-ordinate branch of the government requires that we shall decide that it
has transcended its powers only when that is so plain that we cannot avoid the duty.

In such cases it is manifestly the dictate of wisdom and judicial propriety to decide
no more than is necessary to the case in hand. That such has been the uniform course of
this court in regard to statutes passed by Congress will readily appear to any one who
will consider the vast amount of argument presented to us assailing them as
unconstitutional, and he will count, as he may do on his fingers, the instances in which
this court has declared an act of Congress void for want of constitutional power.

Governed by this view of our duty, we proceed to remark that a glance at the
commerce clause of the Constitution discloses at once what has been often the subject of
comment in this court and out of it, that the power of regulation there conferred on
Congress is limited to commerce with foreign nations, commerce among the States, and
commerce with the Indian tribes. While bearing in mind the liberal construction, that
commerce with foreign nations means commerce between citizens of the United States
and citizens and subjects of foreign nations, and commerce among the States means
commerce between the individual citizens of different States, there still remains a very
large amount of commerce, perhaps the largest, which, being trade or traffic between
citizens of the same State, is beyond the control of Congress.

When, therefore, Congress undertakes to enact a law, which can only be valid as a
regulation of commerce, it is reasonable to expect to find on the face of the law, or from
its essential nature, that it is a regulation of commerce with foreign nations, or among
the several States, or with the Indian tribes. If not so limited, it is in excess of the power
of Congress. If its main purpose be to establish a regulation applicable to all trade, to
commerce at all points, especially if it be apparent that it is designed to govern the
commerce wholly between citizens of the same State, it is obviously the exercise of a
power not confided to Congress.

We find no recognition of this principle in the chapter on trade-marks in the Revised
Statutes. We would naturally look for this in the description of the class of persons who
are entitled to register a trade-mark, or in reference to the goods to which it should be
applied. If, for instance, the statute described persons engaged in a commerce between the
different States, and related to the use of trade-marks in such commerce, it would be
evident that Congress believed it was acting under the clause of the Constitution which
authorizes it to regulate commerce among the States. So if, when the trade-mark has been
registered, Congress had protected its use on goods sold by a citizen of one State to
another, or by a citizen of a foreign State to a citizen of the United States, it would be seen
that Congress was at least intending to exercise the power of regulation conferred by that
clause of the Constitution. But no such idea is found or suggested in this statute.

It has been suggested that if Congress has power to regulate trade-marks used in
commerce with foreign nations and among the several States, these statutes shall be held
valid in that class of cases, if no further. To this there are two objections: First, the
indictments in these cases do not show that the trade-marks which are wrongfully used
were trade-marks used in that kind of commerce. Secondly, while it may be true that
when one part of a statute is valid and constitutional, and another part is unconstitutional
and void, the court may enforce the valid part where they are distinctly separable so that
each can stand alone, it is not within the judicial province to give to the words used by
Congress a narrower meaning than they are manifestly intended to bear in order that
crimes may be punished which are not described in language that brings them within the
constitutional power of that body. . . .
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Questions:

1.) The Court says “[i]f we should endeavor to classify it under the head of writings of
authors, the objections are equally strong. In this, as in regard to inventions, originality
is required.” Where does this limitation appear in the Intellectual Property Clause? Is
there a textual basis? A philosophical basis? Both?

2.) “In such cases it is manifestly the dictate of wisdom and judicial propriety to decide
no more than is necessary to the case in hand. That such has been the uniform course of
this court in regard to statutes passed by Congress will readily appear to any one who
will consider the vast amount of argument presented to us assailing them as
unconstitutional, and he will count, as he may do on his fingers, the instances in which
this court has declared an act of Congress void for want of constitutional power.” Yet this
time the Court does declare the Act unconstitutional, despite the fact that the word
original does not appear in the Intellectual Property Clause. Why? Does the discussion
of the Commerce Clause, and its assumptions about Federal power, suggest an answer?
Or is the originality requirement, in your view, well grounded in the purpose and
language of the Intellectual Property Clause?

Feist v. Rural Telephone Service
499 U.S. 340 (1991)

[1¢l1

The Feist opinion can be found in Chapter 11, starting at page 301. Please read it and
then answer the following questions.

Questions:
1.) What would Justice Pitney, who wrote the majority in INS v AP, say about this case?

2.) Is this merely a case about statutory interpretation? Or does it reinforce the Trade-
Mark Cases’ originality requirement?

3.) Froman information economics point of view, telephone directories look like “public
goods.” They are non-excludable and non-rival. Yet this decision refuses to extend
copyright to them. Is there an economic justification for such a result as well as a
constitutional one?

4.) Think of innovation and culture as an input-output system. There are inputs (the raw
material from which the innovation or the cultural product is produced) and outputs (the
book, the invention, the movie, the software program.) Intellectual property schemes
give control and limited monopolies over outputs, but this also risks raising the cost of
the inputs for the next generation of innovation or culture. What “balance” does the Feist
case set in terms of the inputs and outputs of copyright? Why leave unoriginal
compilations of fact free?

5.) It is the day after the Feist decision and you are the lawyer for the winners. Might
you still try and negotiate a license with the telephone company for their directory
information, even if at a lower price? Why, when you could take it for free? Does this
tell you anything about how excludable and non-rival the telephone directory truly is?
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2.) Limitations on Congressional Power: Purpose and
Novelty/Non-Obviousness

Graham v. John Deere Co.
383 U.S. 1 (1966)

[1¢l1

[Please read sections I-1V of the opinion, which can be found on page 746.]

Questions:

1.) Give the most expansive possible reading of the holding of Graham in terms of the
limitations set by the Copyright and Patent Clause on Congress’s power. Now the most
limited. Which is correct, in your view? Is there some middle position?

2.) Does this ruling apply only to Congress’s patent legislation or does it apply equally
to patent and copyright? Why?

3.) Does Graham also offer interpretive guidance to courts seeking to interpret intellec-
tual property legislation? If so, how would you describe that guidance?

3.) Limitations on Congressional Power: Fixation & the Interaction
Between Clauses

PROBLEM 2-2
CONSTITUTIONAL INTERPRETATION.

Read Moghadam and Martignon and answer the following questions:

1) Why do we have a fixation requirement in copyright? Offer reasons that
resonate with a.) the Copyright Clause’s goal of encouraging creative activity that
leads to actual access to the works for citizens and consumers, followed by an
entry of the work into the public domain b.) the need to make copyright consistent
with the First Amendment c.) the issue of “formal realizability”—defining the
metes and bounds of the right so that one can tell what activities do and do not
infringe. Are any of these concerns implicated here?

2.) You are a plaintiff challenging the constitutionality of the anti-bootlegging
statute discussed in Moghadam and Martignon—both the civil and criminal
provisions. What specific challenges should you bring? How should the Court rule?

3.) More generally, does the Intellectual Property Clause ever constrain
Congress’s power under the Commerce clause? When and under what
circumstances?
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U.S. v. Moghadam
175 F.3d 1269 (11th Cir. 1999)

[1¢]1

ANDERSON, Chief Judge.

In 1994, Congress passed a statute criminalizing the unauthorized recording, the
transmission to the public, and the sale or distribution of or traffic in unauthorized
recordings of live musical performances. See 18 U.S.C. § 2319A. Appellant Ali
Moghadam was convicted of violating that law (herein sometimes referred to as the *“anti-
bootlegging statute™) after he pleaded guilty to knowingly distributing, selling, and
trafficking in bootleg (unauthorized) compact discs featuring live musical performances
by recording artists including Tori Amos and the Beastie Boys. The present appeal
challenges the constitutional power of Congress to enact this legislation. In the district
court, Moghadam moved to dismiss the indictment, arguing that the statute was
unconstitutional because it did not fall within any of the federal legislative powers
enumerated in Article |, 8 8 of the Constitution. The government responded that it was
constitutional under either the Copyright Clause or the Commerce Clause. The district
court denied the motion to dismiss. The constitutionality of the anti-bootlegging statute
appears to be a question of first impression in the nation. For the reasons that follow, and
in the limited circumstances of this case, we reject Moghadam’s constitutional challenge,
and therefore affirm Moghadam’s conviction.

I. Background on the Anti-Bootlegging Statute

A brief overview of the history of statutory protection for music and musical
performances is in order. Musicians or performers may enjoy copyright or copyright-like
protection in three things, which are important to keep distinct. First, a musical
composition itself has been protected by statute under copyright law since 1831. . . .
However, for most of the nation’s history, sound recordings were not protected. See
Patterson, supra, at 380 (“The important distinction between the first copyright statutes
of 1831 and what would ultimately become the Sound Recording Act of 1971 is that
these early statutes protected the reproduction of musical notation rather than the
reproduction of actual sound.”). In 1971, Congress extended copyright protection to
sound recordings. . . . This meant that persons who made unauthorized reproductions of
records or tapes, which is known as “piracy,” could be prosecuted or face civil liability
for copyright infringement. . . .

However, following passage of the Sound Recording Act of 1971, a void still
remained. No protection at the federal level extended directly to unrecorded live musical
performances. Therefore, a bootlegger could surreptitiously record a live musical
performance and engage in unauthorized distribution of the recording or copies thereof,
without having violated copyright law. This gap in copyright protection, exacerbated by
the growing market for such bootleg copies, motivated Congress to enact the anti-
bootlegging provision at issue in the instant case.

The anti-bootlegging statute grew out of the Agreement on Trade Related Aspects
of Intellectual Property (“TRIPs™), which has been described as “the highest expression
to date of binding intellectual property law in the international arena.” . . . § 513 of the
[agreement] provides, in pertinent part:

(a) Whoever, without the consent of the performer or performers
involved, knowingly and for purposes of commercial advantage or
private financial gain—
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(1) fixes the sound or sounds and images of a live musical
performance in a copy or phonorecord, or reproduces copies or
phonorecords of such a performance from an unauthorized fixation;
(2) transmits or otherwise communicates to the public the sounds or
sounds and images of a live musical performance; or

(3) distributes or offers to distribute, sells or offers to sell, rents or
offers to rent, or traffics in any copy or phonorecord fixed as
described in paragraph (1), regardless of whether the fixations
occurred in the United States;

shall be imprisoned . . . or fined . . . or both. . . .

The URAA also enacted a similar provision establishing civil liability for the same
conduct (but omitting the commercial advantage or private financial gain requirement).
There is little legislative history dealing with either provision because the URAA was
rushed through Congress on fast-track procedures. However, what little legislative
history exists tends to suggest that Congress viewed the anti-bootlegging provisions as
enacted pursuant to its Copyright Clause authority.

The rights created by the anti-bootlegging provisions in URAA are actually hybrid
rights that in some ways resemble the protections of copyright law but in other ways are
distinct from them. See Nimmer on Copyright (“The unfixed musical performances
protected under [URAA] are accorded something approximating, but not equaling,
copyright protection.”). For example, although the civil provision is incorporated into Title
17 of the United States Code and borrows the remedies that apply to copyright
infringement, neither the civil nor the criminal provision meshes with the overall structure
of the copyright code. Congress could have amended 17 U.S.C. § 102 to include live
musical performances in the list of protectable subject matter, but it did not do so. Likewise,
it is unclear whether longstanding concepts generally applicable to copyright law such as
fair use, the work-for-hire doctrine, limited duration, and the statute of limitations, carry
over to the anti-bootlegging provisions. . .; . . .). Finally, in contrast to the six exclusive
rights of a copyright owner spelled out in 17 U.S.C. § 106, it appears that the only exclusive
right created by the anti-bootlegging statute is to record and/or re-communicate one’s
performance. For all of these reasons, the protections that the anti-bootlegging statutes
confer on musicians are best described as “quasi-copyright” or sui generis protections.

I1. Whether the Anti-Bootlegging Statute Can Be Sustained Under the Copyright
Clause of the Constitution

Our analysis of the constitutionality of § 2319A begins with the Copyright Clause
of the United States Constitution. By that Clause, Congress is empowered “to promote
the Progress of Science and the useful Arts, by securing for limited Times to Authors and
Inventors the exclusive Right to their respective Writings and Discoveries.” U.S. Const.
art. I, § 8, cl. 8. This positive grant of legislative authority includes several limitations.
See, e.g., Feist (holding that the word “Writings” in the Copyright Clause allows
Congress to extend protection only to works of authorship that are original). Of these
limitations, Moghadam has relied in the instant case only on the concept of “fixation”
which is said to be embedded in the term “Writings.”

The concept of fixation suggests that works are not copyrightable unless reduced to
some tangible form. “If the word “writings’ is to be given any meaning whatsoever, it must,
at the very least, denote some material form, capable of identification and having a more
or less permanent endurance.” 1 Nimmer on Copyright. Of course, the term “Writings” has
been interpreted so broadly as to include much more than writings in the literal sense, or
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the lay definition of the word. In fact, since a sound recording qualifies as a “Writing” in
the constitutional sense. But the fixation requirement seems to have persisted through this
expansion. Thus, although in the modern era the term “Writings” allows Congress to
extend copyright protection to a great many things, those things have always involved
some fixed, tangible and durable form. See Goldstein (“Writings . . . may be interpreted to
include any physical rendering of the fruits of creative intellectual or aesthetic labor.”);
Burrow-Giles (1884) (defining “Writings” as “all forms of writing, printing, engraving,
etching, etc., by which the ideas of the mind of the author are given visible expression”).

Moghadam argues that a live performance, by definition, has not been reduced to a
tangible form or fixed as of the time of the performance. See Nimmer, The End of Copyright,
(“No respectable interpretation of the word ‘writings” embraces an untaped performance of
someone singing at Carnegie Hall.”); Deas, supra, at 570 (“The most obvious constitutional
departure found in the [anti-bootlegging law] is how [it] extends protection to unfixed
material under the authority of a congressional enactment.”). Moghadam argues that, but
for the bootlegger’s decision to record, a live performance is fleeting and evanescent.

Because we affirm the conviction in the instant case on the basis of an alternative
source of Congressional power, we decline to decide in this case whether the fixation
concept of Copyright Clause can be expanded so as to encompass live performances that
are merely capable of being reduced to tangible form, but have not been.® For purposes
of this case, we assume arguendo, without deciding, that the above described problems
with the fixation requirement would preclude the use of the Copyright Clause as a source
of Congressional power for the anti-bootlegging statute.

I11. Whether the Anti-Bootlegging Statute Can Be Sustained Under the Commerce
Clause of the Constitution

The government contends, however, that the anti-bootlegging statute is
permissible legislation under Congress’s Commerce Clause power.X® Congress has the
legislative authority “to regulate Commerce with foreign Nations, and among the several
States.” U.S. Const. art. I, § 8, cl. 3. The Commerce Clause empowers Congress to
legislate regarding three things: (i) the use of channels of interstate commerce; (ii)
instrumentalities and persons or things in interstate commerce; and (iii) intrastate
activities that substantially affect interstate commerce. United States v. Lopez (1995).
Our analysis here focuses on the third category of appropriate legislation. The applicable
test is “whether a rational basis existed for concluding that a regulated activity
sufficiently affected interstate commerce.” Id. To survive Commerce Clause scrutiny,
§ 2319A “*must bear more than a generic relationship several steps removed from
interstate commerce, and it must be a relationship that is apparent, not creatively
inferred.”” United States v. Wright (1997) (quoting United States v. Kenney (1996)).

Because Congress thought it was acting under the Copyright Clause, predictably

9 We note that the anti-bootlegging statute may be faced with another constitutional problem under the
Copyright Clause. The Clause allows Congress to extend protection to authors only for “Limited Times.”
The protection afforded to live performances by § 2319A, however, contains no express time limitation and
would arguably persist indefinitely. However, Moghadam has not preserved this argument, see infra, and we
decline to address the argument in light of our disposition of this case.

10 Congress’s failure to cite the Commerce Clause as grounds for § 2319A does not eliminate the possibility
that the Commerce Clause can sustain this legislation. “The constitutionality of action taken by Congress
does not depend on recitals of the power which it undertakes to exercise,” Woods v. Cloyd W. Miller Co.
(1948), and “in exercising the power of judicial review,” we look only at “the actual powers of the national
government,” Timmer v. Michigan Dept. of Commerce (1997).
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there are no legislative findings in the record regarding the effect of bootlegging of live
musical performances on interstate or foreign commerce. . . . However, the lack of such
findings does not rule out the Commerce Clause as a possible source of legislative authority
applicable to the statute under challenge. . . .

Section 2319A clearly prohibits conduct that has a substantial effect on both
commerce between the several states and commerce with foreign nations. The link
between bootleg compact discs and interstate commerce and commerce with foreign
nations is self-evident. For example, one of the elements of the offense is that the activity
must have been done “for purposes of commercial advantage or private financial gain.”
18 U.S.C. § 2319A(a). If bootlegging is done for financial gain, it necessarily is
intertwined with commerce. Bootleggers depress the legitimate markets because demand
is satisfied through unauthorized channels. Cf. Wickard v. Filburn (1942) (finding an
interstate commerce nexus sufficient to support federally mandated wheat growing limits
in the fact that farmers who grew wheat for home consumption would not buy wheat in
the normal market, thereby depressing commerce). Generally speaking, performing
artists who attract bootleggers are those who are sufficiently popular that their appeal
crosses state or national lines. The very reason Congress prohibited this conduct is
because of the deleterious economic effect on the recording industry.!* The specific
context in which 8§ 2319A was enacted involved a treaty with foreign nations, called for
by the World Trade Organization, whose purpose was to ensure uniform recognition and
treatment of intellectual property in international commerce. The context reveals that the
focus of Congress was on interstate and international commerce.

Moreover, the type of conduct that Congress intended to regulate by passing the
anti-bootlegging statute is by its very nature economic activity, which distinguishes the
statute from the Gun-Free School Zones Act struck down in Lopez, which in criminalizing
the possession of handguns within 1000 feet of a school, “had nothing to do with
‘commerce’ or any sort of economic enterprise, however broadly one might define those
terms.” See also Nimmer, The End of Copyright (“Although [Lopez] demonstrates that
Congress’s power under the Commerce Clause is not infinite, it does not remotely threaten
the viability of this trade law, given how close to the core of economic activity the
Uruguay Round Agreements lie.”). We hold that the anti-bootlegging statute has a
sufficient connection to interstate and foreign commerce to meet the Lopez test.

The more difficult question in this case is whether Congress can use its Commerce
Clause power to avoid the limitations that might prevent it from passing the same
legislation under the Copyright Clause. As noted above, we assume arguendo that the
Copyright Clause could not sustain this legislation because live performances, being
unfixed, are not encompassed by the term “Writings” which includes a fixation
requirement. The government argues that the anti-bootlegging conviction in this case can
be sustained under the Commerce Clause. We turn now to this issue.

In general, the various grants of legislative authority contained in the Constitution

11 The government’s brief in the instant case traced the impact that bootlegging of live performances has on

commerce:
The trafficking in bootleg sound recordings results in unjust enrichment of persons who unfairly
appropriate the intellectual property and potential profits of sound recording companies and artists.
The regulated activity thus substantially affects the profitability and viability of the aggregate sound
recording industry. In other words, trafficking in bootleg sound recordings substantially affects and
threatens the continuous interstate commercial activity generated by the artists and sound recording
companies, which incur significant risks in the nationwide marketing of the fixed sounds of live
musical performances.
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stand alone and must be independently analyzed. In other words, each of the powers of
Congress is alternative to all of the other powers, and what cannot be done under one of
them may very well be doable under another. Perhaps the most prominent example of this
principle is Heart of Atlanta Motel, Inc. v. United States (1964). There, the Supreme Court
considered the constitutionality of the public accommodation provisions of the Civil Rights
Act of 1964. The earlier Civil Rights Cases (1883), had declared unconstitutional similar
provisions of the Civil Rights Act of 1875 because they regulated private conduct beyond
the scope of the legislative authority granted by 8 5 of the Fourteenth Amendment. Yet, the
Heart of Atlanta Motel Court held, the Civil Rights Act of 1964 was predicated on the
Commerce Clause and possessed sufficient connection to interstate commerce. The Court’s
reasoning illustrates that, as a general matter, the fact that legislation reaches beyond the
limits of one grant of legislative power has no bearing on whether it can be sustained under
another. ([Cloncluding that Congress possessed ample power pursuant to the Commerce
Clause, and “we have therefore not considered the other grounds relied upon. This is not
to say that the remaining authority upon which it acted was not adequate, a question upon
which we do not pass, but merely that since the commerce power is sufficient for our
decision here we have considered it alone™). . ..

This general approach has been applied in a context involving the Copyright
Clause and the Commerce Clause as alternative sources of Congressional power. The
Trade-Mark Cases (1879), involved an 1876 Congressional enactment of a primitive sort
of trademark protection, long before the modern-day Lanham Act. Act of Aug. 14, 1876,
19 Stat. 141 (“1876 Act™). This statute conferred protection on, and prohibited the
counterfeiting of, various types of trademarks. The defendants were criminally
prosecuted under the 1876 Act for trying to pass off imitation beverage products as
brand-name by imitating famous trademarks of well-known beverage makers. The
defendants challenged the constitutionality of the 1876 Act, arguing that Congress did
not have legislative authority to enact it. As in the instant case, the government responded
by proffering the Copyright Clause and Commerce Clause as alternative possible bases
of legislative authority.

Apparently, just as was the case with the anti-bootlegging statute, Congress
labored under the impression that it was acting pursuant to its Copyright Clause power.
The Trade-Mark Cases (“Until a critical examination of the subject in the courts became
necessary, it was mainly if not wholly to [the Copyright C]lause that the advocates of the
law looked for its support.”). Nevertheless, the Supreme Court held that the Copyright
Clause could not sustain the 1876 Act because “the ordinary trade-mark has no necessary
relation to invention or discovery,” which were the hallmarks of protectable subject
matter under the Copyright Clause. Id. Trademarks are inherently commercial; the
concept behind the 1876 Act (and modern trademark law) was not to encourage
intellectual and artistic development, but rather to protect businesses from predatory
behavior in the marketplace. See id. (“[A trademark] requires no fancy or imagination,
no genius, no laborious thought. It is simply founded on priority of appropriation.”).
These characteristics made trademarks substantively different from the material the
Congress was constitutionally able to protect pursuant to the Copyright Clause. A
trademark could be registered under the 1876 Act even without any showing of
originality. “While such legislation may be judicious aid . . . and may be within the
competency of legislatures whose general powers embrace that class of subjects,” the
Court held, “we are unable to see any such power in the constitutional provision
concerning authors and inventors, and their writings and discoveries.” 1d.

The Court next considered whether Congress could enact the 1876 Act under the
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Commerce Clause. The Court summarized the government’s argument at the outset as
that “the trade-mark is . . . a useful and valuable aid or instrument of commerce, and its
regulation by virtue of the [Commerce C]lause belongs to Congress.” Id., at 95. The
Court appeared receptive to this argument. However, it must be remembered that the
Trade-Mark Cases predated the New Deal-era expansion of the Commerce Clause. In
the nineteenth century, “there still remained a very large amount of commerce, perhaps
the largest, which, being trade or traffic between citizens of the same State, [was] beyond
the control of Congress.” Id., at 96. Unfortunately (but understandably, since Congress
had labored under the impression that it was authorized to enact the 1876 Act under its
Copyright Clause power), there was no jurisdictional-type element in the 1876 Act to
ensure that trademark protection would extend only insofar as related to interstate
commerce. See id., at 97 (“Here is no requirement that [a person receiving trademark
protection] shall be engaged in the kind of commerce which Congress is authorized to
regulate.”). Consequently, the Court ultimately struck down the 1876 Act as not
sustainable under either the Copyright Clause or the Commerce Clause.

Although the 1876 Act did not survive due to the restrictive view of the Commerce
Clause prevailing at that time, the Supreme Court’s analysis in the Trade-Mark Cases
stands for the proposition that legislation which would not be permitted under the
Copyright Clause could nonetheless be permitted under the Commerce Clause, provided
that the independent requirements of the latter are met. Of course, we have already held
that the anti-bootlegging statute satisfies the “substantial effects” test of post-Lopez
Commerce Clause jurisprudence. The analysis in the Trade-Mark Cases tends to refute
the argument that Congress is automatically forbidden from extending protection under
some other grant of legislative authority to works that may not be constitutionally
protectable under the Copyright Clause. Indeed, modern trademark law is built entirely
on the Commerce Clause and we have found no case which suggests that trademark law’s
conferral of protection on unoriginal works somehow runs afoul of the Copyright Clause.

Asimilar analysis was adopted by the Second Circuit in Authors League of Amer-
ica, Inc. v. Oman (1986). . . . The Authors League analysis suggests that the Commerce
Clause may be used to accomplish that which the Copyright Clause may not allow.

On the other hand, it might be argued that some of the grants of legislative authority
in Article I, 8 8 contain significant limitations that can be said to represent the Framers’
judgment that Congress should be affirmatively prohibited from passing certain types of
legislation, no matter under which provision. The Supreme Court touched on such a situa-
tion in Railway Labor Executives’ Ass’n v. Gibbons (1982). Congress had enacted a statute
that purported to alter a pending bankruptcy case by requiring the debtor railroad company’s
bankruptcy estate to pay $75 million to the company’s former employees. This statute
directly clashed with the Bankruptcy Clause, U.S. Const. art. |, 8 8, cl. 4, which provides
that Congress is empowered to pass “uniform” bankruptcy laws, because the law targeted a
particular situation and was anything but uniform. The Court quickly brushed off the possi-
bility that the legislation could nevertheless be sustained under the Commerce Clause
(which contains no uniformity requirement), stating that “if we were to hold that Congress
had the power to enact nonuniform bankruptcy laws pursuant to the Commerce Clause, we
would eradicate from the Constitution a limitation on the power of Congress to enact bank-
ruptcy laws.” In Railway Labor Executives, the statute that Congress passed directly con-
flicted with the uniformity requirement of the Bankruptcy Clause. Cf. Paul J. Heald, The
Vices of Originality, (arguing that Congress would not be able to circumvent the originality
requirement inherent in the term “Writings” in the Copyright Clause by passing a statute
under the Commerce Clause which extended copyright-like protection to unoriginal works).
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We note that there is some tension between the former line of cases (Heart of
Atlanta Motel, the Trade-Mark Cases and Authors League) and the Railway Labor
Executives case. The former cases suggest that in some circumstances the Commerce
Clause can be used by Congress to accomplish something that the Copyright Clause
might not allow. But the Railway Labor Executives case suggests that in some
circumstances the Commerce Clause cannot be used to eradicate a limitation placed upon
Congressional power in another grant of power. For purposes of the instant case, we
resolve this tension in the following manner. In resolving this tension and in reaching our
conclusion in this case, we undertake a circumscribed analysis, deciding only what is
necessary to decide this case, and we reach a narrow conclusion. First, as described
above, we hold the anti-bootlegging statute satisfies the “substantial effects” test of the
post-Lopez Commerce Clause jurisprudence. Second, following the former line of cases
(Heart of Atlanta Hotel, the Trade-Mark Cases and Authors League), we hold that in
some circumstances the Commerce Clause indeed may be used to accomplish that which
may not have been permissible under the Copyright Clause. We hold that the instant case
is one such circumstance in which the Commerce Clause may be thus used. It is at this
point that we must resolve the tension with Railway Labor Executives.

Resolving this tension, we take as a given that there are some circumstances, as illus-
trated by Railway Labor Executives, in which the Commerce Clause cannot be used by
Congress to eradicate a limitation placed upon Congress in another grant of power.'? For
the reasons that follow, we hold that the instant case is not one such circumstance. We hold
that the Copyright Clause does not envision that Congress is positively forbidden from ex-
tending copyright-like protection under other constitutional clauses, such as the Commerce
Clause, to works of authorship that may not meet the fixation requirement inherent in the
term “Writings.” The grant itself is stated in positive terms, and does not imply any negative
pregnant that suggests that the term “Writings” operates as a ceiling on Congress’ ability to
legislate pursuant to other grants. Extending quasi-copyright protection to unfixed live
musical performances is in no way inconsistent with the Copyright Clause, even if that
Clause itself does not directly authorize such protection. Quite the contrary, extending such
protection actually complements and is in harmony with the existing scheme that Congress
has set up under the Copyright Clause.®® A live musical performance clearly satisfies the
originality requirement. Extending quasi-copyright protection also furthers the purpose of
the Copyright Clause to promote the progress of the useful arts by securing some exclusive
rights to the creative author. Finally, with respect to the fixation requirement, upon which
this opinion focuses, although a live musical performance may not have been fixed, or re-
duced to tangible form, as of the time the bootleg copy was made, it certainly was subject
to having been thus fixed. Our conclusion that extending copyright-like protection in the
instant case is not fundamentally inconsistent with the fixation requirement of the Copyright
Clause is bolstered by an example from the prior copyright law. If a live performance is
broadcast, e.g., by radio or television, and simultaneously recorded by the performer, any
unauthorized recording by a person receiving the broadcast constitutes copyright infringe-
ment of the sound recording or motion picture, notwithstanding that the infringer actually
copied the live performance directly, and not the fixation thereof. This result is based upon

12 \We assume arguendo, without deciding, that the Commerce Clause could not be used to avoid a limitation in
the Copyright Clause if the particular use of the Commerce Clause (e.g., the anti-bootlegging statute) were
fundamentally inconsistent with the particular limitation in the Copyright Clause (e.g., the fixation requirement).

13 In light of our disposition of this case, we need not address the Necessary and Proper Clause, U.S. Const.
art. I, 8 8, cl. 18, as a possible source of Congressional power.
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the last sentence of the definition of “fixed” in 17 U.S.C. 8 101. That last sentence provides:
“A work consisting of sounds, images, or both, that are being transmitted, is “fixed’ for
purposes of this title if a fixation of the work is being made simultaneously with its
transmission.” This definition creates a legal fiction that the simultaneous fixation occurs
before the transmission and the unauthorized recording. . . . While we are aware that the
constitutionality of this aspect of the statute has never been tested, the ease with which it
has been incorporated into the prior copyright law suggests that fixation, as a constitutional
concept, is something less than a rigid, inflexible barrier to Congressional power. Indeed, if
a performer under the prior law could effectively protect a live musical performance,
circumventing the fixation requirement, simply by the device of simultaneous recordation,
the anti-bootlegging law seems to us like more of an incremental change than a con-
stitutional breakthrough. Common sense does not indicate that extending copyright-like
protection to a live performance is fundamentally inconsistent with the Copyright Clause.

For the foregoing reasons, we conclude that extending copyright-like protection in
the instant case is not fundamentally inconsistent with the fixation requirement of the
Copyright Clause. By contrast, the nonuniform bankruptcy statute at issue in Railway
Labor Executives was irreconcilably inconsistent with the uniformity requirement of the
Bankruptcy Clause of the Constitution.**

We note that there is another limitation in the Copyright Clause that may be
implicated by the anti-bootlegging statute: the “Limited Times” requirement that forbids
Congress from conferring intellectual property rights of perpetual duration. On its face,
the protection created by the anti-bootlegging statute is apparently perpetual and contains
no express time limit; therefore phonorecords of live musical performances would
presumably never fall into the public domain. However, because Moghadam has not
challenged the constitutionality of § 2319A on this basis,*> we decline to raise the issue
sua sponte. Thus, we do not decide in this case whether extending copyright-like protec-
tion under the anti-bootlegging statute might be fundamentally inconsistent with the
“Limited Times” requirement of the Copyright Clause, and we do not decide in this case
whether the Commerce Clause can provide the source of Congressional power to sustain
the application of the anti-bootlegging statute in some other case in which such an
argument is preserved. We reserve those issues for another day.

Summarizing our narrow holding in this case, we assume arguendo, without
deciding, that the anti-bootlegging statute cannot satisfy the fixation requirement of the
Copyright Clause; we hold that the statute satisfies the “substantial effects” test of the
post-Lopez Commerce Clause jurisprudence; we hold that the Commerce Clause can
provide the source of Congressional power in this case because the extension of
copyright-like protection here is not fundamentally inconsistent with the fixation

14 QOur holding is limited to the fixation requirement, and should not be taken as authority that the other
various limitations in the Copyright Clause can be avoided by reference to the Commerce Clause. Compare
Nimmer, The End of Copyright, supra, at 1413 (decrying that Congress may “jettison Feist” by analogy to
the URAA because “why is a telephone book any further afield than a performance at Carnegie Hall?”), with
Gerdes, supra, at 1461 (proposing that Congress legislatively overrule Feist and extend copyright protection
to unoriginal works by relying on the Commerce Clause).

15 Moghadam did not make this argument in the district court or in his brief on appeal. He fleetingly mentions
the “Limited Times” requirement for the first time in his reply brief on appeal, and even then does not argue
that extending copyright-like protection in this case pursuant to the Commerce Clause would be prohibited
by an inconsistency with the “Limited Times” requirement of the Copyright Clause. The government has not
had any opportunity to present a defense to such an argument, and it would be unfair to entertain the argument
at this late date.
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requirement of the Copyright Clause;® and thus under the circumstances of this case,’
we reject Moghadam’s constitutional challenge to his conviction.

IV. CONCLUSION
For the foregoing reasons, the judgment of the district court is AFFIRMED.

Questions:
1.) Bootlegging Tori Amos? Sorry, that wasn’t a question.

2.) If Mr. Moghadam were reading this decision in his prison cell, what might he wish
intensely that his lawyers had done differently?

3.) The court sees a danger in assuming that a limitation on Congress’s power in one
clause implies that Congress cannot “get around” that limitation under another clause.
Yet it also sees a danger in assuming the reverse. Explain each danger, as the court
describes it. What technique does the court use to avoid both dangers and to explain when
such limitations should, and should not, be implied?

U.S. v. Martignon
492 F.3d 140 (2d Cir 2007)

[1¢]]

This appeal presents a recurring issue in constitutional law: the extent to which Congress
can use one of its powers to enact a statute that it could not enact under another of its
arguably relevant powers. See, e.g., Ry. Labor Executives’ Ass’n v. Gibbons (1982); Heart
of Atlanta Motel, Inc. v. United States (1964); In re Trade-Mark Cases (1879). Here the
statute involved is Section 2319A of Title 18, which prohibits the unauthorized recording
of performances as well as the copying, distribution, sale, rental, and trafficking of these
bootlegged phonorecords.

The Statute

The URAA contains two sections aimed at preventing bootlegging of records.
Section 512, codified at 17 U.S.C. § 1101, provides a civil cause of action for a performer
whose performance was recorded without her consent, while Section 513, codified at 18
U.S.C. § 2319A, provides criminal remedies to the government.

Section 2319A(a) provides that a person who, without the consent of the performer
or performers, “knowingly” and for “commercial advantage or private financial gain”

(1) fixes the sounds or sounds and images of a live musical performance
in a copy or phonorecord, or reproduces copies or phonorecords of such
a performance from an unauthorized fixation;

(2) transmits or otherwise communicates to the public the sounds or

16 Because we find no such inconsistency, we need not decide the consequences if there were inconsistency.
See note 12, supra.

17 As noted above, Moghadam has waived any constitutional challenge based on the “Limited Times”
requirement of the Copyright Clause, and thus our holding in this case is further narrowed by the fact that
we do not address potential arguments based on the “Limited Times” requirement.
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sounds and images of a live musical performance; or
(3) distributes or offers to distribute, sells or offers to sell, rents or offers
to rent, or traffics in any copy or phonorecord fixed as described in
paragraph (1)
may be imprisoned for up to five years and for up to ten years for a second offense.

District Court Proceedings

The [district] court began its analysis with an examination of whether Section 2319A
was copyright or commercial regulation. Although the court acknowledged that if
Congress had the power to enact Section 2319A under the Commerce Clause, its belief that
it was acting under the Copyright Clause would not be dispositive, it held that “it is still
essential to determine how to classify a statute in order to ensure that it does not run afoul
of any express limitations imposed on Congress when regulating in the respective arena.”
For four separate but related reasons, Judge Baer concluded that Section 2319A was more
closely tied to the Copyright than to the Commerce Clause. First, the agreement that it
implemented, TRIPS, was intended to protect intellectual property. Second, the words of
the statute were consistent with the purpose of the Copyright Clause, encouraging authors
and inventors to create by granting them exclusive rights in their writings and discoveries.
Third, the Committee on the Judiciary’s report describes the legislation in terms of
copyright and contains no mention of commerce. Fourth, Section 2319A follows the
criminal copyright provision and refers to the definitions in Title 17, the copyright title of
the United States Code.

Despite the copyright-like appearance of Section 2319A, the district court held that
it could not be sustained under the Copyright Clause because it “provides seemingly
perpetual protection for unfixed musical performances.” Because the performances are
unfixed at the time they are recorded, the court held that they were not “Writings” within
the coverage of the Copyright Clause. Because the protection accorded a live performance
is perpetual, the court reasoned that Section 2319A violates the “limited Times” provision
of the Copyright Clause.

Finally, the court held that Congress could not do indirectly, under the Commerce
Clause or the Necessary and Proper Clause, what it is forbidden to do directly under the
Copyright Clause. More specifically, the court held: “Congress may not, if the Copyright
Clause does not allow for such legislation, enact the law under a separate grant of power,
even when that separate grant provides proper authority.” Because Section 2319A was, in
Judge Baer’s view, “copyright-like legislation,” it could not be enacted under any other
clause of the Constitution if it violated the limitations of the Copyright Clause. The district
court therefore found Section 2319A unconstitutional. As an alternative to finding an
absolute ban against enacting copyright-like legislation under any clause other than the
Copyright Clause, Judge Baer held that “even if Congress may enact copyright-like
legislation under grants other than the Copyright Clause, . . . such legislation may not be
‘fundamentally inconsistent” with the fixation and durational limitations imposed by the
Copyright Clause.” He then found fundamental inconsistency between the “limited
Times” provision and Section 2319As failure to impose a time limit for violations.®

3 The only other court to assess the constitutionality of Section 2319A concluded that it was properly enacted
pursuant to the Commerce Clause. See United States v. Moghadam (1999). Moghadam, unlike Martignon, did
not argue that Section 2319A violated the “limited Times” provision of the Copyright Clause, and the Eleventh
Circuit carefully noted that it did not reach this issue. See id. at 1273, 1281 & n.15.
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Scope and Limits of the Copyright Clause

It is not clear from the wording of the Copyright Clause where the grant of power
ends and where the limitation(s) begin(s). This clause allows Congress “[t]Jo promote the
Progress of Science and useful Arts, by securing for limited Times to Authors and Inventors
the exclusive Right to their respective Writings and Discoveries.” One could draw the line
between grant and limitation(s) almost anywhere in this sentence. For example, the grant
of power could be to pass legislation to promote the useful arts and sciences, limited,
however, to the realm of the original, to the method of granting exclusive rights, and to a
period of limited duration. Conversely, the Clause can be construed to allow Congress to
pass legislation giving creators of original work an exclusive right in their fixed work,
limited only by the requirement that the grant be of limited duration. We find no useful
punctuation or structural clues in the text of the clause. Indeed, the “limited Times”
language, which both parties agree is a limitation rather than part of a grant of power, is
squarely in the middle of the Clause. Further, the Graham Court read the creativity
requirement, “[tJo promote the . . . useful Arts,” as a limitation on Congress’s power, thus
suggesting that the power granted and the limitations are virtually coterminous. The text
of the Copyright Clause does not alone provide sufficient guidance for us to decide where
to draw that line for purposes of deciding this case.

The Supreme Court has indicated that Congress can sometimes enact legislation
under one constitutional provision that it could not have enacted under another. See, e.g.,
Heart of Atlanta. However, this power is not unlimited. See Gibbons. Because the parties
attach different import to these cases and to the Trade-Mark Cases, we examine them to
determine where to draw the line between (1) a law which, while related to one
constitutional provision and unauthorized by it, can be validly enacted under a different
provision; and (2) legislative action that is prohibited under one provision and cannot be
enacted under another even though it is seemingly within the purview of the second
provision. We find no absolute answers because none of the cases cited by the parties is
directly on point. However, we do find strong indicators of the lines along which our
analysis must proceed.

We believe that the Supreme Court’s cases allow the regulation of matters that could
not be regulated under the Copyright Clause in a manner arguably inconsistent with that
clause unless the statute at issue is a copyright law. We draw this lesson from Heart of
Atlanta and from Gibbons. In Heart of Atlanta, the Court found authority for Congress to
enact a statute that prohibited race discrimination in public accommodations affecting
interstate commerce, even though the prohibition ran to discrimination not involving
“state action,” under the Commerce Clause although the Fourteenth Amendment did not
allow Congress to enact a similar statute. The Gibbons Court found that RITAwas actually
a bankruptcy law, not that it was very close to a bankruptcy law or that it was bankruptcy-
like. Because Gibbons is the only case called to our attention by the parties or the amici
in which the Supreme Court struck down a statute that violated the limitation of one
constitutional provision despite its clear nexus to another provision, we conclude that
Congress exceeds its power under the Commerce Clause by transgressing limitations of
the Copyright Clause only when (1) the law it enacts is an exercise of the power granted
Congress by the Copyright Clause and (2) the resulting law violates one or more specific
limits of the Copyright Clause. For reasons that follow, though, to resolve this appeal, we
need not identify the full scope of the power granted by the Copyright Clause.

We will judge the constitutionality of Section 2319A under the same standard that
the Gibbons Court used; that is, in order to demonstrate unconstitutionality, Martignon



Limitations on Congressional Power: Fixation & the Interaction Between Clauses 57

must establish that Section 2319A is a copyright law and not just that it is copyright-like.

We perceive two possible avenues to a resolution of the issues before us. As a
starting point for deciding whether Martignon has met his burden, we examine first the
text of the Copyright Clause, in light of the cases we have discussed. Unlike the
Bankruptcy Clause analyzed in Gibbons, the Copyright Clause does not identify the type
of law Congress may pass pursuant to it—indeed, the word “copyright” does not appear
in it at all. To repeat, the clause reads: “To promote the Progress of Science and useful
Aurts, by securing for limited Times to Authors and Inventors the exclusive Right to their
respective Writings and Discoveries.” U.S. Const. art. I, § 8, cl. 8. The clause thus
empowers Congress to “secur[e] . . . Right[s].” We understand the word “secure” to mean
to create, bestow, and allocate, rather than to add protection for separately created and
existing rights. See Wheaton v. Peters (1834) (concluding that “secur[e],” in this context,
does not mean protect; it means establish). Using this textual approach, the issue
becomes whether Section 2319A creates, bestows, or allocates rights.

The second way to identify the controlling characteristic of the power granted
Congress by Article I, Section 8, cl. 8 is to rely on its history and context. If the clause is
meant to give Congress the power to pass copyright laws, we can fashion a working
definition of a “copyright law” by looking for characteristics common to statutes, not
governed by the grant of power embodied in the Copyright Clause, that are concededly
copyright laws. Copyright laws adopted by the colonies prior to ratification, colonial-era
British copyright laws, and state copyright laws are helpful. They all seem to share a
common feature: They allocate property rights in expression. Modern state copyright
laws sometimes allocate rights for unlimited times, or they grant rights to unfixed works,
see, e.g., Cal. Civ. Code § 980(a)(1)—evidence that duration and fixation requirements
are not identifying characteristics of copyright laws. In any event, though allocation of
property rights is not a sufficient condition for calling something a copyright law, cf.
Dawn Donut Co. v. Hart’s Food Stores, Inc. (1959) (holding that the Lanham Act is a
valid exercise of congressional power under the Commerce Clause), it is a necessary one.

Section 2319A does not create and bestow property rights upon authors or inventors,
or allocate those rights among claimants to them. It is a criminal statute, falling in its
codification (along with Section 2319B about bootlegged films) between the law
criminalizing certain copyright infringement and the law criminalizing “trafficking in
counterfeit goods or services.” It is, perhaps, analogous to the law of criminal trespass.
Rather than creating a right in the performer him- or herself, it creates a power in the
government to protect the interest of performers from commercial predations. Section
2319A does not grant the performer the right to exclude others from the performance—only
the government can do that. Cf. College Savings Bank v. Florida Prepaid Postsecondary
Ed. Expense Bd. (1999) (stating that “[t]he hallmark of a protected property interest is the
right to exclude others” and that this right is “one of the most essential sticks in the bundle
of rights that are commonly characterized as property” (internal quotation marks omitted)).
Neither may the performer transfer his or her interests under Section 2319A to another.
Compare 18 U.S.C. 8 2319A (providing that only the performer may grant or deny
authorization) with 17 U.S.C. 8§ 201(d) (providing for the transfer of “ownership of a
copyright”). Section 2319A only prevents others from doing something without the
authorization of the protected person. It may therefore protect the property interests an
individual holds by virtue of other laws, but it does not itself allocate those interests. Section
2319A s not a law “secur[ing] . . . rights,” nor is it a copyright law.

Thus, under either mode of analysis, Section 2319A is not subject to the limitations
of Article I, Section 8, cl. 8. A comparison of Section 2319A to the current Copyright Act
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reinforces this conclusion. The Copyright Act grants the holder of a copyright the
exclusive right
(1) to reproduce the copyrighted work in copies or phonorecords;
(2) to prepare derivative works based upon the copyrighted work;
(3) to distribute copies or phonorecords of the copyrighted work to the
public by sale or other transfer of ownership, or by rental, lease or lending;
(4) in the case of literary, musical, dramatic, and choreographic works,
pantomimes and motion pictures and other audiovisual works, to
perform the copyrighted work publicly;
(5) in the case of literary, musical, dramatic, and choreographic works,
pantomimes, and pictorial, graphic, or sculptural works, including the
individual images of a motion picture or other audiovisual work, to
display the copyrighted work publicly; and
(6) in the case of sound recordings, to perform the copyrighted work
publicly by means of a digital audio transmission.
17 U.S.C. § 106.

Section 2319A might be read to give the artist at least one right—the right to allow
the fixation of his or her performance—but the Copyright Act gives the author an
extensive bundle of rights in his fixed work. Unlike a performer under Section 2319A,
an author enjoying Copyright Act protection may prevent others from performing,
copying, or preparing derivative works from the author’s copyrighted work. Further, the
Copyright Act, but not Section 2319A, gives the author of a work the right to transfer his
rights in the work to another person or entity. Seel7 U.S.C. § 106. Because “the
princip[al] purpose of the [Copyright Act] is to encourage the origination of creative
works by attaching enforceable property rights to them,” the contrast between the very
limited right given to a performer by Section 2319A and the extensive rights given by
Section 106 is significant.

In sum, Section 2319A does not create, bestow, or allocate property rights in
expression, it does not share the defining characteristics of other laws that are concededly
“copyright laws,” and it differs significantly from the Copyright Act that was passed
pursuant to the Copyright Clause (and that is valid under it). We therefore conclude that
it was not enacted under the Copyright Clause. We have no need to examine whether it
violates limits of the Copyright Clause and proceed instead to an examination of its
sustainability under the Commerce Clause.’

Commerce Clause Authority

... Section 2319A has substantial commercial and economic aspects. . . . Because
Section 2319A is not a copyright law and its enactment was well within the scope of
Congress’s Commerce Clause authority, it is constitutionally permissible unless some other
constitutional provision prevents its enforcement.

First Amendment
Martignon argued below and amici Twenty-Nine Intellectual Property and

7 We acknowledge that our analysis necessarily triggers concerns about the ability of Congress to criminalize
other conduct that would be permitted under the Copyright Clause and the copyright laws of this country,
for instance the reproduction and sale of a literary work that has long lost its copyright protection. Because
such statutes are not before us, we cannot address them. We do note, however, that there could be other
constitutional problems associated with such statutes, including possible violations of the Due Process
Clause and the First Amendment.
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Constitutional Law Professors argue here that Section 2319A violates the First
Amendment because it is unconstitutionally overbroad, containing no fair use exception
or durational limitation. The district court did not reach this argument because it found a
violation of the Copyright Clause. We therefore remand to allow the district court to
consider the First Amendment argument.

For the reasons that we have discussed, we vacate the dismissal of the indictment
against Martignon and remand for further proceedings consistent with this opinion.

Questions:

1.) How does the Martignon court solve the problem that the Moghadam court had?
How do the two solutions differ? Which solution is best in your view? Which gives
Congress the greatest freedom to make laws that do not fit within the Intellectual Prop-
erty Clause, narrowly construed?

2.) According to this court, what are the key features of a “‘copyright law’? Do you agree
with the description? With the way it is applied in this case?

4.) Limitations on Congressional Power: Limited Times, Term Extension
and the First Amendment

Eldred v. Ashcroft
537 U.S. 186 (2003)

[1¢]]

Justice GINSBURG delivered the opinion of the Court. Justices STEVENS and
BREYER dissented and filed opinions.

This case concerns the authority the Constitution assigns to Congress to prescribe
the duration of copyrights. The Copyright and Patent Clause of the Constitution, Art. I,
8 8, cl. 8, provides as to copyrights: “Congress shall have Power . . . [tJo promote the
Progress of Science . . . by securing [to Authors] for limited Times . . . the exclusive Right
to their . . . Writings.” In 1998, in the measure here under inspection, Congress enlarged
the duration of copyrights by 20 years. As in the case of prior extensions, principally in
1831, 1909, and 1976, Congress provided for application of the enlarged terms to existing
and future copyrights alike.

Petitioners are individuals and businesses whose products or services build on
copyrighted works that have gone into the public domain. They seek a determination that
the CTEA fails constitutional review under both the Copyright Clause’s “limited Times”
prescription and the First Amendment’s free speech guarantee. Under the 1976 Copyright
Act, copyright protection generally lasted from the work’s creation until 50 years after
the author’s death. Under the CTEA, most copyrights now run from creation until 70
years after the author’s death. 17 U.S.C. § 302(a). Petitioners do not challenge the “life-
plus-70-years” timespan itself. “Whether 50 years is enough, or 70 years too much,” they
acknowledge, “is not a judgment meet for this Court.”* Congress went awry, petitioners

1 Justice Breyer’s dissent is not similarly restrained. He makes no effort meaningfully to distinguish existing
copyrights from future grants. Under his reasoning, the CTEA’s 20-year extension is globally unconstitutional.
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maintain, not with respect to newly created works, but in enlarging the term for published
works with existing copyrights. The “limited Tim[e]” in effect when a copyright is
secured, petitioners urge, becomes the constitutional boundary, a clear line beyond the
power of Congress to extend. See ibid. As to the First Amendment, petitioners contend
that the CTEA is a content-neutral regulation of speech that fails inspection under the
heightened judicial scrutiny appropriate for such regulations.

In accord with the District Court and the Court of Appeals, we reject petitioners
challenges to the CTEA. In that 1998 legislation, as in all previous copyright term
extensions, Congress placed existing and future copyrights in parity. In prescribing that
alignment, we hold, Congress acted within its authority and did not transgress
constitutional limitations.

|
A

We evaluate petitioners’ challenge to the constitutionality of the CTEA against the
backdrop of Congress’ previous exercises of its authority under the Copyright Clause.
The Nation’s first copyright statute, enacted in 1790, provided a federal copyright term
of 14 years from the date of publication, renewable for an additional 14 years if the author
survived the first term. Act of May 31, 1790, ch. 15, § 1, 1 Stat. 124 (1790 Act). The
1790 Act’s renewable 14-year term applied to existing works (i.e., works already
published and works created but not yet published) and future works alike. Ibid.
Congress expanded the federal copyright term to 42 years in 1831 (28 years from
publication, renewable for an additional 14 years), and to 56 years in 1909 (28 years from
publication, renewable for an additional 28 years). Both times, Congress applied the new
copyright term to existing and future works. In 1976, Congress altered the method for
computing federal copyright terms. For works created by identified natural persons, the
1976 Act provided that federal copyright protection would run from the work’s creation,
not—as in the 1790, 1831, and 1909 Acts—its publication; protection would last until 50
years after the author’s death. § 302(a). In these respects, the 1976 Act aligned United
States copyright terms with the then-dominant international standard adopted under the
Berne Convention for the Protection of Literary and Artistic Works. For anonymous
works, pseudonymous works, and works made for hire, the 1976 Act provided a term of
75 years from publication or 100 years from creation, whichever expired first. 8 302(c). . . .

The measure at issue here, the CTEA, installed the fourth major duration extension
of federal copyrights. Retaining the general structure of the 1976 Act, the CTEA enlarges
the terms of all existing and future copyrights by 20 years. For works created by identified
natural persons, the term now lasts from creation until 70 years after the author’s death. 17
U.S.C. § 302(a). This standard harmonizes the baseline United States copyright term with
the term adopted by the European Union in 1993. . . . For anonymous works,
pseudonymous works, and works made for hire, the term is 95 years from publication or
120 years from creation, whichever expires first. 17 U.S.C. § 302(c).

A

We address first the determination of the courts below that Congress has authority
under the Copyright Clause to extend the terms of existing copyrights. Text, history, and
precedent, we conclude, confirm that the Copyright Clause empowers Congress to
prescribe “limited Times” for copyright protection and to secure the same level and
duration of protection for all copyright holders, present and future.
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The CTEA’s baseline term of life plus 70 years, petitioners concede, qualifies as a
“limited Tim[e]” as applied to future copyrights. Petitioners contend, however, that existing
copyrights extended to endure for that same term are not “limited.” Petitioners’ argument
essentially reads into the text of the Copyright Clause the command that a time
prescription, once set, becomes forever “fixed” or “inalterable.” The word “limited,”
however, does not convey a meaning so constricted. At the time of the Framing, that word
meant what it means today: ‘“confine[d] within certain bounds,” “restrain[ed],” or
“circumscribe[d].” Thus understood, a timespan appropriately “limited” as applied to
future copyrights does not automatically cease to be “limited” when applied to existing
copyrights. And as we observe, infra, there is no cause to suspect that a purpose to evade
the “limited Times” prescription prompted Congress to adopt the CTEA.

To comprehend the scope of Congress’ power under the Copyright Clause, “a page
of history is worth a volume of logic.” New York Trust Co. v. Eisner (1921) (Holmes, J.).
History reveals an unbroken congressional practice of granting to authors of works with
existing copyrights the benefit of term extensions so that all under copyright protection
will be governed evenhandedly under the same regime. As earlier recounted, the First
Congress accorded the protections of the Nation’s first federal copyright statute to existing
and future works alike. 1790 Act § 1. Since then, Congress has regularly applied duration
extensions to both existing and future copyrights.

Because the Clause empowering Congress to confer copyrights also authorizes
patents, congressional practice with respect to patents informs our inquiry. We count it
significant that early Congresses extended the duration of numerous individual patents
as well as copyrights. The courts saw no “limited Times” impediment to such extensions;
renewed or extended terms were upheld in the early days, for example, by Chief Justice
Marshall and Justice Story sitting as circuit justices. . . . Congresses . . . [“]Jare not
restrained from renewing a patent or prolonging” it.).”. . .

Satisfied that the CTEA complies with the “limited Times” prescription, we turn
now to whether it is a rational exercise of the legislative authority conferred by the
Copyright Clause. On that point, we defer substantially to Congress. Sony, 464 U.S. at
429 (“[1]t is Congress that has been assigned the task of defining the scope of the limited
monopoly that should be granted to authors . . . in order to give the public appropriate
access to their work product.”).1

The CTEA reflects judgments of a kind Congress typically makes, judgments we
cannot dismiss as outside the Legislature’s domain. As respondent describes, a key factor in
the CTEA’s passage was a 1993 European Union directive instructing EU members to
establish a copyright term of life plus 70 years. Consistent with the Berne Convention, the

7 Justice Stevens would sweep away these decisions, asserting that Graham v. John Deere Co. of Kansas
City (1966), “flatly contradicts” them. Post, at 798. Nothing but wishful thinking underpins that assertion.
The controversy in Graham involved no patent extension. Graham addressed an invention’s very eligibility
for patent protection, and spent no words on Congress’ power to enlarge a patent’s duration.

10 Justice Breyer would adopt a heightened, three-part test for the constitutionality of copyright enactments.
Post, at 802. He would invalidate the CTEA as irrational in part because, in his view, harmonizing the United
States and European Union baseline copyright terms “apparent[ly]” fails to achieve “significant” uniformity.
Post, at 812. But see infra, at 782. The novelty of the “rational basis” approach he presents is plain. (Breyer,
J., dissenting) (“Rational-basis review—uwith its presumptions favoring constitutionality—is ‘a paradigm of
judicial restraint.”” (quoting FCC v. Beach Communications, Inc. (1993))). Rather than subjecting Congress’
legislative choices in the copyright area to heightened judicial scrutiny, we have stressed that “it is not our
role to alter the delicate balance Congress has labored to achieve.” Congress’ exercise of its Copyright Clause
authority must be rational, but Justice Breyer’s stringent version of rationality is unknown to our literary
property jurisprudence.
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EU directed its members to deny this longer term to the works of any non-EU country whose
laws did not secure the same extended term. By extending the baseline United States
copyright term to life plus 70 years, Congress sought to ensure that American authors would
receive the same copyright protection in Europe as their European counterparts.

In addition to international concerns, Congress passed the CTEA in light of
demographic, economic, and technological changes,* and rationally credited projections
that longer terms would encourage copyright holders to invest in the restoration and
public distribution of their works.

In sum, we find that the CTEA is a rational enactment; we are not at liberty to
second-guess congressional determinations and policy judgments of this order, however
debatable or arguably unwise they may be. Accordingly, we cannot conclude that the
CTEA—which continues the unbroken congressional practice of treating future and
existing copyrights in parity for term extension purposes—is an impermissible exercise
of Congress’ power under the Copyright Clause.

B
1

Petitioners contend that even if the CTEA’s 20-year term extension is literally a
“limited Tim[e],” permitting Congress to extend existing copyrights allows it to evade
the “limited Times” constraint by creating effectively perpetual copyrights through
repeated extensions. We disagree.

As the Court of Appeals observed, a regime of perpetual copyrights “clearly is not
the situation before us.” Nothing before this Court warrants construction of the CTEA’s
20-year term extension as a congressional attempt to evade or override the “limited Times”
constraint. Critically, we again emphasize, petitioners fail to show how the CTEA crosses
a constitutionally significant threshold with respect to “limited Times” that the 1831, 1909,
and 1976 Acts did not. . . .

2

Petitioners dominantly advance a series of arguments all premised on the
proposition that Congress may not extend an existing copyright absent new consideration
from the author. They pursue this main theme under three headings. Petitioners contend
that the CTEA’s extension of existing copyrights (1) overlooks the requirement of
“originality,” (2) fails to “promote the Progress of Science,” and (3) ignores copyright’s
quid pro quo.

Petitioners’ “originality” argument draws on Feist (1991). In Feist, we observed
that “[t]he sine qua non of copyright is originality,” and held that copyright protection is
unavailable to “a narrow category of works in which the creative spark is utterly lacking
or so trivial as to be virtually nonexistent.” Relying on Feist, petitioners urge that even
if awork is sufficiently “original” to qualify for copyright protection in the first instance,
any extension of the copyright’s duration is impermissible because, once published, a
work is no longer original.

Feist, however, did not touch on the duration of copyright protection. . . . The
decision did not construe the “limited Times” for which a work may be protected, and
the originality requirement has no bearing on that prescription.

More forcibly, petitioners contend that the CTEA’s extension of existing copyrights

14 Members of Congress expressed the view that, as a result of increases in human longevity and in parents’
average age when their children are born, the pre-CTEA term did not adequately secure “the right to profit
from licensing one’s work during one’s lifetime and to take pride and comfort in knowing that one’s
children—and perhaps their children—might also benefit from one’s posthumous popularity.” . . .
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does not “promote the Progress of Science” as contemplated by the preambular language
of the Copyright Clause. Art. I, 8 8, cl. 8. To sustain this objection, petitioners do not argue
that the Clause’s preamble is an independently enforceable limit on Congress’ power. . . .
Rather, they maintain that the preambular language identifies the sole end to which
Congress may legislate; accordingly, they conclude, the meaning of “limited Times” must
be “determined in light of that specified end.” The CTEA’s extension of existing
copyrights categorically fails to “promote the Progress of Science,” petitioners argue,
because it does not stimulate the creation of new works but merely adds value to works
already created.

As petitioners point out, we have described the Copyright Clause as “both a grant
of power and a limitation,” Graham v. John Deere Co. of Kansas City (1966), and have
said that “[t]he primary objective of copyright” is “[t]Jo promote the Progress of Science,”
Feist. The “constitutional command,” we have recognized, is that Congress, to the extent
it enacts copyright laws at all, create a “system” that “promote[s] the Progress of Science.”

We have also stressed, however, that it is generally for Congress, not the courts, to
decide how best to pursue the Copyright Clause’s objectives. See Stewart v. Abend (1990)
(“Th[e] evolution of the duration of copyright protection tellingly illustrates the
difficulties Congress faces. . . . [I]t is not our role to alter the delicate balance Congress
has labored to achieve.”); Sony (1984) (“[I]t is Congress that has been assigned the task
of defining the scope of [rights] that should be granted to authors or to inventors in order
to give the public appropriate access to their work product.”), The justifications we
earlier set out for Congress’ enactment of the CTEA, provide a rational basis for the
conclusion that the CTEA “promote[s] the Progress of Science.” . . .

Closely related to petitioners’ preambular argument, or a variant of it, is their
assertion that the Copyright Clause “imbeds a quid pro quo.” They contend, in this regard,
that Congress may grant to an “Autho[r]” an “exclusive Right” for a “limited Tim[e],” but
only in exchange for a “Writin[g].” Extending an existing copyright without demanding
additional consideration, petitioners maintain, bestows an unpaid-for benefit on copyright
holders and their heirs, in violation of the quid pro quo requirement.

... We note, furthermore, that patents and copyrights do not entail the same ex-
change, and that our references to a quid pro quo typically appear in the patent context. . . .

Further distinguishing the two kinds of intellectual property, copyright gives the
holder no monopoly on any knowledge. A reader of an author’s writing may make full use
of any fact or idea she acquires from her reading. See § 102(b). The grant of a patent, on
the other hand, does prevent full use by others of the inventor’s knowledge.). In light of
these distinctions, one cannot extract from language in our patent decisions—Ilanguage
not trained on a grant’s duration—genuine support for petitioners’ bold view. Accordingly,
we reject the proposition that a quid pro quo requirement stops Congress from expanding
copyright’s term in a manner that puts existing and future copyrights in parity. . . .

3

As an alternative to their various arguments that extending existing copyrights
violates the Copyright Clause per se, petitioners urge heightened judicial review of such
extensions to ensure that they appropriately pursue the purposes of the Clause.
Specifically, petitioners ask us to apply the “congruence and proportionality” standard
described in cases evaluating exercises of Congress’ power under § 5 of the Fourteenth
Amendment. See, e.g., City of Boerne v. Flores (1997). But we have never applied that
standard outside the 8 5 context; it does not hold sway for judicial review of legislation
enacted, as copyright laws are, pursuant to Article I authorization.
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Petitioners separately argue that the CTEA is a content-neutral regulation of speech
that fails heightened judicial review under the First Amendment. We reject petitioners’ plea
for imposition of uncommonly strict scrutiny on a copyright scheme that incorporates its
own speech-protective purposes and safeguards. The Copyright Clause and First
Amendment were adopted close in time. This proximity indicates that, in the Framers’
view, copyright’s limited monopolies are compatible with free speech principles. Indeed,
copyright’s purpose is to promote the creation and publication of free expression. As
Harper & Row observed: “[T]he Framers intended copyright itself to be the engine of free
expression. By establishing a marketable right to the use of one’s expression, copyright
supplies the economic incentive to create and disseminate ideas.”

In addition to spurring the creation and publication of new expression, copyright law
contains built-in First Amendment accommodations. First, it distinguishes between ideas
and expression and makes only the latter eligible for copyright protection. Specifically, 17
U.S.C. § 102(b) provides: “In no case does copyright protection for an original work of
authorship extend to any idea, procedure, process, system, method of operation, concept,
principle, or discovery, regardless of the form in which it is described, explained, illustrated,
or embodied in such work.” As we said in Harper & Row, this “idea/expression dichotomy
strike[s] a definitional balance between the First Amendment and the Copyright Act by
permitting free communication of facts while still protecting an author’s expression.” Due
to this distinction, every idea, theory, and fact in a copyrighted work becomes instantly
available for public exploitation at the moment of publication. See Feist.

Second, the “fair use” defense allows the public to use not only facts and ideas
contained in a copyrighted work, but also expression itself in certain circumstances.
Codified at 17 U.S.C. § 107, the defense provides: “[T]he fair use of a copyrighted work,
including such use by reproduction in copies . . ., for purposes such as criticism,
comment, news reporting, teaching (including multiple copies for classroom use),
scholarship, or research, is not an infringement of copyright.” The fair use defense
affords considerable “latitude for scholarship and comment,” Harper & Row, and even
for parody, see Campbell v. Acuff-Rose Music, Inc. (1994) (rap group’s musical parody
of Roy Orbison’s “Oh, Pretty Woman” may be fair use).

The CTEA itself supplements these traditional First Amendment safeguards. [I]t
allows libraries, archives, and similar institutions to “reproduce” and “distribute, display, or
perform in facsimile or digital form” copies of certain published works “during the last 20
years of any term of copyright . . . for purposes of preservation, scholarship, or research” if
the work is not already being exploited commercially and further copies are unavailable at
a reasonable price. 17 U.S.C. 8 108(h). . . .

Finally, the case petitioners principally rely upon for their First Amendment
argument, Turner Broadcasting System, Inc. v. FCC (1994), bears little on copyright. The
statute at issue in Turner required cable operators to carry and transmit broadcast stations
through their proprietary cable systems. . . .

The CTEA, in contrast, does not oblige anyone to reproduce another’s speech
against the carrier’s will. Instead, it protects authors’ original expression from
unrestricted exploitation. Protection of that order does not raise the free speech concerns
present when the government compels or burdens the communication of particular facts
or ideas. The First Amendment securely protects the freedom to make—or decline to
make—one’s own speech; it bears less heavily when speakers assert the right to make
other people’s speeches. To the extent such assertions raise First Amendment concerns,
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copyright’s built-in free speech safeguards are generally adequate to address them. We
recognize that the D.C. Circuit spoke too broadly when it declared copyrights
“categorically immune from challenges under the First Amendment.” But when, as in
this case, Congress has not altered the traditional contours of copyright protection,
further First Amendment scrutiny is unnecessary. . . .

v

. . . Beneath the facade of their inventive constitutional interpretation, petitioners
forcefully urge that Congress pursued very bad policy in prescribing the CTEA’s long
terms. The wisdom of Congress’ action, however, is not within our province to second
guess. Satisfied that the legislation before us remains inside the domain the Constitution
assigns to the First Branch, we affirm the judgment of the Court of Appeals.

It is so ordered.

Justice STEVENS, dissenting.

Writing for a unanimous Court in 1964, Justice Black stated that it is obvious that
a State could not “extend the life of a patent beyond its expiration date,” Sears, Roebuck
& Co. v. Stiffel Co. (1964). As | shall explain, the reasons why a State may not extend the
life of a patent apply to Congress as well. If Congress may not expand the scope of a
patent monopoly, it also may not extend the life of a copyright beyond its expiration date.
Accordingly, insofar as the 1998 Sonny Bono Copyright Term Extension Act, 112 Stat.
2827, purported to extend the life of unexpired copyrights, it is invalid. Because the
majority’s contrary conclusion rests on the mistaken premise that this Court has virtually
no role in reviewing congressional grants of monopoly privileges to authors, inventors,
and their successors, | respectfully dissent.

The authority to issue copyrights stems from the same Clause in the Constitution
that created the patent power. . . . It is well settled that the Clause is “both a grant of power
and a limitation” and that Congress “may not overreach the restraints imposed by the stated
constitutional purpose.” Graham (1966). As we have made clear in the patent context, that
purpose has two dimensions. Most obviously the grant of exclusive rights to their respective
writings and discoveries is intended to encourage the creativity of “Authors and Inventors.”
But the requirement that those exclusive grants be for “limited Times” serves the ultimate
purpose of promoting the “Progress of Science and useful Arts” by guaranteeing that those

Neither the purpose of encouraging new inventions nor the overriding interest in
advancing progress by adding knowledge to the public domain is served by retroactively
increasing the inventor’s compensation for a completed invention and frustrating the
legitimate expectations of members of the public who want to make use of it in a free
market. Because those twin purposes provide the only avenue for congressional action
under the Copyright/Patent Clause of the Constitution, any other action is manifestly
unconstitutional.

We have recognized that these twin purposes of encouraging new works and adding
to the public domain apply to copyrights as well as patents. Thus, with regard to
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copyrights on motion pictures, we have clearly identified the overriding interest in the
“release to the public of the products of [the author’s] creative genius.” United States v.
Paramount Pictures, Inc. (1948). And, as with patents, we have emphasized that the
overriding purpose of providing a reward for authors’ creative activity is to motivate that
activity and “to allow the public access to the products of their genius after the limited
period of exclusive control has expired.” Sony Corp. of America v. Universal City Studios,
Inc. (1984). Ex post facto extensions of copyrights result in a gratuitous transfer of wealth
from the public to authors, publishers, and their successors in interest. Such retroactive
extensions do not even arguably serve either of the purposes of the Copyright/Patent
Clause. The reasons why such extensions of the patent monopoly are unconstitutional
apply to copyrights as well.

The Copyright Act

Congress also passed the first Copyright Act, 1 Stat. 124, in 1790. At that time there
were a number of maps, charts, and books that had already been printed, some of which
were copyrighted under state laws and some of which were arguably entitled to perpetual
protection under the common law. The federal statute applied to those works as well as to
new works. In some cases the application of the new federal rule reduced the pre-existing
protections, and in others it may have increased the protection. What is significant is that
the statute provided a general rule creating new federal rights that supplanted the diverse
state rights that previously existed. It did not extend or attach to any of those pre-existing
state and common-law rights: “That congress, in passing the act of 1790, did not legislate
in reference to existing rights, appears clear.” Wheaton v. Peters (1834). .. . That Congress
exercised its unquestionable constitutional authority to create a new federal system
securing rights for authors and inventors in 1790 does not provide support for the
proposition that Congress can extend pre-existing federal protections retroactively. . . .

v

... Amore complete and comprehensive look at the history of congressional action
under the Copyright/Patent Clause demonstrates that history, in this case, does not
provide the “‘volume of logic,”” necessary to sustain the Sonny Bono Act’s
constitutionality. . . .

The first example relied upon by respondent, the extension of Oliver Evans’ patent in
1808, ch. 13, 6 Stat. 70, demonstrates the pitfalls of relying on an incomplete historical
analysis. . . . This legislation, passed January 21, 1808, restored a patent monopoly for an
invention that had been in the public domain for over four years. As such, this Act
unguestionably exceeded Congress’ authority under the Copyright/Patent Clause: “The
Congress in the exercise of the patent power may not overreach the restraints imposed by
the stated constitutional purpose. . . . Congress may not authorize the issuance of patents
whose effects are to remove existent knowledge from the public domain, or to restrict free
access to materials already available.” Graham (emphasis added).

Congress passed private bills either directly extending patents or allowing otherwise
untimely applicants to apply for patent extensions for approximately 75 patents between
1790 and 1875. Of these 75 patents, at least 56 had already fallen into the public domain.
The fact that this repeated practice was patently unconstitutional completely undermines
the majority’s reliance on this history as “significant.” . . .

Copyright legislation has a similar history. The federal Copyright Act was first
amended in 1831. That amendment, like later amendments, not only authorized a longer
term for new works, but also extended the terms of unexpired copyrights. Respondent
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argues that that historical practice effectively establishes the constitutionality of retroactive
extensions of unexpired copyrights. Of course, the practice buttresses the presumption of
validity that attaches to every Act of Congress. But, as our decision in INS v. Chadha (1983),
demonstrates, the fact that Congress has repeatedly acted on a mistaken interpretation of the
Constitution does not qualify our duty to invalidate an unconstitutional practice when it is
finally challenged in an appropriate case. As Justice White pointed out in his dissent in
Chadha, that case sounded the “death knell for nearly 200 other statutory provisions” in
which Congress had exercised a “‘legislative veto.”” Regardless of the effect of
unconstitutional enactments of Congress, the scope of “‘the constitutional power of
Congress . . . is ultimately a judicial rather than a legislative question, and can be settled
finally only by this Court.”” United States v. Morrison (2000) (quoting Heart of Atlanta
Motel, Inc. v. United States (1964) (Black, J., concurring)). For, as this Court has long
recognized, “[iJt is obviously correct that no one acquires a vested or protected right in
violation of the Constitution by long use, even when that span of time covers our entire
national existence.” Walz v. Tax Comm’n of City of New York (1970). . .

... The fact that the Court has not previously passed upon the constitutionality of
retroactive copyright extensions does not insulate the present extension from
constitutional challenge.

V

Respondent also argues that the Act promotes the useful arts by providing
incentives to restore old movies. For at least three reasons, the interest in preserving
perishable copies of old copyrighted films does not justify a wholesale extension of
existing copyrights. First, such restoration and preservation will not even arguably
promote any new works by authors or inventors. And, of course, any original expression
in the restoration and preservation of movies will receive new copyright protection.
Second, however strong the justification for preserving such works may be, that
justification applies equally to works whose copyrights have already expired. Yet no one
seriously contends that the Copyright/Patent Clause would authorize the grant of
monopoly privileges for works already in the public domain solely to encourage their
restoration. Finally, even if this concern with aging movies would permit congressional
protection, the remedy offered—a blanket extension of all copyrights—simply bears no
relationship to the alleged harm.

Vi

Finally, respondent relies on concerns of equity to justify the retroactive extension.
If Congress concludes that a longer period of exclusivity is necessary in order to provide
an adequate incentive to authors to produce new works, respondent seems to believe that
simple fairness requires that the same lengthened period be provided to authors whose
works have already been completed and copyrighted. This is a classic non sequitur. The
reason for increasing the inducement to create something new simply does not apply to an
already-created work. To the contrary, the equity argument actually provides strong support
for petitioners. Members of the public were entitled to rely on a promised access to
copyrighted or patented works at the expiration of the terms specified when the exclusive
privileges were granted. . . .

One must indulge in two untenable assumptions to find support in the equitable
argument offered by respondent—that the public interest in free access to copyrighted works
is entirely worthless and that authors, as a class, should receive a windfall solely based on
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completed creative activity. [A]s our cases repeatedly and consistently emphasize, ultimate
public access is the overriding purpose of the constitutional provision. Ex post facto
extensions of existing copyrights, unsupported by any consideration of the public interest,
frustrate the central purpose of the Clause.

Vil

The express grant of a perpetual copyright would unquestionably violate the
textual requirement that the authors’ exclusive rights be only “for limited Times.”
Whether the extraordinary length of the grants authorized by the 1998 Act are invalid
because they are the functional equivalent of perpetual copyrights is a question that need
not be answered in this case because the question presented by the certiorari petition
merely challenges Congress’ power to extend retroactively the terms of existing
copyrights. . . . It is important to note, however, that a categorical rule prohibiting
retroactive extensions would effectively preclude perpetual copyrights. More
importantly, as the House of Lords recognized when it refused to amend the Statute of
Anne in 1735, unless the Clause is construed to embody such a categorical rule, Congress
may extend existing monopoly privileges ad infinitum under the majority’s analysis.

By failing to protect the public interest in free access to the products of inventive
and artistic genius—indeed, by virtually ignoring the central purpose of the Copyright/
Patent Clause—the Court has quitclaimed to Congress its principal responsibility in this
area of the law. Fairly read, the Court has stated that Congress’ actions under the Copy-
right/Patent Clause are, for all intents and purposes, judicially unreviewable. That result
cannot be squared with the basic tenets of our constitutional structure. It is not hyperbole
to recall the trenchant words of Chief Justice John Marshall: “It is emphatically the
province and duty of the judicial department to say what the law is.” Marbury v. Madison
(1803). We should discharge that responsibility as we did in Chadha.

I respectfully dissent.

Justice BREYER, dissenting.

... The economic effect of this 20-year extension—the longest blanket extension
since the Nation’s founding—is to make the copyright term not limited, but virtually
perpetual. Its primary legal effect is to grant the extended term not to authors, but to their
heirs, estates, or corporate successors. And most importantly, its practical effect is not to
promote, but to inhibit, the progress of “Science”—hby which word the Framers meant
learning or knowledge.

.. . Although the Copyright Clause grants broad legislative power to Congress,
that grant has limits. And in my view this statute falls outside them.

The “monopoly privileges” that the Copyright Clause confers “are neither unlimited
nor primarily designed to provide a special private benefit.” . . . This Court has made clear
that the Clause’s limitations are judicially enforceable. And, in assessing this statute for that
purpose, | would take into account the fact that the Constitution is a single document, that
it contains both a Copyright Clause and a First Amendment, and that the two are related.

The Copyright Clause and the First Amendment seek related objectives—the
creation and dissemination of information. When working in tandem, these provisions
mutually reinforce each other, the first serving as an “engine of free expression,” the
second assuring that government throws up no obstacle to its dissemination. At the same
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time, a particular statute that exceeds proper Copyright Clause bounds may set Clause
and Amendment at cross-purposes, thereby depriving the public of the speech-related
benefits that the Founders, through both, have promised.

Consequently, 1 would review plausible claims that a copyright statute seriously,
and unjustifiably, restricts the dissemination of speech somewhat more carefully than
reference to this Court’s traditional Copyright Clause jurisprudence might suggest. . . . |
would find that the statute lacks the constitutionally necessary rational support (1) if the
significant benefits that it bestows are private, not public; (2) if it threatens seriously to
undermine the expressive values that the Copyright Clause embodies; and (3) if it cannot
find justification in any significant Clause-related objective. Where, after examination of
the statute, it becomes difficult, if not impossible, even to dispute these characterizations,
Congress’ “choice is clearly wrong.” Helvering v. Davis (1937).

1
A

Because we must examine the relevant statutory effects in light of the Copyright
Clause’s own purposes, we should begin by reviewing the basic objectives of that Clause.
The Clause authorizes a “tax on readers for the purpose of giving a bounty to writers.”
(Lord Macaulay). Why? What constitutional purposes does the “bounty” serve?

The Constitution itself describes the basic Clause objective as one of “promot[ing] the
Progress of Science,” i.e., knowledge and learning. The Clause exists not to “provide a
special private benefit,”, but “to stimulate artistic creativity for the general public good,” It
does so by “motivat[ing] the creative activity of authors” through “the provision of a special
reward.” Sony, supra, at 429. The “reward” is a means, not an end. And that is why the
copyright term is limited. It is limited so that its beneficiaries—the public—"will not be
permanently deprived of the fruits of an artist’s labors.” That is how the Court previously has
described the Clause’s objectives. . . . And, in doing so, the Court simply has reiterated the
views of the Founders.

Madison, like Jefferson and others in the founding generation, warned against the
dangers of monopolies. See, e.g., Monopolies. Perpetuities. Corporations. Ecclesiastical
Endowments. inJ. Madison, Writings 756 Letter from Thomas Jefferson to James Madison
(July 31, 1788), in 13 Papers of Thomas Jefferson 443 (arguing against even copyright
monopolies); (statement of Rep. Jackson in the First Congress, Feb. 1791) (“What was it
drove our forefathers to this country? Was it not the ecclesiastical corporations and
perpetual monopolies of England and Scotland?””). Madison noted that the Constitution
had “limited them to two cases, the authors of Books, and of useful inventions.” He thought
that in those two cases monopoly is justified because it amounts to “compensation for” an
actual community “benefit” and because the monopoly is “temporary”—the term
originally being 14 years (once renewable). Ibid. Madison concluded that “under that
limitation a sufficient recompence and encouragement may be given.” Ibid. But he warned
in general that monopolies must be “guarded with strictness against abuse.” Ibid. . . .

For present purposes, then, we should take the following as well established: that
copyright statutes must serve public, not private, ends; that they must seek “to promote
the Progress” of knowledge and learning; and that they must do so both by creating
incentives for authors to produce and by removing the related restrictions on
dissemination after expiration of a copyright’s “limited Tim[e]"—a time that (like “a
limited monarch”) is “restrain[ed]” and “circumscribe[d],” “not [left] at large,” 2 S.
Johnson, A Dictionary of the English Language 1151 (4th rev. ed. 1773). | would examine
the statute’s effects in light of these well-established constitutional purposes.
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B

This statute, like virtually every copyright statute, imposes upon the public certain
expression-related costs in the form of (1) royalties that may be higher than necessary to
evoke creation of the relevant work, and (2) a requirement that one seeking to reproduce
a copyrighted work must obtain the copyright holder’s permission. The first of these costs
translates into higher prices that will potentially restrict a work’s dissemination. The
second means search costs that themselves may prevent reproduction even where the
author has no objection. Although these costs are, in a sense, inevitable concomitants of
copyright protection, there are special reasons for thinking them especially serious here.

First, the present statute primarily benefits the holders of existing copyrights, i.e.,
copyrights on works already created. And a Congressional Research Service (CRS) study
prepared for Congress indicates that the added royalty-related sum that the law will
transfer to existing copyright holders is large. In conjunction with official figures on
copyright renewals, the CRS Report indicates that only about 2% of copyrights between
55 and 75 years old retain commercial value—i.e., still generate royalties after that
time. . . . But books, songs, and movies of that vintage still earn about $400 million per
year in royalties. [0]ne might conservatively estimate that 20 extra years of copyright
protection will mean the transfer of several billion extra royalty dollars to holders of
existing copyrights—copyrights that, together, already will have earned many billions of
dollars in royalty “reward.”

The extra royalty payments will not come from thin air. Rather, they ultimately come
from those who wish to read or see or hear those classic books or films or recordings that
have survived. Even the $500,000 that United Airlines has had to pay for the right to play
George Gershwin’s 1924 classic Rhapsody in Blue represents a cost of doing business,
potentially reflected in the ticket prices of those who fly. Further, the likely amounts of
extra royalty payments are large enough to suggest that unnecessarily high prices will
unnecessarily restrict distribution of classic works (or lead to disobedience of the law)—
not just in theory but in practice. Cf. CRS Report 3 (“[N]ew, cheaper editions can be
expected when works come out of copyright”); Brief for College Art Association et al. as
Amici Curiae 24 (One year after expiration of copyright on Willa Cather’s My Antonia,
seven new editions appeared at prices ranging from $2 to $24). . ..

A second, equally important, cause for concern arises out of the fact that copyright
extension imposes a “permissions” requirement—not only upon potential users of “classic”
works that still retain commercial value, but also upon potential users of any other work
still in copyright. Again using CRS estimates, one can estimate that, by 2018, the number
of such works 75 years of age or older will be about 350,000. Because the Copyright Act
of 1976 abolished the requirement that an owner must renew a copyright, such still-in-
copyright works (of little or no commercial value) will eventually number in the millions.

The potential users of such works include not only movie buffs and aging jazz
fans, but also historians, scholars, teachers, writers, artists, database operators, and re-
searchers of all kinds—those who want to make the past accessible for their own use or
for that of others. The permissions requirement can inhibit their ability to accomplish
that task. Indeed, in an age where computer-accessible databases promise to facilitate
research and learning, the permissions requirement can stand as a significant obstacle to
realization of that technological hope.

The reason is that the permissions requirement can inhibit or prevent the use of old
works (particularly those without commercial value): (1) because it may prove expensive
to track down or to contract with the copyright holder, (2) because the holder may prove
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impossible to find, or (3) because the holder when found may deny permission either
outright or through misinformed efforts to bargain. The CRS, for example, has found that
the cost of seeking permission “can be prohibitive.”

Thus, the American Association of Law Libraries points out that the clearance
process associated with creating an electronic archive, Documenting the American South,
“consumed approximately a dozen man-hours” per work. The College Art Association says
that the costs of obtaining permission for use of single images, short excerpts, and other
short works can become prohibitively high; it describes the abandonment of efforts to
include, e.g., campaign songs, film excerpts, and documents exposing “horrors of the chain
gang” in historical works or archives; and it points to examples in which copyright holders
in effect have used their control of copyright to try to control the content of historical or
cultural works. . . . Amici for petitioners describe how electronic databases tend to avoid
adding to their collections works whose copyright holders may prove difficult to contact.

As | have said, to some extent costs of this kind accompany any copyright law,
regardless of the length of the copyright term. But to extend that term, preventing works
from the 1920’s and 1930°s from falling into the public domain, will dramatically increase
the size of the costs just as—perversely—the likely benefits from protection diminish.
The older the work, the less likely it retains commercial value, and the harder it will likely
prove to find the current copyright holder. The older the work, the more likely it will prove
useful to the historian, artist, or teacher. The older the work, the less likely it is that a sense
of authors’ rights can justify a copyright holder’s decision not to permit reproduction, for
the more likely it is that the copyright holder making the decision is not the work’s creator,
but, say, a corporation or a great-grandchild whom the work’s creator never knew.
Similarly, the costs of obtaining permission, now perhaps ranging in the millions of
dollars, will multiply as the number of holders of affected copyrights increases from
several hundred thousand to several million. The costs to the users of nonprofit databases,
now numbering in the low millions, will multiply as the use of those computer-assisted
databases becomes more prevalent. And the qualitative costs to education, learning, and
research will multiply as our children become ever more dependent for the content of their
knowledge upon computer-accessible databases—thereby condemning that which is not
so accessible, say, the cultural content of early 20th-century history, to a kind of
intellectual purgatory from which it will not easily emerge.

The majority finds my description of these permissions-related harms overstated in
light of Congress’ inclusion of a statutory exemption, which, during the last 20 years of a
copyright term, exempts “facsimile or digital” reproduction by a “library or archives” “for
purposes of preservation, scholarship, or research,” 17 U.S.C. § 108(h). This exemption,
however, applies only where the copy is made for the special listed purposes; it simply
permits a library (not any other subsequent users) to make “a copy” for those purposes; it
covers only “published” works not “subject to normal commercial exploitation” and not
obtainable, apparently not even as a used copy, at a “reasonable price”; and it insists that
the library assure itself through “reasonable investigation” that these conditions have been
met. 8 108(h). What database proprietor can rely on so limited an exemption—particularly
when the phrase “reasonable investigation” is so open-ended and particularly if the
database has commercial, as well as noncommercial, aspects?

The majority also invokes the “fair use” exception, and it notes that copyright law
itself is restricted to protection of a work’s expression, not its substantive content. Neither
the exception nor the restriction, however, would necessarily help those who wish to obtain
from electronic databases material that is not there—say, teachers wishing their students to
see albums of Depression Era photographs, to read the recorded words of those who
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actually lived under slavery, or to contrast, say, Gary Cooper’s heroic portrayal of Sergeant
York with filmed reality from the battlefield of Verdun. Such harm, and more will occur
despite the 1998 Act’s exemptions and despite the other “First Amendment safeguards” in
which the majority places its trust.

I should add that the Motion Picture Association of America also finds my concerns
overstated, at least with respect to films, because the extension will sometimes make it
profitable to reissue old films, saving them from extinction. Other film preservationists
note, however, that only a small minority of the many films, particularly silent films, from
the 1920°’s and 1930’s have been preserved. (Half of all pre-1950 feature films and more
than 80% of all such pre-1929 films have already been lost); cf. Brief for Hal Roach Studios
et al. as Amici Curiae 18 (Out of 1,200 Twenties Era silent films still under copyright, 63
are now available on digital video disc). They seek to preserve the remainder. . . . And they
tell us that copyright extension will impede preservation by forbidding the reproduction of
films within their own or within other public collections.

... Could Congress reasonably have found that the extension’s toll-related and
permissions-related harms are justified by extension’s countervailing preservationist
incentives or in other ways?

C

What copyright-related benefits might justify the statute’s extension of copyright
protection? First, no one could reasonably conclude that copyright’s traditional economic
rationale applies here. The extension will not act as an economic spur encouraging
authors to create new works. . . . No potential author can reasonably believe that he has
more than a tiny chance of writing a classic that will survive commercially long enough
for the copyright extension to matter. . . . And any remaining monetary incentive is
diminished dramatically by the fact that the relevant royalties will not arrive until 75
years or more into the future, when, not the author, but distant heirs, or shareholders in a
successor corporation, will receive them. Using assumptions about the time value of
money provided us by a group of economists (including five Nobel prize winners), it
seems fair to say that, for example, a 1% likelihood of earning $100 annually for 20
years, starting 75 years into the future, is worth less than seven cents today.

What potential Shakespeare, Wharton, or Hemingway would be moved by such a
sum? What monetarily motivated Melville would not realize that he could do better for his
grandchildren by putting a few dollars into an interest-bearing bank account? The Court
itself finds no evidence to the contrary. It refers to testimony before Congress (1) that the
copyright system’s incentives encourage creation, and (2) (referring to Noah Webster) that
income earned from one work can help support an artist who “‘continue[s] to create.

[E]ven if this cited testimony were meant more specifically to tell Congress that
somehow, somewhere, some potential author might be moved by the thought of great-
grandchildren receiving copyright royalties a century hence, so might some potential
author also be moved by the thought of royalties being paid for two centuries, five
centuries, 1,000 years, “til the End of Time.” And from a rational economic perspective
the time difference among these periods makes no real difference. The present extension
will produce a copyright period of protection that, even under conservative assumptions,
is worth more than 99.8% of protection in perpetuity (more than 99.99% for a songwriter
like Irving Berlin and a song like Alexander’s Ragtime Band). The lack of a practically
meaningful distinction from an author’s ex ante perspective between (a) the statute’s
extended terms and (b) an infinite term makes this latest extension difficult to square with
the Constitution’s insistence on “limited Times.”
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I am not certain why the Court considers it relevant in this respect that “[n]othing . . .
warrants construction of the [1998 Act’s] 20-year term extension as a congressional attempt
to evade or override the ‘limited Times’ constraint.” Of course Congress did not intend to
act unconstitutionally. But it may have sought to test the Constitution’s limits. After all, the
statute was named after a Member of Congress, who, the legislative history records, “wanted
the term of copyright protection to last forever.” 144 Cong. Rec. H9952 (daily ed. Oct. 7,
1998) (stmt. of Rep. Mary Bono). See also (stmt. of Rep. Sonny Bono) (questioning why
copyrights should ever expire); ibid. (stmt. of Rep. Berman) (I guess we could . . . just
make a permanent moratorium on the expiration of copyrights™); id., at 230 (stmt. of Rep.
Hoke) (“Why 70 years? Why not forever? Why not 150 years?”); cf. ibid. (stmt. of the
Register of Copyrights) (In Copyright Office proceedings, “[t]he Songwriters Guild
suggested a perpetual term”); id., at 234 (statement of Quincy Jones) (“I’m particularly
fascinated with Representative Hoke’s statement. . . . [W]hy not forever?”); id., at 277 (stmt.
of Quincy Jones) (“If we can start with 70, add 20, it would be a good start™). And the statute
ended up creating a term so long that (were the vesting of 19th-century real property at
issue) it would typically violate the traditional rule against perpetuities. . . .

In any event, the incentive-related numbers are far too small for Congress to have
concluded rationally, even with respect to new works, that the extension’s economic-
incentive effect could justify the serious expression-related harms earlier described. And,
of course, in respect to works already created—the source of many of the harms
previously described—the statute creates no economic incentive at all.

Second, the Court relies heavily for justification upon international uniformity of
terms. . . . Despite appearances, the statute does not create a uniform American-European
term with respect to the lion’s share of the economically significant works that it
affects—all works made “for hire” and all existing works created prior to 1978. With
respect to those works the American statute produces an extended term of 95 years while
comparable European rights in “for hire” works last for periods that vary from 50 years
to 70 years to life plus 70 years. Neither does the statute create uniformity with respect
to anonymous or pseudonymous works. Compare 17 U.S.C. 88 302(c), 304(a)—(b) with
EU Council Directive 93/98, Art. 1, p. 11.

The statute does produce uniformity with respect to copyrights in new, post-1977
works attributed to natural persons. But these works constitute only a subset (likely a
minority) of works that retain commercial value after 75 years. And the fact that
uniformity comes so late, if at all, means that bringing American law into conformity
with this particular aspect of European law will neither encourage creation nor benefit
the long-dead author in any other important way.

In sum, the partial, future uniformity that the 1998 Act promises cannot reasonably
be said to justify extension of the copyright term for new works. And concerns with
uniformity cannot possibly justify the extension of the new term to older works, for the
statute there creates no uniformity at all.

Third, several publishers and filmmakers argue that the statute provides incentives to
those who act as publishers to republish and to redistribute older copyrighted works. This
claim cannot justify this statute, however, because the rationale is inconsistent with the basic
purpose of the Copyright Clause—as understood by the Framers and by this Court. The
Clause assumes an initial grant of monopoly, designed primarily to encourage creation,
followed by termination of the monopoly grant in order to promote dissemination of
already-created works. It assumes that it is the disappearance of the monopoly grant, not its
perpetuation, that will, on balance, promote the dissemination of works already in existence.
This view of the Clause finds strong support in the writings of Madison, in the antimonopoly
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environment in which the Framers wrote the Clause, and in the history of the Clause’s
English antecedent, the Statute of Anne—a statute which sought to break up a publishers’
monopoly by offering, as an alternative, an author’s monopoly of limited duration.

This view finds virtually conclusive support in the Court’s own precedents. See
Sony, 464 U.S., at 429 (The Copyright Clause is “intended . . . to allow the public access
... after the limited period of exclusive control”); Stewart, 495 U.S., at 228 (The copyright
term is limited to avoid “permanently depriv[ing]” the public of “the fruits of an artist’s
labors™); see also supra, at 802.

This view also finds textual support in the Copyright Clause’s word “limited.” Cf.
J. Story, Commentaries on the Constitution § 558, p. 402 (R. Rotunda & J. Nowak eds.
1987) (The Copyright Clause benefits the public in part because it “admit[s] the people
at large, after a short interval, to the full possession and enjoyment of all writings . . .
without restraint” (emphasis added)). It finds added textual support in the word
“Authors,” which is difficult to reconcile with a rationale that rests entirely upon
incentives given to publishers perhaps long after the death of the work’s creator. Cf. Feist
Publications, Inc. v. Rural Telephone Service Co. (1991).

It finds empirical support in sources that underscore the wisdom of the Framers’ judg-
ment. See CRS Report 3 (“[N]ew, cheaper editions can be expected when works come out
of copyright™); see also Part 1I-B, supra. And it draws logical support from the endlessly
self-perpetuating nature of the publishers’ claim and the difficulty of finding any kind of
logical stopping place were this Court to accept such a uniquely publisher-related rationale.
(Would it justify continuing to extend copyrights indefinitely, say, for those granted to F.
Scott Fitzgerald or his lesser known contemporaries? Would it not, in principle, justify con-
tinued protection of the works of Shakespeare, Melville, Mozart, or perhaps Salieri,
Mozart’s currently less popular contemporary? Could it justify yet further extension of the
copyright on the song Happy Birthday to You (melody first published in 1893, song copy-
righted after litigation in 1935), still in effect and currently owned by a subsidiary of AOL
Time Warner? See Profitable “Happy Birthday,” Times of London, Aug. 5, 2000, p. 6.)

Given this support, it is difficult to accept the conflicting rationale that the
publishers advance, namely, that extension, rather than limitation, of the grant will, by
rewarding publishers with a form of monopoly, promote, rather than retard, the
dissemination of works already in existence. Indeed, given these considerations, this
rationale seems constitutionally perverse—unable, constitutionally speaking, to justify the
blanket extension here at issue.

Fourth, the statute’s legislative history suggests another possible justification. That
history refers frequently to the financial assistance the statute will bring the entertainment
industry, particularly through the promotion of exports. . . . | recognize that Congress has
sometimes found that suppression of competition will help Americans sell abroad—though
it has simultaneously taken care to protect American buyers from higher domestic prices.
In doing so, however, Congress has exercised its commerce, not its copyright, power. | can
find nothing in the Copyright Clause that would authorize Congress to enhance the
copyright grant’s monopoly power, likely leading to higher prices both at home and abroad,
solely in order to produce higher foreign earnings. That objective is not a copyright
objective. Nor, standing alone, is it related to any other objective more closely tied to the
Clause itself. Neither can higher corporate profits alone justify the grant’s enhancement.
The Clause seeks public, not private, benefits.

Finally, the Court mentions as possible justifications “demographic, economic, and
technological changes”—by which the Court apparently means the facts that today people
communicate with the help of modern technology, live longer, and have children at a later
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age. The first fact seems to argue not for, but instead against, extension. The second fact
seems already corrected for by the 1976 Act’s life-plus-50 term, which automatically grows
with lifespans. And the third fact—that adults are having children later in life—is a
makeweight at best, providing no explanation of why the 1976 Act’s term of 50 years after
an author’s death—a longer term than was available to authors themselves for most of our
Nation’s history—is an insufficient potential bequest. The weakness of these final rationales
simply underscores the conclusion that emerges from consideration of earlier attempts at
justification: There is no legitimate, serious copyright-related justification for this statute.

The Court is concerned that our holding in this case not inhibit the broad
decisionmaking leeway that the Copyright Clause grants Congress. It is concerned about
the implications of today’s decision for the Copyright Act of 1976—an Act that changed
copyright’s basic term from 56 years (assuming renewal) to life of the author plus 50
years. It is concerned about having to determine just how many years of copyright is too
many—a determination that it fears would require it to find the “right” constitutional
number, a task for which the Court is not well suited.

I share the Court’s initial concern, about intrusion upon the decisionmaking
authority of Congress. But | do not believe it intrudes upon that authority to find the
statute unconstitutional on the basis of (1) a legal analysis of the Copyright Clause’s
objectives; (2) the total implausibility of any incentive effect; and (3) the statute’s
apparent failure to provide significant international uniformity. Nor does it intrude upon
congressional authority to consider rationality in light of the expressive values
underlying the Copyright Clause, related as it is to the First Amendment, and given the
constitutional importance of correctly drawing the relevant Clause/Amendment
boundary. We cannot avoid the need to examine the statute carefully by saying that
“Congress has not altered the traditional contours of copyright protection,” for the
sentence points to the question, rather than the answer. Nor should we avoid that
examination here. That degree of judicial vigilance—at the far outer boundaries of the
Clause—is warranted if we are to avoid the monopolies and consequent restrictions of
expression that the Clause, read consistently with the First Amendment, seeks to
preclude. And that vigilance is all the more necessary in a new Century that will see
intellectual property rights and the forms of expression that underlie them play an ever
more important role in the Nation’s economy and the lives of its citizens.

I do not share the Court’s concern that my view of the 1998 Act could
automatically doom the 1976 Act. . . . Regardless, the law provides means to protect
those who have reasonably relied upon prior copyright statutes. See Heckler v. Mathews
(1984). And, in any event, we are not here considering, and we need not consider, the
constitutionality of other copyright statutes.

Neither do | share the Court’s aversion to line-drawing in this case. Even if it is
difficult to draw a single clear bright line, the Court could easily decide (as | would
decide) that this particular statute simply goes too far. And such examples—of what goes
too far—sometimes offer better constitutional guidance than more absolute-sounding
rules. In any event, “this Court sits” in part to decide when a statute exceeds a
constitutional boundary.

Finally, the Court complains that I have not “restrained” my argument or “train[ed
my] fire, as petitioners do, on Congress’ choice to place existing and future copyrights in
parity.” ... Adesire for “parity” between A (old copyrights) and B (new copyrights) cannot
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justify extending A when there is no rational justification for extending B. At the very
least, (if 1 put aside my rationality characterization) to ask B to support A here is like
asking Tom Thumb to support Paul Bunyan’s ox. Where the case for extending new
copyrights is itself so weak, what “justice,” what “policy,” what “equity” can warrant the
tolls and barriers that extension of existing copyrights imposes?

v

This statute will cause serious expression-related harm. It will likely restrict
traditional dissemination of copyrighted works. It will likely inhibit new forms of
dissemination through the use of new technology. It threatens to interfere with efforts to
preserve our Nation’s historical and cultural heritage and efforts to use that heritage, say,
to educate our Nation’s children. It is easy to understand how the statute might benefit the
private financial interests of corporations or heirs who own existing copyrights. But |
cannot find any constitutionally legitimate, copyright-related way in which the statute will
benefit the public. Indeed, in respect to existing works, the serious public harm and the
virtually nonexistent public benefit could not be more clear.

I have set forth the analysis upon which | rest these judgments. This analysis leads
inexorably to the conclusion that the statute cannot be understood rationally to advance
a constitutionally legitimate interest. The statute falls outside the scope of legislative
power that the Copyright Clause, read in light of the First Amendment, grants to
Congress. | would hold the statute unconstitutional.

I respectfully dissent.

APPENDIX TO OPINION OF BREYER, J.
A

The text’s estimates of the economic value of 1998 Act copyrights relative to the
economic value of a perpetual copyright, as well as the incremental value of a 20-year
extension of a 75-year term, supra, at 807, rest upon the conservative future value and
discount rate assumptions set forth in the brief of economist amici. Under these
assumptions, if an author expects to live 30 years after writing a book, the copyright
extension (by increasing the copyright term from “life of the author plus 50 years” to
“life of the author plus 70 years”) increases the author’s expected income from that
book—i.e., the economic incentive to write—by no more than about 0.33%.

The text assumes that the extension creates a term of 95 years (the term
corresponding to works made for hire and for all existing pre-1978 copyrights). Under
the economists’ conservative assumptions, the value of a 95-year copyright is slightly
more than 99.8% of the value of a perpetual copyright. (Petitioners’ statement of the
99.8% figure). If a “life plus 70” term applies, and if an author lives 78 years after
creation of a work (as with Irving Berlin and Alexander’s Ragtime Band), the same
assumptions yield a figure of 99.996%. . . .

Questions:

1.) Under Eldred, would a copyright term of 10,000 years, imposed both prospectively
and retrospectively, be constitutional—if accompanied by Congressional findings that
this was necessary to promote the progress of science?

2.) Reread pp 9-16 of The Public Domain. Justice Ginsburg believes that the internal
limitations of the copyright system (such as fair use and the idea expression distinction)
coupled with the expression-promoting effect of copyright, are together enough to make
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copyright law presumptively (though not categorically) immune from First Amendment

scrutiny.
[The CTEA] protects authors’ original expression from unrestricted
exploitation. Protection of that order does not raise the free speech
concerns present when the government compels or burdens the commu-
nication of particular facts or ideas. The First Amendment securely
protects the freedom to make—or decline to make—one’s own speech; it
bears less heavily when speakers assert the right to make other people’s
speeches. To the extent such assertions raise First Amendment concerns,
copyright’s built-in free speech safeguards are generally adequate to
address them.

Are archivists and librarians trying to digitize orphan works asserting “the right to
make other people’s speeches”? Does retrospective term extension—as to those works—
have an expression-promoting effect? Are the internal limitations of copyright enough to
protect their activity?

3.) What is the strongest criticism that could be made of Justice Breyer’s opinion? If his
proposed standard of review should be used here, why not in Commerce Clause cases?

4.) Justice Ginsburg and Justice Breyer both seem to think that “copyright is different,”
that its rules present special constitutional issues, though they disagree strongly on what
those differences are. If you had to sum up why Justice Ginsburg believes Congress
deserves judicial deference and that copyright legislation should be presumptively free
from First Amendment scrutiny, how would you do so? If you had to sum up why Justice
Breyer thinks that this issue deserves heightened scrutiny, how would you do so? How
do they frame the issue differently?

Golan v. Holder
132 S.Ct. 873 (2012)

[1¢]]

GINSBURG, J., delivered the opinion of the Court. BREYER, J., filed a dissenting
opinion, in which ALITO, J., joined.

Justice GINSBURG delivered the opinion of the Court.

The Berne Convention for the Protection of Literary and Artistic Works (Berne
Convention or Berne), which took effect in 1886, is the principal accord governing inter-
national copyright relations. Latecomer to the international copyright regime launched by
Berne, the United States joined the Convention in 1989. To perfect U.S. implementation of
Berne, and as part of our response to the Uruguay Round of multilateral trade negotiations,
Congress, in 1994, gave works enjoying copyright protection abroad the same full term of
protection available to U.S. works. Congress did so in 8§ 514 of the Uruguay Round
Agreements Act (URAA), which grants copyright protection to preexisting works of Berne
member countries, protected in their country of origin, but lacking protection in the United
States for any of three reasons: The United States did not protect works from the country
of origin at the time of publication; the United States did not protect sound recordings fixed
before 1972; or the author had failed to comply with U.S. statutory formalities (formalities
Congress no longer requires as prerequisites to copyright protection).
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The URAA accords no protection to a foreign work after its full copyright term has
expired, causing it to fall into the public domain, whether under the laws of the country
of origin or of this country. Works encompassed by § 514 are granted the protection they
would have enjoyed had the United States maintained copyright relations with the
author’s country or removed formalities incompatible with Berne. Foreign authors,
however, gain no credit for the protection they lacked in years prior to § 514’s enactment.
They therefore enjoy fewer total years of exclusivity than do their U.S. counterparts. As a
consequence of the barriers to U.S. copyright protection prior to the enactment of § 514,
foreign works “restored” to protection by the measure had entered the public domain in
this country. To cushion the impact of their placement in protected status, Congress
included in § 514 ameliorating accommodations for parties who had exploited affected
works before the URAA was enacted.

Petitioners include orchestra conductors, musicians, publishers, and others who
formerly enjoyed free access to works § 514 removed from the public domain. They
maintain that the Constitution’s Copyright and Patent Clause, Art. I, § 8, cl. 8, and First
Amendment both decree the invalidity of § 514. Under those prescriptions of our highest
law, petitioners assert, a work that has entered the public domain, for whatever reason,
must forever remain there.

In accord with the judgment of the Tenth Circuit, we conclude that § 514 does not
transgress constitutional limitations on Congress’ authority. Neither the Copyright and
Patent Clause nor the First Amendment, we hold, makes the public domain, in any and
all cases, a territory that works may never exit. . . .

We first address petitioners” argument that Congress lacked authority, under the
Copyright Clause, to enact § 514. . . . Petitioners find in this grant of authority an
impenetrable barrier to the extension of copyright protection to authors whose writings,
for whatever reason, are in the public domain. We see no such barrier in the text of the
Copyright Clause, historical practice, or our precedents.

... Carried to its logical conclusion, petitioners persist, the Government’s position
would allow Congress to institute a second “limited” term after the first expires, a third
after that, and so on. Thus, as long as Congress legislated in installments, perpetual
copyright terms would be achievable. As in Eldred, the hypothetical legislative
misbehavior petitioners posit is far afield from the case before us. In aligning the United
States with other nations bound by the Berne Convention, and thereby according equitable
treatment to once disfavored foreign authors, Congress can hardly be charged with a
design to move stealthily toward a regime of perpetual copyrights.

. . . Because § 514 deals solely with works already created, petitioners urge, it
“provides no plausible incentive to create new works” and is therefore invalid. . . Nothing
in the text of the Copyright Clause confines the “Progress of Science” exclusively to
“incentives for creation.” Evidence from the founding, moreover, suggests that inducing
dissemination—as opposed to creation—was viewed as an appropriate means to promote
science. . .. Our decisions correspondingly recognize that “copyright supplies the economic
incentive to create and disseminate ideas.” Harper & Row.

Considered against this backdrop, § 514 falls comfortably within Congress’
authority under the Copyright Clause. Congress rationally could have concluded that
adherence to Berne “promotes the diffusion of knowledge.” A well-functioning
international copyright system would likely encourage the dissemination of existing and
future works. . . . The provision of incentives for the creation of new works is surely an
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essential means to advance the spread of knowledge and learning. We hold, however, that
it is not the sole means Congress may use “[t]o promote the Progress of Science. . ..”

11
A

We next explain why the First Amendment does not inhibit the restoration
authorized by § 514. To do so, we first recapitulate the relevant part of our pathmarking
decision in Eldred.

. . . Concerning the First Amendment, we recognized that some restriction on
expression is the inherent and intended effect of every grant of copyright. Noting that the
“Copyright Clause and the First Amendment were adopted close in time,” we observed
that the Framers regarded copyright protection not simply as a limit on the manner in
which expressive works may be used. They also saw copyright as an “engine of free
expression[:] By establishing a marketable right to the use of one’s expression, copyright
supplies the economic incentive to create and disseminate ideas.” ([QJuoting Harper &
Row); (“[R]ights conferred by copyright are designed to assure contributors to the store
of knowledge a fair return for their labors™).

We then described the “traditional contours” of copyright protection, i.e., the
“idea/expression dichotomy” and the “fair use” defense. Both are recognized in our
jurisprudence as “built-in First Amendment accommodations.”

.. . Given the “speech-protective purposes and safeguards” embraced by copyright
law, we concluded in Eldred that there was no call for the heightened review petitioners
sought in that case. We reach the same conclusion here. . . .

B

Petitioners attempt to distinguish their challenge from the one turned away in
Eldred. First Amendment interests of a higher order are at stake here, petitioners say,
because they—unlike their counterparts in Eldred—enjoyed “vested rights” in works that
had already entered the public domain. The limited rights they retain under copyright
law’s “built-in safeguards” are, in their view, no substitute for the unlimited use they
enjoyed before § 514’s enactment. Nor, petitioners urge, does § 514’s “unprecedented”
foray into the public domain possess the historical pedigree that supported the term
extension at issue in Eldred.

However spun, these contentions depend on an argument we considered and
rejected above, namely, that the Constitution renders the public domain largely
untouchable by Congress. Petitioners here attempt to achieve under the banner of the First
Amendment what they could not win under the Copyright Clause: On their view of the
Copyright Clause, the public domain is inviolable; as they read the First Amendment, the
public domain is policed through heightened judicial scrutiny of Congress’ means and
ends. As we have already shown, the text of the Copyright Clause and the historical record
scarcely establish that “once a work enters the public domain,” Congress cannot permit
anyone—"not even the creator—[to] copyright it,” And nothing in the historical record,
congressional practice, or our own jurisprudence warrants exceptional First Amendment
solicitude for copyrighted works that were once in the public domain. Neither this
challenge nor that raised in Eldred, we stress, allege Congress transgressed a generally
applicable First Amendment prohibition; we are not faced, for example, with copyright
protection that hinges on the author’s viewpoint.

The Tenth Circuit’s initial opinion determined that petitioners marshaled a stronger
First Amendment challenge than did their predecessors in Eldred, who never “possessed
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unfettered access to any of the works at issue.” (“[O]nce the works at issue became free for
anyone to copy, [petitioners] had vested First Amendment interests in the expressions,
[thus] & 514’s interference with [petitioners’] rights is subject to First Amendment
scrutiny.”). As petitioners put it in this Court, Congress impermissibly revoked their right
to exploit foreign works that “belonged to them” once the works were in the public domain.

To copyright lawyers, the *“vested rights” formulation might sound exactly
backwards: Rights typically vest at the outset of copyright protection, in an author or
rightholder. See, e.g., 17 U.S.C. § 201(a) (“Copyright in a work protected . . . vests
initially in the author. . . .”). Once the term of protection ends, the works do not revest in
any rightholder. Instead, the works simply lapse into the public domain. Anyone has free
access to the public domain, but no one, after the copyright term has expired, acquires
ownership rights in the once-protected works. . . .

Section 514, we add, does not impose a blanket prohibition on public access.
Petitioners protest that fair use and the idea/expression dichotomy “are plainly inadequate
to protect the speech and expression rights that § 514 took from petitioners, or . . . the
public”—that is, “the unrestricted right to perform, copy, teach and distribute the entire
work, for any reason.” “Playing a few bars of a Shostakovich symphony,” petitioners
observe, “is no substitute for performing the entire work.”

But Congress has not put petitioners in this bind. The question here, as in Eldred,
is whether would-be users must pay for their desired use of the author’s expression, or
else limit their exploitation to “fair use” of that work. Prokofiev’s Peter and the Wolf
could once be performed free of charge; after § 514 the right to perform it must be
obtained in the marketplace. . . .

... Unlike petitioners, the dissent makes much of the so-called “orphan works”
problem. We readily acknowledge the difficulties would-be users of copyrightable
materials may face in identifying or locating copyright owners. But as the dissent
concedes, this difficulty is hardly peculiar to works restored under § 514. It similarly
afflicts, for instance, U.S. libraries that attempt to catalogue U.S. books. Nor is this a
matter appropriate for judicial, as opposed to legislative, resolution. . . .

v

Congress determined that U.S. interests were best served by our full participation
in the dominant system of international copyright protection. Those interests include
ensuring exemplary compliance with our international obligations, securing greater
protection for U.S. authors abroad, and remedying unequal treatment of foreign authors.
The judgment & 514 expresses lies well within the ken of the political branches. It is our
obligation, of course, to determine whether the action Congress took, wise or not,
encounters any constitutional shoal. For the reasons stated, we are satisfied it does not.
The judgment of the Court of Appeals for the Tenth Circuit is therefore
Affirmed.

Justice BREYER, with whom Justice ALITO joins, dissenting.

In order “[t]o promote the Progress of Science” (by which term the Founders meant
“learning” or “knowledge”), the Constitution’s Copyright Clause grants Congress the
power to “secur[e] for limited Times to Authors . . . the exclusive Right to their . . .
Writings.” Art. I, 8 8, cl. 8. This “exclusive Right” allows its holder to charge a fee to
those who wish to use a copyrighted work, and the ability to charge that fee encourages
the production of new material. In this sense, a copyright is, in Macaulay’s words, a “tax
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on readers for the purpose of giving a bounty to writers”—a bounty designed to
encourage new production. As the Court said in Eldred, “*[tlhe economic philosophy
behind the [Copyright] [C]lause . . . is the conviction that encouragement of individual
effort by personal gain is the best way to advance public welfare through the talents of
authors and inventors.””

The statute before us, however, does not encourage anyone to produce a single new
work. By definition, it bestows monetary rewards only on owners of old works—works
that have already been created and already are in the American public domain. At the same
time, the statute inhibits the dissemination of those works, foreign works published abroad
after 1923, of which there are many millions, including films, works of art, innumerable
photographs, and, of course, books—books that (in the absence of the statute) would
assume their rightful places in computer-accessible databases, spreading knowledge
throughout the world. In my view, the Copyright Clause does not authorize Congress to
enact this statute. And I consequently dissent.

The possibility of eliciting new production is, and always has been, an essential
precondition for American copyright protection. The Constitution’s words, “exclusive
Right,” “limited Times,” “Progress of Science,” viewed through the lens of history
underscore the legal significance of what the Court in Eldred referred to as the “economic
philosophy behind the Copyright Clause.” That philosophy understands copyright’s
grants of limited monopoly privileges to authors as private benefits that are conferred for
a public reason—to elicit new creation.

Yet, as the Founders recognized, monopoly is a two-edged sword. On the one hand,
it can encourage production of new works. In the absence of copyright protection, anyone
might freely copy the products of an author’s creative labor, appropriating the benefits
without incurring the nonrepeatable costs of creation, thereby deterring authors from
exerting themselves in the first place. On the other hand, copyright tends to restrict the
dissemination (and use) of works once produced either because the absence of competition
translates directly into higher consumer prices or because the need to secure copying
permission sometimes imposes administrative costs that make it difficult for potential users
of a copyrighted work to find its owner and strike a bargain. . . .

... [T]ext, history, and precedent demonstrate that the Copyright Clause places
great value on the power of copyright to elicit new production. Congress in particular
cases may determine that copyright’s ability to do so outweighs any concomitant high
prices, administrative costs, and restrictions on dissemination. And when it does so, we
must respect its judgment. But does the Clause empower Congress to enact a statute that
withdraws works from the public domain, brings about higher prices and costs, and in
doing so seriously restricts dissemination, particularly to those who need it for scholarly,
educational, or cultural purposes—all without providing any additional incentive for the
production of new material? That is the question before us. And, as | have said, | believe
the answer is no. Congress in this statute has exceeded what are, under any plausible
reading of the Copyright Clause, its permissible limits.

1
A

... The provision before us takes works from the public domain, at least as of
January 1, 1996. It then restricts the dissemination of those works in two ways.
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First, “restored copyright” holders can now charge fees for works that consumers
previously used for free. The price of a score of Shostakovich’s Preludes and Fugues Op.
87, for example, has risen by a multiple of seven. . . . If a school orchestra or other nonprofit
organization cannot afford the new charges, so be it. They will have to do without—
aggravating the already serious problem of cultural education in the United States []
(describing the inability of many orchestras to pay for the rental of sheet music covered by
“restored copyright[s]”).

Second, and at least as important, the statute creates administrative costs, such as
the costs of determining whether a work is the subject of a “restored copyright,” searching
for a “restored copyright” holder, and negotiating a fee. Congress has tried to ease the
administrative burden of contacting copyright holders and negotiating prices for those
whom the statute calls “reliance part[ies],” namely those who previously had used such
works when they were freely available in the public domain. But Congress has done
nothing to ease the administrative burden of securing permission from copyright owners
that is placed upon those who want to use a work that they did not previously use, and this
is a particular problem when it comes to “orphan works”—older and more obscure works
with minimal commercial value that have copyright owners who are difficult or
impossible to track down. . . .

There are millions of such works. For example, according to European Union figures,
there are 13 million orphan books in the European Union (13% of the total number of books
in-copyright there), 225,000 orphan films in European film archives, and 17 million orphan
photographs in United Kingdom museums. How is a university, a film collector, a musician,
a database compiler, or a scholar now to obtain permission to use any such lesser known
foreign work previously in the American public domain? Consider the questions that any
such individual, group, or institution usually must answer: Is the work eligible for
restoration under the statute? If so, who now holds the copyright—the author? an heir? a
publisher? an association? a long-lost cousin? Whom must we contact? What is the address?
Suppose no one answers? How do we conduct a negotiation?

To find answers to these, and similar questions, costs money. The cost to the
University of Michigan and the Institute of Museum and Library Services, for example,
to determine the copyright status of books contained in the HathiTrust Digital Library
that were published in the United States from 1923 to 1963 will exceed $1 million.

It is consequently not surprising to learn that the Los Angeles Public Library has
been unable to make its collection of Mexican folk music publicly available because of
problems locating copyright owners, that a Jewish cultural organization has abandoned
similar efforts to make available Jewish cultural music and other materials, or that film
preservers, museums, universities, scholars, database compilers, and others report that the
administrative costs associated with trying to locate foreign copyright owners have forced
them to curtail their cultural, scholarly, or other work-preserving efforts. . . .

B

... Worst of all, “restored copyright” protection removes material from the public
domain. In doing so, it reverses the payment expectations of those who used, or intended
to use, works that they thought belonged to them. Were Congress to act similarly with
respect to well-established property rights, the problem would be obvious. This statute
analogously restricts, and thereby diminishes, Americans’ preexisting freedom to use
formerly public domain material in their expressive activities.

Thus, while the majority correctly observes that the dissemination-restricting harms
of copyright normally present problems appropriate for legislation to resolve, the question
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is whether the Copyright Clause permits Congress seriously to exacerbate such a problem
by taking works out of the public domain without a countervailing benefit. This question
is appropriate for judicial resolution. Indeed, unlike Eldred where the Court had to decide
a complicated line-drawing question—when is a copyright term too long?—here an easily
administrable standard is available—a standard that would require works that have
already fallen into the public domain to stay there.

The several, just mentioned features of the present statute are important, for they
distinguish it from other copyright laws. By removing material from the public domain,
the statute, in literal terms, “abridges” a preexisting freedom to speak. In practical terms,
members of the public might well have decided what to say, as well as when and how to
say it, in part by reviewing with a view to repeating, expression that they reasonably
believed was, or would be, freely available. Given these speech implications, it is not
surprising that Congress has long sought to protect public domain material when revising
the copyright laws. And this Court has assumed the particular importance of public
domain material in roughly analogous circumstances. See Graham, 383 U.S. at 6
(“Congress may not authorize the issuance of patents whose effects are to remove existent
knowledge from the public domain”); Kewanee Qil Co. v. Bicron Corp. (1974) (trade
secret protection is not incompatible with “policy that matter once in the public domain
must remain in the public domain”); Cox Broadcasting Corp. v. Cohn (1975) (First
Amendment prohibits sanctioning press for publishing material disclosed in public court
documents); see also Dastar Corp. v. Twentieth Century Fox Film Corp. (2003) (“The
right to copy . . . once a copyright has expired . . . passes to the public”). ...

Taken together, these speech-related harms (e.g., restricting use of previously avail-
able material; reversing payment expectations; rewarding rent-seekers at the public’s ex-
pense) at least show the presence of a First Amendment interest. And that is enough. For
present purposes, | need not decide whether the harms to that interest show a violation of
the First Amendment. | need only point to the importance of interpreting the Constitution
as a single document—a document that we should not read as setting the Copyright Clause
and the First Amendment at cross-purposes. Nor need | advocate the application here of
strict or specially heightened review. I need only find that the First Amendment interest is
important enough to require courts to scrutinize with some care the reasons claimed to
justify the Act in order to determine whether they constitute reasonable copyright-related
justifications for the serious harms, including speech-related harms, which the Act seems
likely to impose.

C

... The majority makes several other arguments. First, it argues that the Clause does
not require the “creation of at least one new work,” but may instead “promote the Progress
of Science” in other ways. And it specifically mentions the “dissemination of existing and
future works” as determinative here. The industry experts to whom the majority refers
argue that copyright protection of already existing works can help, say, music publishers
or film distributers raise prices, produce extra profits and consequently lead them to publish
or distribute works they might otherwise have ignored. . . . But this kind of argument, which
can be made by distributers of all sorts of goods, ranging from kiwi fruit to Swedish
furniture, has little if anything to do with the nonrepeatable costs of initial creation, which
is the special concern of copyright protection.

Moreover, the argument proves too much. . . . It is the kind of argument that could
justify a legislature’s withdrawing from the public domain the works, say, of Hawthorne
or of Swift or for that matter the King James Bible in order to encourage further
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publication of those works; and, it could even more easily justify similar action in the case
of lesser known early works, perhaps those of the Venerable Bede. The Court has not, to
my knowledge, previously accepted such a rationale—a rationale well removed from the
special economic circumstances that surround the nonrepeatable costs of the initial
creation of a “Writing.” And | fear that doing so would read the Copyright Clause as if it
were a blank check made out in favor of those who are not themselves creators. . . .

The fact that, by withdrawing material from the public domain, the statute inhibits an
important preexisting flow of information is sufficient, when combined with the other fea-
tures of the statute that | have discussed, to convince me that the Copyright Clause, inter-
preted in the light of the First Amendment, does not authorize Congress to enact this statute.

I respectfully dissent from the Court’s contrary conclusion.

PROBLEM 2-3
TERM LIMITS.

Citing the importance to commerce of investments in innovation, whether artistic or
commercial, and the uncertainty “in this modern technological age” about when
investments in innovation will finally pay off, the Congress passes the “Defense of
Innovation & Science, New Extension Years” Act (or DISNEY). DISNEY grants a
supplementary right to holders of copyrights and patents. The supplementary right
lasts for an additional 20 years. It applies both to existing copyrights and patents and
those that expired during the period 2000-2013. The accompanying Legislative
Report explicitly states that Congress is taking its authority, not from the Copyright
Clause, but from the Commerce Clause.

Is DISNEY constitutional in whole or part? What type of constitutional analysis
should the court perform in cases like this?
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San Francisco Arts & Athletics v. U.S. Olympic Committee
483 U.S. 522 (1987)

[1¢]1

Justice POWELL delivered the opinion of the Court.

In this case, we consider the scope and constitutionality of a provision of the Amateur
Sports Act of 1978, 36 U.S.C. 88 371-396, that authorizes the United States Olympic
Committee to prohibit certain commercial and promotional uses of the word “Olympic.”

Petitioner San Francisco Arts & Athletics, Inc. (SFAA), is a nonprofit California
corporation. The SFAA originally sought to incorporate under the name “Golden Gate
Olympic Association,” but was told by the California Department of Corporations that the
word “Olympic” could not appear in a corporate title. After its incorporation in 1981, the
SFAA nevertheless began to promote the “Gay Olympic Games,” using those words on its
letterheads and mailings and in local newspapers. The games were to be a 9-day event to
begin in August 1982, in San Francisco, California. The SFAA expected athletes from
hundreds of cities in this country and from cities all over the world. The Games were to
open with a ceremony “which will rival the traditional Olympic Games.” A relay of over
2,000 runners would carry a torch from New York City across the country to Kezar Stadium
in San Francisco. The final runner would enter the stadium with the “Gay Olympic Torch”
and light the “Gay Olympic Flame.” The ceremony would continue with the athletes
marching in uniform into the stadium behind their respective city flags. Competition was to
occur in 18 different contests, with the winners receiving gold, silver, and bronze medals.
To cover the cost of the planned Games, the SFAA sold T-shirts, buttons, bumper stickers,
and other merchandise bearing the title “Gay Olympic Games.”?

Section 110 of the Amateur Sports Act (Act), grants respondent United States
Olympic Committee (USOC) the right to prohibit certain commercial and promotional
uses of the word “Olympic” and various Olympic symbols.* In late December 1981, the

2 The 1982 athletic event ultimately was held under the name “Gay Games I.” A total of 1,300 men and
women from 12 countries, 27 States, and 179 cities participated. . . .

4 Section 110 of the Act, as set forth in 36 U.S.C. § 380, provides:

“Without the consent of the [USOC], any person who uses for the purpose of trade, to induce the sale of

any goods or services, or to promote any theatrical exhibition, athletic performance, or competition—
“(1) the symbol of the International Olympic Committee, consisting of 5 interlocking rings;
“(2) the emblem of the [USOC], consisting of an escutcheon having a blue chief and vertically
extending red and white bars on the base with 5 interlocking rings displayed on the chief;
“(3) any trademark, trade name, sign, symbol, or insignia falsely representing association
with, or authorization by, the International Olympic Committee or the [USOC]; or
“(4) the words ‘Olympic’, ‘Olympiad’, ‘Citius Altius Fortius’, or any combination or simulation
thereof tending to cause confusion, to cause mistake, to deceive, or to falsely suggest a
connection with the [USOC] or any Olympic activity;

“shall be subject to suit in a civil action by the [USOC] for the remedies provided in the Act of July

5, 1946 (60 Stat. 427; popularly known as the Trademark Act of 1946 [Lanham Act] ) [15 U.S.C.

§ 1051 et seq.].[7] . . .
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executive director of the USOC wrote to the SFAA, informing it of the existence of the
Amateur Sports Act, and requesting that the SFAA immediately terminate use of the word
“Olympic” in its description of the planned Games. The SFAA at first agreed to substitute
the word “Athletic” for the word “Olympic,” but, one month later, resumed use of the
term. . .. In August, the USOC brought suit in the Federal District Court for the Northern
District of California to enjoin the SFAA’s use of the word “Olympic.” The District Court
granted a temporary restraining order and then a preliminary injunction. The Court of
Appeals for the Ninth Circuit affirmed. After further proceedings, the District Court
granted the USOC summary judgment and a permanent injunction.

This Court has recognized that
“[n]ational protection of trademarks is desirable . . . because trademarks
foster competition and the maintenance of quality by securing to the
producer the benefits of good reputation.”

The protection granted to the USOC’s use of the Olympic words and symbols
differs from the normal trademark protection in two respects: the USOC need not prove
that a contested use is likely to cause confusion, and an unauthorized user of the word
does not have available the normal statutory defenses. The SFAA argues, in effect, that
the differences between the Lanham Act and 8§ 110 are of constitutional dimension. First,
the SFAA contends that the word “Olympic” is a generic7 word that could not gain
trademark protection under the Lanham Act. The SFAA argues that this prohibition is
constitutionally required and thus that the First Amendment prohibits Congress from
granting a trademark in the word “Olympic.” Second, the SFAA argues that the First
Amendment prohibits Congress from granting exclusive use of a word absent a
requirement that the authorized user prove that an unauthorized use is likely to cause
confusion. We address these contentions in turn.

A

This Court has recognized that words are not always fungible, and that the
suppression of particular words “run[s] a substantial risk of suppressing ideas in the
process.” Cohen v. California (1971). The SFAA argues that this principle prohibits
Congress from granting the USOC exclusive control of uses of the word “Olympic,” a
word that the SFAA views as generic.® Yet this recognition always has been balanced
against the principle that when a word acquires value “as the result of organization and the
expenditure of labor, skill, and money” by an entity, that entity constitutionally may obtain
a limited property right in the word. International News Service v. Associated Press (1918).

There is no need in this case to decide whether Congress ever could grant a private
entity exclusive use of a generic word. Congress reasonably could conclude that the com-

7 A common descriptive name of a product or service is generic. Because a generic name by definition does
not distinguish the identity of a particular product, it cannot be registered as a trademark under the Lanham
Act. See 8§ 2, 14(c), 15 U.S.C. 88 1052, 1064(c). See also 1 J. McCarthy, Trademarks and Unfair
Competition § 12:1, p. 520 (1984).

8 This grant by statute of exclusive use of distinctive words and symbols by Congress is not unique. Violation
of some of these statutes may result in criminal penalties. See, e.g., 18 U.S.C. § 705 (veterans’ organizations);
§ 706 (American National Red Cross); § 707 (4-H Club); § 711 (“Smokey Bear”); § 711a (“Woodsy Owl”).
See also FTC v. A.P.W. Paper Co. (1946) (reviewing application of Red Cross statute). Others, like the USOC
statute, provide for civil enforcement. See, e.g., 36 U.S.C. 8 18c (Daughters of the American Revolution);
§ 27 (Boy Scouts); § 36 (Girl Scouts); § 1086 (Little League Baseball); § 3305 (1982 ed., Supp. IlI)
(American National Theater and Academy).



Intellectual Property & the First Amendment 87

mercial and promotional value of the word “Olympic” was the product of the USOC’s
“own talents and energy, the end result of much time, effort, and expense.” Zacchini v.
Scripps-Howard Broadcasting Co. (1977). The USOC, together with respondent
International Olympic Committee (I0C), have used the word “Olympic” at least since
1896, when the modern Olympic Games began. Baron Pierre de Coubertin of France,
acting pursuant to a government commission, then proposed the revival of the ancient
Olympic Games to promote international understanding. D. Chester, The Olympic Games
Handbook 13 (1975). De Coubertin sought to identify the “spirit” of the ancient Olympic
Games that had been corrupted by the influence of money and politics. De Coubertin thus
formed the 10C, that has established elaborate rules and procedures for the conduct of the
modern Olympics. In addition, these rules direct every national committee to protect the
use of the Olympic flag, symbol, flame, and motto from unauthorized use. Under the 10C
Charter, the USOC is the national Olympic committee for the United States with the sole
authority to represent the United States at the Olympic Games. Pursuant to this authority,
the USOC has used the Olympic words and symbols extensively in this country to fulfill
its object under the Olympic Charter of “ensur[ing] the development and safeguarding of
the Olympic Movement and sport.”

The history of the origins and associations of the word “Olympic” demonstrates the
meritlessness of the SFAA’s contention that Congress simply plucked a generic word out of
the English vocabulary and granted its exclusive use to the USOC. Congress reasonably
could find that since 1896, the word “Olympic” has acquired what in trademark law is known
as a secondary meaning—it “has become distinctive of [the USOC’s] goods in commerce.”
Lanham Act, § 2(f), 15 U.S.C. § 1052(f). See Park "N Fly, Inc. v. Dollar Park and Fly, Inc.
(1985). The right to adopt and use such a word “to distinguish the goods or property [of] the
person whose mark it is, to the exclusion of use by all other persons, has been long rec-
ognized.” Trade-Mark Cases, 100 U.S. at 92. Because Congress reasonably could conclude
that the USOC has distinguished the word “Olympic” through its own efforts, Congress’
decision to grant the USOC a limited property right in the word “Olympic” falls within the
scope of trademark law protections, and thus certainly within constitutional bounds.

B

Congress also acted reasonably when it concluded that the USOC should not be re-
quired to prove that an unauthorized use of the word “Olympic” is likely to confuse the
public. To the extent that § 110 applies to uses “for the purpose of trade [or] to induce the
sale of any goods or services,” 36 U.S.C. § 380(a), its application is to commercial speech.
Commercial speech “receives a limited form of First Amendment protection.” Section 110
also allows the USOC to prohibit the use of “Olympic” for promotion of theatrical and
athletic events. Although many of these promotional uses will be commercial speech, some
uses may go beyond the “strictly business” context. See Friedman v. Rogers (1979). In this
case, the SFAA claims that its use of the word “Olympic” was intended to convey a political
statement about the status of homosexuals in society.'® Thus, the SFAA claims that in this
case § 110 suppresses political speech.

13 According to the SFAA’s president, the Gay Olympic Games would have offered three “very important
opportunities”:
“1) To provide a healthy recreational alternative to a suppressed minority.
“2) To educate the public at large towards a more reasonable characterization of gay men and women.
“3) To attempt, through athletics, to bring about a positive and gradual assimilation of gay men and
women, as well as gays and non-gays, and to diminish the ageist, sexist and racist divisiveness
existing in all communities regardless of sexual orientation.”
App. 93. His expectations
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By prohibiting the use of one word for particular purposes, neither Congress nor
the USOC has prohibited the SFAA from conveying its message. The SFAA held its
athletic event in its planned format under the names “Gay Games I” and “Gay Games I1”
in 1982 and 1986, respectively. Nor is it clear that § 110 restricts purely expressive uses
of the word “Olympic.” Section 110 restricts only the manner in which the SFAA may
convey its message. The restrictions on expressive speech properly are characterized as
incidental to the primary congressional purpose of encouraging and rewarding the
USOC’s activities. The appropriate inquiry is thus whether the incidental restrictions on
First Amendment freedoms are greater than necessary to further a substantial
governmental interest. United States v. O’Brien (1968).

One reason for Congress to grant the USOC exclusive control of the word
“Olympic,” as with other trademarks, is to ensure that the USOC receives the benefit of
its own efforts so that the USOC will have an incentive to continue to produce a “quality
product,” that, in turn, benefits the public. But in the special circumstance of the USOC,
Congress has a broader public interest in promoting, through the activities of the USOC,
the participation of amateur athletes from the United States in “the great four-yearly sport
festival, the Olympic Games.” . . .

The restrictions of § 110 are not broader than Congress reasonably could have
determined to be necessary to further these interests. Section 110 primarily applies to all
uses of the word “Olympic” to induce the sale of goods or services. Although the Lanham
Act protects only against confusing uses, Congress’ judgment respecting a certain word is
not so limited. Congress reasonably could conclude that most commercial uses of the
Olympic words and symbols are likely to be confusing. It also could determine that
unauthorized uses, even if not confusing, nevertheless may harm the USOC by lessening
the distinctiveness and thus the commercial value of the marks.

In this case, the SFAA sought to sell T-shirts, buttons, bumper stickers, and other
items, all emblazoned with the title “Gay Olympic Games.” The possibility for confusion
as to sponsorship is obvious. Moreover, it is clear that the SFAA sought to exploit the
“commercial magnetism,” of the word given value by the USOC. There is no question
that this unauthorized use could undercut the USOC’s efforts to use, and sell the right to
use, the word in the future, since much of the word’s value comes from its limited use.
Such an adverse effect on the USOC’s activities is directly contrary to Congress’ interest.
Even though this protection may exceed the traditional rights of a trademark owner in
certain circumstances, the application of the Act to this commercial speech is not broader
than necessary to protect the legitimate congressional interest and therefore does not
violate the First Amendment.

Section 110 also extends to promotional uses of the word “Olympic,” even if the
promotion is not to induce the sale of goods. Under § 110, the USOC may prohibit purely
promotional uses of the word only when the promotion relates to an athletic or theatrical event.
The USOC created the value of the word by using it in connection with an athletic event.
Congress reasonably could find that use of the word by other entities to promote an athletic
event would directly impinge on the USOC’s legitimate right of exclusive use. The SFAA’s

“were that people of all persuasions would be drawn to the event because of its Olympic format and
that its nature of ‘serious fun’ would create a climate of friendship and co-operation[;] false images
and misconceptions about gay people would decline as a result of a participatory [sic ] educational
process, and benefit ALL communities.”
Id., at 93-94. He thought “[t]he term ‘Olympic’ best describe[d] [the SFAA’s] undertaking” because it
embodied the concepts of “peace, friendship and positive social interaction.” Id., at 99.
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proposed use of the word is an excellent example. The “Gay Olympic Games” were to take
place over a 9-day period and were to be held in different locations around the world. They
were to include a torch relay, a parade with uniformed athletes of both sexes divided by city,
an “Olympic anthem” and “Olympic Committee,” and the award of gold, silver, and bronze
medals, and were advertised under a logo of three overlapping rings. All of these features
directly parallel the modern-day Olympics, not the Olympic Games that occurred in ancient
Greece. The image the SFAA sought to invoke was exactly the image carefully cultivated by
the USOC. The SFAA’s expressive use of the word cannot be divorced from the value the
USOC’s efforts have given to it. The mere fact that the SFAA claims an expressive, as opposed
to a purely commercial, purpose does not give it a First Amendment right to “appropriat[e] to
itself the harvest of those who have sown.” International News Service v. Associated Press
(1918).1° The USOC’s right to prohibit use of the word “Olympic™ in the promotion of athletic
events is at the core of its legitimate property right.

v

The SFAA argues that even if the exclusive use granted by § 110 does not violate
the First Amendment, the USOC’s enforcement of that right is discriminatory in violation
of the Fifth Amendment.2* The fundamental inquiry is whether the USOC is a
governmental actor to whom the prohibitions of the Constitution apply.?2 The USOC is

19 The SFAA claims a superior right to the use of the word “Olympic” because it is a nonprofit corporation
and its athletic event was not organized for the primary purpose of commercial gain. But when the question
is the scope of a legitimate property right in a word, the SFAA’s distinction is inapposite. As this Court has
noted in the analogous context of “fair use” under the Copyright Act:
“The crux of the profit/nonprofit distinction is not whether the sole motive of the use is monetary
gain but whether the user stands to profit from exploitation of the [protected] material without paying
the customary price.”
Harper & Row (1985). Here, the SFAA’s proposed use of the word “Olympic” was a clear attempt to exploit
the imagery and goodwill created by the USOC.

2 The SFAA invokes the Fourteenth Amendment for its discriminatory enforcement claim. The Fourteenth
Amendment applies to actions by a State. The claimed association in this case is between the USOC and the
Federal Government. Therefore, the Fourteenth Amendment does not apply. The Fifth Amendment, however,
does apply to the Federal Government and contains an equal protection component. Bolling v. Sharpe (1954).
“This Court’s approach to Fifth Amendment equal protection claims has . . . been precisely the same as to
equal protection claims under the Fourteenth Amendment.” Weinberger v. Wiesenfeld (1975). See Buckley v.
Valeo (1976) (per curiam ). The Petitioners raised the issue of discriminatory enforcement in their petition
for certiorari, and both petitioners and respondents have briefed the issue fully. Accordingly, we address the
claim as one under the Fifth Amendment.

22 Because we find no governmental action, we need not address the merits of the SFAA’s discriminatory
enforcement claim. We note, however, that the SFAA’s claim of discriminatory enforcement is far from
compelling. As of 1982 when this suit began, the USOC had brought 22 oppositions to trademark applications
and one petition to cancel. For example, the USOC successfully prohibited registration of the mark “Golden
Age Olympics.” The USOC also litigated numerous suits prior to bringing this action, prohibiting use of the
Olympic words and symbols by such entities as the National Amateur Sports Foundation, a shoe company,
the International Federation of Body Builders, and a bus company. Since 1982, the USOC has brought a
number of additional suits against various companies and the March of Dimes Birth Defects Foundation, The
USOC has authorized the use of the word “Olympic” to organizations that sponsor athletic competitions and
events for handicapped persons (“Special Olympics™) and for youth (“Junior Olympics” and “Explorer
Olympics™). Both of these uses directly relate to a purpose of the USOC established by its charter. See 36
U.S.C. 88 374(7), (13), reprinted supra, at 2981, n.17. The USOC has not consented to any other uses of the
word in connection with athletic competitions or events.

The USOC necessarily has discretion as to when and against whom it files opposition to trademark
applications, and when and against whom it institutes suits. The record before us strongly indicates that the
USOC has acted strictly in accord with its charter and that there has been no actionable discrimination.
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a “private corporation[n] established under Federal law.” 36 U.S.C. § 1101(46). In the
Act, Congress granted the USOC a corporate charter, § 371, imposed certain require-
ments on the USOC, and provided for some USOC funding through exclusive use of the
Olympic words and symbols, § 380, and through direct grants.

Most fundamentally, this Court has held that a government “normally can be held
responsible for a private decision only when it has exercised coercive power or has provided
such significant encouragement, either overt or covert, that the choice must in law be
deemed to be that of the [government]. The USOC’s choice of how to enforce its exclusive
right to use the word “Olympic” simply is not a governmental decision. There is no evidence
that the Federal Government coerced or encouraged the USOC in the exercise of its right.
At most, the Federal Government, by failing to supervise the USOC’s use of its rights, can
be said to exercise “[m]ere approval of or acquiescence in the initiatives” of the USOC.
Blum v. Yaretsky (1982). This is not enough to make the USOC’s actions those of the
Government. Because the USOC is not a governmental actor, the SFAA’s claim that the
USOC has enforced its rights in a discriminatory manner must fail.

\%

Accordingly, we affirm the judgment of the Court of Appeals for the Ninth Circuit.
It is so ordered.

Justice O’CONNOR, with whom Justice BLACKMUN joins, concurring in part and
dissenting in part.

I agree with the Court’s construction of § 110 of the Amateur Sports Act, 92 Stat.
3048, 36 U.S.C. § 380, and with its holding that the statute is “within constitutional
bounds.” Therefore, | join Parts | through Il of the Court’s opinion. But largely for the
reasons explained by Justice Brennan in Part I-B of his dissenting opinion, | believe the
United States Olympic Committee and the United States are joint participants in the
challenged activity and as such are subject to the equal protection provisions of the Fifth
Amendment. Accordingly, 1 would reverse the Court of Appeals’ finding of no
Government action and remand the case for determination of petitioners’ claim of
discriminatory enforcement.

Justice BRENNAN, with whom Justice MARSHALL joins, dissenting.

The Court wholly fails to appreciate both the congressionally created
interdependence between the United States Olympic Committee (USOC) and the United
States, and the significant extent to which § 110 of the Amateur Sports Act of 1978, 36
U.S.C. § 380, infringes on noncommercial speech. | would find that the action of the
USOC challenged here is Government action, and that § 110 is both substantially
overbroad and discriminates on the basis of content. I therefore dissent.

For two independent reasons, the action challenged here constitutes Government
action. First, the USOC performs important governmental functions and should therefore
be considered a governmental actor. Second, there exists “a sufficiently close nexus
between the [Government] and the challenged action” of the USOC that “the action of
the latter may be fairly treated as that of the [Government] itself.” Jackson v.
Metropolitan Edison Co. (1974).

A
Examination of the powers and functions bestowed by the Government upon the



Intellectual Property & the First Amendment 91

USOC makes clear that the USOC must be considered a Government actor. . . . The Court
has repeatedly held . . . that “when private individuals or groups are endowed by the State
with powers or functions governmental in nature, they become agencies or instrumental-
ities of the State and subject to its constitutional limitations.” Evans v. Newton (1966). See
Terry v. Adams (1953) (private political association and its elections constitute state
action); Marsh v. Alabama (1946) (privately owned “company town” is a state actor).
Moreover, a finding of government action is particularly appropriate when the function
performed is “traditionally the exclusive prerogative” of government. Jackson v.
Metropolitan Edison Co., 419 U.S. at 353. Patently, Congress has endowed the USOC
with traditional governmental powers that enable it to perform a governmental function.

C

A close examination of the USOC and the Government thus reveals a unique
interdependence between the two. Although at one time amateur sports was a concern
merely of private entities, and the Olympic Games an event of significance only to
individuals with a particular interest in athletic competition, that era is passed. In the
Amateur Sports Act of 1978, Congress placed the power and prestige of the United States
Government behind a single, central sports organization. Congress delegated to the USOC
functions that Government actors traditionally perform—the representation of the Nation
abroad and the administration of all private organizations in a particular economic sector.
The representation function is of particular significance here, in my view, because an
organization that need not adhere to the Constitution cannot meaningfully represent this
Nation. The Government is free, of course, to “privatize” some functions it would
otherwise perform. But such privatization ought not automatically release those who
perform Government functions from constitutional obligations.

Section 110(a)(4) prohibits “any person” from using the word “Olympic”

“Iw]ithout the consent of the [USOC] for the purpose of trade, to induce

the sale of any goods or services, or to promote any theatrical exhibition,

athletic performance, or competition.”
The Court construes this section to give the USOC authority over use of the word
“Olympic” which far surpasses that provided by a standard trademark. The Court ignores
the serious First Amendment problems created by its interpretation. It holds that §
110(a)(4) regulates primarily commercial speech, and that this section imposes only
those incidental restrictions on expressive speech necessary to further a substantial
governmental interest.

| disagree. The statute is overbroad on its face because it is susceptible of

application to a substantial amount of noncommercial speech, and vests the USOC with
unguided discretion to approve and disapprove others’ noncommercial use of “Olympic.”
Moreover, by eliminating even noncommercial uses of a particular word, it
unconstitutionally infringes on the SFAA’s right to freedom of expression. The Act also
restricts speech in a way that is not content neutral. The Court’s justifications of these
infringements on First Amendment rights are flimsy. The statute cannot be characterized
as a mere regulation of the “manner” of speech, and does not serve any Government
purpose that would not effectively be protected by giving the USOC a standard
commercial trademark. Therefore, as construed by the Court, § 110(a)(4) cannot
withstand the First Amendment challenge presented by petitioners.
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A

The USOC has held a trademark in the word “Olympic” since 1896, and § 110(a)(3)
of the Amateur Sports Act perpetuates the USOC’s protection against infringement of its
trademarks. To be more than statutory surplusage, then, 8 110(a)(4) must provide
something more than a normal trademark. Thus, the Court finds that § 110(a)(4) grants to
the USOC a novel and expansive word-use authority. In my view, the Act, as interpreted
by the Court, is substantially overbroad, violating the First Amendment because it
prohibits “a substantial amount of constitutionally protected conduct.” The Amateur
Sports Act is substantially overbroad in two respects. First, it grants the USOC the
remedies of a commercial trademark to regulate the use of the word “Olympic,” but
refuses to interpret the Act to incorporate the defenses to trademark infringement provided
in the Lanham Act. These defenses are essential safeguards which prevent trademark
power from infringing upon constitutionally protected speech. Second, the Court
construes § 110(a)(4) to grant the USOC unconstitutional authority to prohibit use of
“Olympic” in the “promotion of theatrical and athletic events,” even if the promotional
activities are noncommercial or expressive.

1

The first part of § 110 prohibits use of the word “Olympic” “for the purpose of trade”
or “to induce the sale of any goods or services.” There is an important difference between the
word-use authority granted by this portion of § 110 and a Lanham Act trademark: the former
primarily affects noncommercial speech,? while the latter does not.

Charitable solicitation and political advocacy by organizations such as SFAA may
in part consist of commercial speech regulated by trademark law, but the expressive
element of such speech has been sheltered from unconstitutional harm by Lanham Act
defenses. Without them, the Amateur Sports Act prohibits a substantial amount of
noncommercial speech.

Trademark protection has been carefully confined to the realm of commercial
speech by two important limitations in the Lanham Act. First, the danger of substantial
regulation of noncommercial speech is diminished by denying enforcement of a
trademark against uses of words that are not likely “to cause confusion, to cause mistake,
or to deceive.” See 15 U.S.C. § 1066. Confusion occurs when consumers make an incor-
rect mental association between the involved commercial products or their producers. In
contrast, § 110(a)(4) regulates even nonconfusing uses of “Olympic.” . .. Because § 110
does not incorporate the requirement that a defendant’s use of the word be confusing to
consumers, it regulates an extraordinary range of noncommercial speech.

The fair-use defense also prevents the award of a trademark from regulating a sub-
stantial amount of noncommercial speech. See 15 U.S.C. 8 1115(b)(4). The Lanham Act
allows “the use of the name, term, or device . . . which is descriptive of and used fairly
and in good faith only to describe to users the goods or services of such party.” . . .
Congress’ failure to incorporate this important defense in § 110(a)(4) confers an
unprecedented right on the USOC. See Park *N Fly, Inc. v. Dollar Park and Fly, Inc.

22 As the District Court recognized: “You’re saying something that | have trouble with. You’re talking
Trademark Act and trademark law, trademark policies and philosophies of this country. But we have a unique
situation here which takes it out of the typical trademark-type of litigation. [Section 110 of the Amateur
Sports Act] imposes civil liability . . . upon any person who uses [the word “Olympic”] without U.S.O.C.
consent to promote any athletic performance or competition. . . .
“. .. The plaintiffs here are seeking to enforce a law . . . which creates a unique and different
situation. . ..”
App. 265-266.
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(1985) (noting that fair-use doctrine assists in preventing the “unprecedented” creation
of “an exclusive right to use language that is descriptive of a product”).

In sum, while the USOC’s trademark of “Olympic” allows the USOC to regulate use
of the word in the “strictly business” context, the USOC’s authority under § 110(a)(4) to
regulate nonconfusing and good-faith descriptive uses of the word “Olympic” grants the
USOC discretion to prohibit a substantial amount of noncommercial speech. Section
110(a)(4) is therefore substantially overbroad.

2

A key Lanham Act requirement that limits the impact of trademarks on noncom-
mercial speech is the rule that a trademark violation occurs only when an offending trade-
mark is applied to commercial goods and services. See 15 U.S.C. 8§ 1066 and 1127. The
Amateur Sports Act is not similarly qualified. Section 110(a)(4) “allows the USOC to
prohibit the use of ‘Olympic’ for promotion of theatrical and athletic events,” even if
such uses “go beyond the ‘strictly business’ context.” While the USOC has unquestioned
authority to enforce its “Olympic” trademark against the SFAA, § 110(a)(4) gives it ad-
ditional authority to regulate a substantial amount of noncommercial speech that serves
to promote social and political ideas. The SFAA sponsors a number of nonprofit-making
theatrical and athletic events, including concerts, film screenings, and plays. These
public events are aimed at educating the public about society’s alleged discrimination
based on sexual orientation, age, sex, and nationality. In conjunction with these events,
the SFAA distributes literature describing the meaning of the Gay Olympic Games.
References to “Olympic” in this literature were deleted in response to the injunction,
because of § 110°s application to the promotion of athletic and theatrical events.

3

Thus, contrary to the belief of the Court, § 110 may prohibit a substantial amount
of noncommercial speech, and is therefore unconstitutionally overbroad. Schaumburg v.
Citizens for a Better Environment (1980).This overbreadth is particularly significant in
light of the unfettered discretion the Act affords to the USOC to prohibit other entities
from using the word “Olympic.” Given the large number of such users,® this broad
discretion creates the potential for significant suppression of protected speech. “[A] law
subjecting the exercise of First Amendment freedoms to the prior restraint of a license,
without narrow, objective, and definite standards to guide the licensing authority, is
unconstitutional.” This broad discretion, with its potential for abuse, also renders § 110
unconstitutionally overbroad on its face.

B
The Court concedes that “some” uses of “Olympic” prohibited under § 110 may
involve expressive speech. Ante, at 2980. But it contends that
“[b]y prohibiting the use of one word for particular purposes, neither
Congress nor the USOC has prohibited the SFAA from conveying its
message. . . . Section 110 restricts only the manner in which the SFAA
may convey its message.”
Section 110(a)(4) cannot be regarded as a mere time, place, and manner statute, however.
By preventing the use of the word “Olympic,” the statute violates the First Amendment by
prohibiting dissemination of a message for which there is no adequate translation.
In Cohen v. California (1971), we rejected the very notion advanced today by the

% In Los Angeles and Manhattan alone, there are over 200 enterprises and organizations listed in the
telephone directories whose names start with the word “Olympic.” 789 F.2d 1319, 1323 (CA9 1986)
(Kozinski, J., dissenting).
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Court when considering the censorship of a single four-letter expletive:

“[W]e cannot indulge the facile assumption that one can forbid

particular words without also running a substantial risk of suppressing

ideas in the process. Indeed, governments might soon seize upon the

censorship of particular words as a convenient guise for banning the

expression of unpopular views. We have been able . . . to discern little

social benefit that might result from running the risk of opening the door

to such grave results.”
The Amateur Sports Act gives a single entity exclusive control over a wide range of uses of
a word with a deep history in the English language and Western culture. Here, the SFAA
intended, by use of the word “Olympic,” to promote a realistic image of homosexual men
and women that would help them move into the mainstream of their communities. As Judge
Kozinski observed in dissent in the Court of Appeals, just as a jacket reading “I Strongly
Resent the Draft” would not have conveyed Cohen’s message, so a title such as “The Best
and Most Accomplished Amateur Gay Athletes Competition” would not serve as an
adequate translation of petitioners” message. 789 F.2d 1319, 1321 (1986). Indeed, because
individual words carry “a life and force of their own,” translations never fully capture the
sense of the original.®® The First Amendment protects more than the right to a mere
translation. By prohibiting use of the word “Olympic,” the USOC substantially infringes
upon the SFAA’s right to communicate ideas.

C
The Amateur Sports Act also violates the First Amendment because it restricts
speech in a way that is not content neutral. A wide variety of groups apparently wish to
express particular sociopolitical messages through the use of the word “Olympic,” but the
Amateur Sports Act singles out certain of the groups for favorable treatment. As the Court
observes, ante, at 2984, n.22, Congress encouraged the USOC to allow the use of
“Olympic” in athletic competitions held for youth (“Junior Olympics” and “Explorer
Olympics”) and handicapped persons (“Special Olympics”), 36 U.S.C. § 374(13), while
leaving to the USOC’s unfettered discretion the question whether other groups may use
it. . . . Such a scheme is unacceptable under the First Amendment.3*
D
Even if 8 110(a)(4) may fairly be characterized as a statute that directly regulates

only commercial speech, its incidental restrictions on First Amendment freedoms are
greater than necessary to further a substantial Government interest. . . . At minimum, it
is necessary to consider whether the USOC’s interest in use of the word “Olympic” could
not adequately be protected by rights coextensive with those in the Lanham Act, or by

33 James Boyd White has written:
“When we look at particular words, it is not their translation into statements of equivalence that we should
seek but an understanding of the possibilities they represent for making and changing the world. . . . Such
words do not operate in ordinary speech as restatable concepts but as words with a life and force of their
own. They cannot be replaced with definitions, as though they were parts of a closed system, for they
constitute unique resources, of mixed fact and value, and their translation into other terms would destroy
their nature. Their meaning resides not in their reducibility to other terms but in their irreducibility. . . .
They operate indeed in part as gestures, with a meaning that cannot be restated.”

J. White, When Words Lose Their Meaning 11 (1984).

34 Due to the particular meaning of “Olympic,” the suppression of the use of the word has its harshest impact
on those groups that may benefit most from its use, such as those with debilitating birth defects, see USOC
v. March of Dimes Birth Defects Foundation (1983), and the aged, see USOC v. Golden Age Olympics, Inc.
Cf. Virginia Pharmacy Bd. v. Virginia Citizens Consumer Council, Inc. (1976).
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some other restriction on use of the word.

In the absence of § 110(a)(4), the USOC would have authority under the Lanham
Act to enforce its “Olympic” trademark against commercial uses of the word that might
cause consumer confusion and a loss of the mark’s distinctiveness. There is no evidence in
the record that this authority is insufficient to protect the USOC from economic harm. . . .
The Court contends that § 110 may prohibit uses of “Olympic” because it protects an
“image carefully cultivated by the USOC.” Again, there is no proof in the record that the
Lanham Act inadequately protects the USOC’s commercial interest in its image or that the
SFAA has harmed the USOC’s image by its speech.®

Language, even in a commercial context, properly belongs to the public, unless the
Government’s asserted interest is substantial, and unless the limitation imposed is no more
extensive than necessary to serve that interest. The Lanham Act is carefully crafted to
prevent commercial monopolization of language that otherwise belongs in the public
domain. The USOC demonstrates no need for additional protection. In my view, the SFAA
therefore is entitled to use the word “Olympic” in a nonconfusing and nonmisleading
manner in the noncommercial promotion of a theatrical or athletic event, absent proof of
resultant harm to the USOC.

| dissent.

Texas v. Johnson
491 U.S. 397 (1989)

[1¢]1

Justice BRENNAN delivered the opinion of the Court.

After publicly burning an American flag as a means of political protest, Gregory
Lee Johnson was convicted of desecrating a flag in violation of Texas law. This case
presents the question whether his conviction is consistent with the First Amendment. We
hold that it is not.

While the Republican National Convention was taking place in Dallas in 1984,
respondent Johnson participated in a political demonstration dubbed the “Republican
War Chest Tour.” As explained in literature distributed by the demonstrators and in
speeches made by them, the purpose of this event was to protest the policies of the
Reagan administration and of certain Dallas-based corporations. The demonstrators

3 Nor is there any evidence that SFAA’s expressive speech caused economic or reputational harm to the
USOC’s image. In Spence v. Washington (1974), a State asserted a similar interest in the integrity of America’s
flag as “*an unalloyed symbol of our country,”” and contended that there is a substantial Government interest
in “preserving the flag as ‘an important symbol of nationhood and unity.””” The Court considered whether a
State could withdraw “a unique national symbol from the roster of materials that may be used as a background
for communications.” It reviewed a state law that limited the use of the American flag and forbade the public
exhibition of a flag that was distorted or marked. The appellant was convicted for violating the statute by dis-
playing the flag upside down in the window of his apartment with a peace symbol attached to it. Eight Members
of the Court held that the statute was unconstitutional as applied to appellant’s activity. “There was no risk that
appellant’s acts would mislead viewers into assuming that the Government endorsed his viewpoint,” and “his
message was direct, likely to be understood, and within the contours of the First Amendment.” The Court con-
cluded that since the state interest was not “significantly impaired,” the conviction violated the First Amend-
ment. Similarly, in this case, the SFAA’s primary purpose was to convey a political message that is non-
misleading and direct. This message, like the symbolic speech in Spence, is protected by the First Amendment.
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marched through the Dallas streets, chanting political slogans and stopping at several
corporate locations to stage “die-ins” intended to dramatize the consequences of nuclear
war. On several occasions they spray-painted the walls of buildings and overturned
potted plants, but Johnson himself took no part in such activities. He did, however, accept
an American flag handed to him by a fellow protestor who had taken it from a flagpole
outside one of the targeted buildings.

The demonstration ended in front of Dallas City Hall, where Johnson unfurled the
American flag, doused it with kerosene, and set it on fire. While the flag burned, the pro-
testors chanted, “America, the red, white, and blue, we spit on you.” After the demonstra-
tors dispersed, a witness to the flag burning collected the flag’s remains and buried them
in his backyard. No one was physically injured or threatened with injury, though several
witnesses testified that they had been seriously offended by the flag burning.

Of the approximately 100 demonstrators, Johnson alone was charged with a crime.
The only criminal offense with which he was charged was the desecration of a venerated
object in violation of Tex. Penal Code Ann. § 42.09(a)(3) (1989). After a trial, he was
convicted, sentenced to one year in prison, and fined $2,000. The Court of Appeals for
the Fifth District of Texas at Dallas affirmed Johnson’s conviction, 706 S.W.2d 120
(1986), but the Texas Court of Criminal Appeals reversed, 755 S.W.2d 92 (1988), holding
that the State could not, consistent with the First Amendment, punish Johnson for burning
the flag in these circumstances.

The Court of Criminal Appeals began by recognizing that Johnson’s conduct was
symbolic speech protected by the First Amendment:

Given the context of an organized demonstration, speeches, slogans, and

the distribution of literature, anyone who observed appellant’s act would

have understood the message that appellant intended to convey. The act

for which appellant was convicted was clearly “speech” contemplated

by the First Amendment.
Id. at 95. To justify Johnson’s conviction for engaging in symbolic speech, the State asserted
two interests: preserving the flag as a symbol of national unity and preventing breaches of
the peace. The Court of Criminal Appeals held that neither interest supported his conviction.

Acknowledging that this Court had not yet decided whether the Government may
criminally sanction flag desecration in order to preserve the flag’s symbolic value, the
Texas court nevertheless concluded that our decision in West Virginia Board of Education
v. Barnette (1943), suggested that furthering this interest by curtailing speech was
impermissible. “Recognizing that the right to differ is the centerpiece of our First
Amendment freedoms,” the court explained,

a government cannot mandate by fiat a feeling of unity in its citizens.
Therefore, that very same government cannot carve out a symbol of
unity and prescribe a set of approved messages to be associated with that
symbol when it cannot mandate the status or feeling the symbol purports
to represent.

We never before have held that the Government may ensure that a symbol be used
to express only one view of that symbol or its referents. Indeed, in Schacht v. United
States, we invalidated a federal statute permitting an actor portraying a member of one of
our armed forces to ““wear the uniform of that armed force if the portrayal does not tend
to discredit that armed force.”” [Q]Juoting 10 U.S.C. § 772(f). This proviso, we held,

which leaves Americans free to praise the war in Vietnam but can send
persons like Schacht to prison for opposing it, cannot survive in a
country which has the First Amendment.
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We perceive no basis on which to hold that the principle underlying our decision in
Schacht does not apply to this case. To conclude that the government may permit designated
symbols to be used to communicate only a limited set of messages would be to enter territory
having no discernible or defensible boundaries. Could the government, on this theory,
prohibit the burning of state flags? Of copies of the Presidential seal? Of the Constitution? In
evaluating these choices under the First Amendment, how would we decide which symbols
were sufficiently special to warrant this unique status? To do so, we would be forced to
consult our own political preferences, and impose them on the citizenry, in the very way that
the First Amendment forbids us to do. See Carey v. Brown (1980).

REHNQUIST, C.J., Dissenting Opinion.

... Only two Terms ago, in San Francisco Arts & Athletics, Inc. v. United States
Olympic Committee (1987), the Court held that Congress could grant exclusive use of the
word “Olympic” to the United States Olympic Committee. The Court thought that this

restrictio[n] on expressive speech properly [was] characterized as
incidental to the primary congressional purpose of encouraging and
rewarding the USOC’s activities.
As the Court stated,
when a word [or symbol] acquires value “as the result of organization
and the expenditure of labor, skill, and money” by an entity, that entity
constitutionally may obtain a limited property right in the word [or
symbol].
Id. at 532, quoting International News Service v. Associated Press (1918). Surely
Congress or the States may recognize a similar interest in the flag.

H.R. 2723
102d Congress (1st Session)

[1¢]]

To grant the United States a copyright to the Flag of the United States
and to impose criminal penalties for the destruction of a copyrighted Flag.

IN THE HOUSE OF REPRESENTATIVES

June 20, 1991

Mr. TORRICELLI introduced the following bill; which was referred to the
Committee on the Judiciary
ABILL

To grant the United States a copyright to the Flag of the United States and to
impose criminal penalties for the destruction of a copyrighted Flag.

Be it enacted by the Senate and House of Representatives of the United States of
America in Congress assembled,

SECTION 1. United States Granted Copyright to the Flag of the United States.
The United States is hereby granted a copyright to the Flag of the United States.

SEC. 2. License To Manufacture, Sell, or Distribute the Flag of the United States.
The United States hereby grants a license to any person to manufacture in the
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United States the Flag of the United States, and to sell and distribute such Flag.

SEC. 3. Requirements of the Display of the Flag of the United States.

Any Flag of the United States may only be displayed in accordance with chapter
1 of title 4, United States Code, (relating to the Flag of the United States) and the joint
resolution entitled *Joint Resolution to codify and emphasize existing rules and customs
pertaining to the display and use of the flag of the United States of America’, approved
June 22, 1942 (36 U.S.C. 174-178).

SEC. 4. Criminal Penalties for Burning or Mutilating the Flag of the United States.

(a) IN GENERAL—Whoever burns or otherwise mutilates a Flag of the United
States shall be punished as follows:

(1) If the damage to such Flag exceeds $100, by a fine of not more than $10,000 or
imprisonment for not more than 10 years, or both.

(2) If the damage to such Flag does not exceed $100, by a fine of not more than
$1,000 or imprisonment for not more than one year, or both.

(b) EXCEPTION—Subsection (a) shall not apply with respect to whoever destroys
a Flag of the United States in accordance with section 4 of the joint resolution referred
to in section 3.

SEC. 5. Definitions.

As used in this Act—

(1) the term “Flag of the United States’ means a rectangular design which consists
of 13 horizontal stripes, alternate red and white, with a union of 50 white stars in a blue
field, and which the average person, upon seeing such design, may believe without
deliberation to represent the Flag of the United States of America; and

(2) the term “United States’, when used in the geographical sense, means the 50
States, the District of Columbia, the Commonwealth of Puerto Rico, any possession of
the United States, the Commonwealth of the Northern Mariana Islands, and the Trust
Territory of the Pacific Islands.

Questions:

1.) Would Mr. Torricelli’s bill to copyright the flag have been constitutional, if enacted?
If not, why and on how many distinct constitutional grounds?

2.) One important question in any case involving intellectual property and the First
Amendment is whether the defendant needed the material protected by property rights in
order to exercise “the freedom of speech.” Why does the Court believe that the SFAA
does not need the word “Olympic”? Do you agree?

3.) Why does the majority focus on the effort and labor that the USOC has spent in
giving Olympic a positive connotation? What is the relevance of that argument to an
analysis of whether this statute violates the First Amendment? Might a group that wanted
to put on a “Greek Olympics” consisting only of the sports at the original Olympic
games—running, discus, wrestling and so on—disagree?

4.) One part of the challenged law gives the USOC the right to decide who is allowed to
use the logo or symbol and who not. Congress strongly urged, in a resolution, that the
USOC allow the Special Olympics to keep using the name. Why did Congress itself not
simply pick and choose which groups could use the term?
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5.) Texas v. Johnson is often described as standing for the position that the Constitution
does not tolerate the creation of *“venerated objects,” symbols about which only one
attitude or method of expression is permitted. The majority there said “[t]Jo conclude that
the government may permit designated symbols to be used to communicate only a
limited set of messages would be to enter territory having no discernible or defensible
boundaries. Could the government, on this theory, prohibit the burning of state flags? Of
copies of the Presidential seal? Of the Constitution? In evaluating these choices under
the First Amendment, how would we decide which symbols were sufficiently special to
warrant this unique status? To do so, we would be forced to consult our own political
preferences, and impose them on the citizenry, in the very way that the First Amendment
forbids us to do.” Is SFAA v. USOC consistent with this position?

PROBLEM 3-1
INTELLECTUAL PROPERTY AND THE FIRST AMENDMENT.

Citing the need to avoid “political confusion among voters,” and to “reward the
Democratic Party for their ingenuity and labor in giving the word ‘Democrat’ a
uniquely positive connotation,” the Congress grants to the Democratic National
Committee (“DNC”) a permanent right to the word “democrat” (upper or lower case).
The “Democrat Protection Act”—or DPA—forbids any person, without the consent of
the Democratic National Committee, to use the word ‘democrat’ or *‘democratic’ in any
commercial (or non-profit fund-raising) activity. The right is protected by the remedies
provided in the Act of July 5, 1946 (60 Stat. 427; popularly known as the Trademark
Act of 1946 [Lanham Act]) [15 U.S.C. § 1051 et seq.] but expands their reach to include
non-profit activities and eliminates the requirement that the DNC show the likelihood
of confusion produced by the challenged use. The DNC has announced its intention of
emphasizing the “New Democrat” shift to the center by denying usage of the word
‘democrat’ to both “left and right-wing extremists.” Having been denied usage for their
fund raising activities, the Democratic Socialists, Committee for a Well-Armed
Democratic Citizenry, Gay Democrats PAC, and the “luncheon meat” SPAN, (whose
proposed new slogan is “the Democrat of Luncheon Meats™) all challenge the law.

Is the DPA constitutional? Are the actions of the DNC constitutional?

Dallas Cowboys Cheerleaders v. Pussycat Cinema
604 F.2d 200 (2d Cir 1979)

[1¢]1

Plaintiff in this trademark infringement action is Dallas Cowboys Cheerleaders,
Inc., a wholly owned subsidiary of the Dallas Cowboys Football Club, Inc. Plaintiff
employs thirty-six women who perform dance and cheerleading routines at Dallas
Cowhoys football games. The cheerleaders have appeared frequently on television
programs and make commercial appearances at such public events as sporting goods
shows and shopping center openings. In addition, plaintiff licenses others to manufacture
and distribute posters, calendars, T-shirts, and the like depicting Dallas Cowboys
Cheerleaders in their uniforms. These products have enjoyed nationwide commercial
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success, due largely to the national exposure the Dallas Cowboys Cheerleaders have
received through the news and entertainment media. Moreover, plaintiff has expended
large amounts of money to acquaint the public with its uniformed cheerleaders and earns
substantial revenue from their commercial appearances.

At all the football games and public events where plaintiff’s cheerleaders appear
and on all commercial items depicting the cheerleaders, the women are clad in plaintiff’s
distinctive uniform. The familiar outfit consists of white vinyl boots, white shorts, a
white belt decorated with blue stars, a blue bolero blouse, and a white vest decorated
with three blue stars on each side of the front and a white fringe around the bottom. In
this action plaintiff asserts that it has a trademark in its uniform and that defendants have
infringed and diluted that trademark in advertising and exhibiting “Debbie Does Dallas.”

Pussycat Cinema, Ltd., is a New York corporation which owns a movie theatre in New
York City; Zaffarano is the corporation’s sole stockholder. In November 1978 the Pussycat
Cinema began to show “Debbie Does Dallas,” a gross and revolting sex film whose plot, to
the extent that there is one, involves a cheerleader at a fictional high school, Debbie, who has
been selected to become a “Texas Cowgirl.”* In order to raise enough money to send Debbie,
and eventually the entire squad, to Dallas, the cheerleaders perform sexual services for a fee.
The movie consists largely of a series of scenes graphically depicting the sexual escapades
of the “actors”. In the movie’s final scene Debbie dons a uniform strikingly similar to that
worn by the Dallas Cowboys Cheerleaders and for approximately twelve minutes of film
footage engages in various sex acts while clad or partially clad in the uniform. Defendants
advertised the movie with marquee posters depicting Debbie in the allegedly infringing
uniform and containing such captions as “Starring Ex Dallas Cowgirl Cheerleader Bambi
Woods” and “You’ll do more than cheer for this X Dallas Cheerleader.”? Similar advertise-
ments appeared in the newspapers.

Plaintiff brought this action alleging trademark infringement under section 43(a)
of the Lanham Act (15 U.S.C. s 1125(a)), unfair competition, and dilution of trademark
in violation of section 368-d of the New York General Business Law. The district court,
in its oral opinion of February 13, 1979, found that “plaintiff ha(d) succeeded in proving
by overwhelming evidence the merits of each one of its contentions.” Defendants
challenge the validity of all three claims.

A preliminary issue raised by defendants is whether plaintiff has a valid trademark
in its cheerleader uniform.® Defendants argue that the uniform is a purely functional item
necessary for the performance of cheerleading routines and that it therefore is not capable
of becoming a trademark. We do not quarrel with defendants’ assertion that a purely
functional item may not become a trademark. However, we do not agree that all of
characteristics of plaintiff’s uniform serve only a functional purpose or that, because an
item is in part incidentally functional, it is necessarily precluded from being designated as
atrademark. Plaintiff does not claim a trademark in all clothing designed and fitted to allow

! The official appellation of plaintiff’s cheerleaders is “Dallas Cowboys Cheerleaders”, but the district court
found that plaintiff also has a trademark in the names “Dallas Cowgirls” and “Texas Cowgirls” which have
been made popular by the media.

2 Bambi Woods, the woman who played the role of Debbie, is not now and never has been a Dallas Cowboys
Cheerleader.

3 At present plaintiff does not have a registered trademark or service mark in its uniform. However, plaintiff
still may prevail if it establishes that it has a common law trademark or service mark. Whether plaintiff’s
uniform is considered as a trademark or a service mark, the standards for determining infringement are the
same. West &Co. v. Arica Institute, Inc. (1977).
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free movement while performing cheerleading routines, but claims a trademark in the
particular combination of colors and collocation of decorations that distinguish plaintiff’s
uniform from those of other squads.* It is well established that, if the design of an item is
nonfunctional and has acquired secondary meaning,® the design may become a trademark
even if the item itself is functional. Moreover, when a feature of the construction of the
item is arbitrary, the feature may become a trademark even though it serves a useful
purpose. Thus, the fact that an item serves or performs a function does not mean that it may
not at the same time be capable of indicating sponsorship or origin, particularly where the
decorative aspects of the item are nonfunctional. In the instant case the combination of the
white boots, white shorts, blue blouse, and white star-studded vest and belt is an arbitrary
design which makes the otherwise functional uniform trademarkable.

Having found that plaintiff has a trademark in its uniform, we must determine
whether the depiction of the uniform in “Debbie Does Dallas” violates that trademark.
The district court found that the uniform worn in the movie and shown on the marquee
closely resembled plaintiff’s uniform and that the public was likely to identify it as
plaintiff’s uniform. Our own comparison of the two uniforms convinces us that the
district court was correct, and defendants do not seriously contend that the uniform
shown in the movie is not almost identical with plaintiff’s.

Defendants assert that the copyright doctrine of “fair use” should be held
applicable to trademark infringement actions and that we should apply the doctrine to
sanction their use of a replica of plaintiff’s uniform. Fair use is “a ‘privilege in others
than the owner of a copyright to use the copyrighted material in a reasonable manner
without his consent . . . .”” The fair use doctrine allows adjustments of conflicts between
the first amendment and the copyright laws, and is designed primarily to balance “the
exclusive rights of a copyright holder with the public’s interest in dissemination of
information affecting areas of universal concern, such as art, science and industry.” Id.
at 94. It is unlikely that the fair use doctrine is applicable to trademark infringements;
however, we need not reach that question. Although, as defendants assert, the doctrine
of fair use permits limited copyright infringement for purposes of parody,), defendants’
use of plaintiff’s uniform hardly qualifies as parody or any other form of fair use.

Nor does any other first amendment doctrine protect defendants’ infringement of
plaintiff’s trademark. That defendants’ movie may convey a barely discernible message
does not entitle them to appropriate plaintiff’s trademark in the process of conveying that
message. Plaintiff’s trademark is in the nature of a property right, and as such it need not
“yield to the exercise of First Amendment rights under circumstances where adequate
alternative avenues of communication exist Because there are numerous ways in which
defendants may comment on “sexuality in athletics” without infringing plaintiff’s trade-
mark, the district court did not encroach upon their first amendment rights in granting a
preliminary injunction.

For similar reasons, the preliminary injunction did not constitute an
unconstitutional “prior restraint”. This is not a case of government censorship, but a
private plaintiff’s attempt to protect its property rights. The propriety of a preliminary

4 Plaintiff’s design imparts a western flavor appropriate for a Texas cheerleading squad. The design is in no way
essential to the performance of cheerleading routines and to that extent is not a functional aspect of the uniform.

5 Secondary meaning is “(t)he power of a name or other configuration to symbolize a particular business,
product or company . . . .” ldeal Toy Corp. v. Kenner Products Division of General Mills Fun Group, Inc.
(1977). There is no dispute in this case that plaintiff’s uniform is universally recognized as the symbol of the
Dallas Cowboys Cheerleaders.
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injunction where such relief is sought is so clear that courts have often issued an injunction
without even mentioning the first amendment. The prohibition of the Lanham Act is
content neutral, Cf. Schacht v. United States (1970), and therefore does not arouse the
fears that trigger the application of constitutional “prior restraint” principles.

Questions:

1.) What do you think of Pussycat Cinema’s parody and First Amendment defense? Can
you offer a better one?

2.) Debbie Does Dallas was enjoined because it violated a property right held by the
Dallas Cowboys Football Club, namely an unregistered state trademark/trade dress right
in the uniforms worn by its cheerleaders. You have read the reasoning of the court. Did that
right exist before the case was brought? Does this raise any First Amendment issues?

L.L. Bean, Inc. v. Drake Publishers, Inc.
811 F.2d 26 (1st Cir 1987)

[1¢]1

BOWNES, Circuit Judge.

Imitation may be the highest form of flattery, but plaintiff-appellee L.L. Bean, Inc.,
was neither flattered nor amused when High Society magazine published a prurient parody
of Bean’s famous catalog. Defendant-appellant Drake Publishers, Inc., owns High Society,
a monthly periodical featuring adult erotic entertainment. Its October 1984 issue contained
a two-page article entitled “L.L. Beam’s Back-To-School-Sex-Catalog.” The article was
labelled on the magazine’s contents page as “humor” and “parody.” The article displayed
a facsimile of Bean’s trademark and featured pictures of nude models in sexually explicit
positions using “products” that were described in a crudely humorous fashion.

L.L. Bean sought a temporary restraining order to remove the October 1984 issue
from circulation. The complaint alleged trademark infringement, unfair competition,
trademark dilution, deceptive trade practices, interference with prospective business
advantage and trade libel. . . . [Among other things, the district court granted] Bean
summary judgment with respect to the trademark dilution claim raised under Maine law.
Me. Rev. Stat. Ann. tit. 10, § 1530 (1981). .. . It ruled that the article had tarnished Bean’s
trademark by undermining the goodwill and reputation associated with the mark. The
court also held that enjoining the publication of a parody to prevent trademark dilution
did not offend the first amendment. An injunction issued prohibiting further publication
or distribution of the “L.L. Beam Sex Catalog.” [Drake appealed.]

... One need only open a magazine or turn on television to witness the pervasive
influence of trademarks in advertising and commerce. Designer labels appear on goods
ranging from handbags to chocolates to every possible form of clothing. Commercial
advertising slogans, which can be registered as trademarks, have become part of national
political campaigns. “Thus, trademarks have become a natural target of satirists who seek
to comment on this integral part of the national culture.” The ridicule conveyed by parody
inevitably conflicts with one of the underlying purposes of the Maine anti-dilution statute,
which is to protect against the tarnishment of the goodwill and reputation associated with
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a particular trademark. The court below invoked this purpose as the basis for its decision
to issue an injunction. The issue before us is whether enjoining the publication of
appellant’s parody violates the first amendment guarantees of freedom of expression.

The district court disposed of the first amendment concerns raised in this matter
by relying on the approach taken in Dallas Cowboys Cheerleaders, Inc. v. Pussycat
Cinema, Ltd. (1979). In rejecting Drake’s claim that the first amendment protects the
unauthorized use of another’s trademark in the process of conveying a message, the
district court cited the following language from Dallas Cowboys Cheerleaders:
“Plaintiffs trademark is in the nature of a property right, . . . and as such it need not “yield
to the exercise of First Amendment rights under circumstances where adequate
alternative avenues of communication exist.” Lloyd Corp. v. Tanner (1972).” We do not
believe that the first amendment concerns raised here can be resolved as easily as was
done in Dallas Cowboys Cheerleaders. Aside from our doubts about whether there are
alternative means of parodying plaintiffs catalog, we do not think the court fully assessed
the nature of a trademark owner’s property rights.

The limits on the scope of a trademark owner’s property rights was considered
recently in Lucasfilm Ltd. v. High Frontier (1985). In that case, the owners of the trade-
mark “Star Wars” alleged injury from public interest groups that used the term in com-
mercial advertisements presenting their views on President Reagan’s Strategic Defense
Initiative. Judge Gesell stressed that the sweep of a trademark owner’s rights extends
only to injurious, unauthorized commercial uses of the mark by another. Trademark
rights do not entitle the owner to quash an unauthorized use of the mark by another who
is communicating ideas or expressing points of view.

The district court’s opinion suggests that tarnishment may be found when a trade-
mark is used without authorization in a context which diminishes the positive associations
with the mark. Neither the strictures of the first amendment nor the history and theory of
anti-dilution law permit a finding of tarnishment based solely on the presence of an
unwholesome or negative context in which a trademark is used without authorization. Such
a reading of the anti-dilution statute unhinges it from its origins in the marketplace. A
trademark is tarnished when consumer capacity to associate it with the appropriate
products or services has been diminished. The threat of tarnishment arises when the
goodwill and reputation of a plaintiffs trademark is linked to products which are of shoddy
quality or which conjure associations that clash with the associations generated by the
owner’s lawful use of the mark:

[TThe dilution injury stems from an unauthorized effort to market incompatible
products or services by trading on another’s trademark. The Constitution is not offended
when the anti-dilution statute is applied to prevent a defendant from using a trademark
without permission in order to merchandise dissimilar products or services. Any residual
effect on first amendment freedoms should be balanced against the need to fulfill the
legitimate purpose of the anti-dilution statute. The law of trademark dilution has developed
to combat an unauthorized and harmful appropriation of a trademark by another for the
purpose of identifying, manufacturing, merchandising or promoting dissimilar products or
services. The harm occurs when a trademark’s identity and integrity—its capacity to
command respect in the market—is undermined due to its inappropriate and unauthorized
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use by other market actors. When presented with such circumstances, courts have found
that trademark owners have suffered harm despite the fact that redressing such harm
entailed some residual impact on the rights of expression of commercial actors. Seg, e.g.,
Chemical Corp. of America v. Anheuser-Busch, Inc. (1962) (floor wax and insecticide
maker’s slogan, “Where there’s life, there’s bugs,” harmed strength of defendant’s slogan,
“Where there’s life, there’s Bud.”); Original Appalachian Artworks, Inc. v. Topps Chewing
Gum (1986) (merchandiser of “Garbage Pail Kids” stickers and products injured owner of
Cabbage Patch Kids mark); General Electric Co. v. Alumpa Coal Co. (1979) (“Genital
Electric” monogram on underpants and T-shirts harmful to plaintiffs trademark).

While the cases cited above might appear at first glance to be factually analogous
to the instant one, they are distinguishable for two reasons. First, they all involved unauth-
orized commercial uses of another’s trademark. Second, none of those cases involved a
defendant using a plaintiff’s trademark as a vehicle for an editorial or artistic parody. In
contrast to the cases cited, the instant defendant used plaintiffs mark solely for non-
commercial purposes. Appellant’s parody constitutes an editorial or artistic, rather than a
commercial, use of plaintiffs mark. The article was labeled as “humor” and “parody” in
the magazine’s table of contents section; it took up two pages in a one-hundred-page issue;
neither the article nor appellant’s trademark was featured on the front or back cover of the
magazine. Drake did not use Bean’s mark to identify or promote goods or services to
consumers; it never intended to market the “products” displayed in the parody.

We think the Constitution tolerates an incidental impact on rights of expression of
commercial actors in order to prevent a defendant from unauthorizedly merchandising his
products with another’s trademark.* In such circumstances, application of the anti-dilution
statute constitutes a legitimate regulation of commercial speech, which the Supreme Court
has defined as “expression related solely to the economic interests of the speaker and its
audience.” Central Hudson Gas & Elec. v. Public Servo Comm’n (1980). It offends the
Constitution, however, to invoke the anti-dilution statute as a basis for enjoining the non-
commercial use of a trademark by a defendant engaged in a protected form of expression.

Our reluctance to apply the anti-dilution statute to the instant case also stems from
a recognition of the vital importance of parody. Although, as we have noted, parody is
often offensive, it is nevertheless “deserving of substantial freedom—~both as
entertainment and as a form of social and literary criticism.” Berlin v. E.C. Publications,
Inc. (1964). It would be anomalous to diminish the protection afforded parody solely
because a parodist chooses a famous trade name, rather than a famous personality, author
or creative work, as its object.®

4 We have no occasion to consider the constitutional limits which might be imposed on the application of
anti-dilution statutes to unauthorized uses of trademarks on products whose principal purpose is to convey a
message. Mutual of Omaha Ins. Co. v. Novak (1985) (plaintiff entitled to preliminary injunction against
peace activist protesting nuclear weapons proliferation by marketing “Mutant of Omaha” T-shirts). Such a
situation undoubtedly would require a balancing of the harm suffered by the trademark owner against the
benefit derived by the parodist and the public from the unauthorized use of a trademark on a product designed
to convey a message.

5 We recognize that the plaintiffs in Pillsbury Co. v. Milky Way Productions, Inc. (1981), obtained injunctive
relief against Screw magazine, which had published pictures of facsimiles of Pillsbury’s trade characters,
“Poppin Fresh” and “Poppie Fresh,” engaged in sexual intercourse and fellatio. The pictorial also featured
plaintiff’s trademark and the refrain of its jingle, “The Pillsbury Baking Song.” While the district court granted
relief under Georgia’s anti-dilution statute, it did so only after specifically declining to consider whether
defendants’ presentation constituted a parody. The defendants in Pillsbury had tried to proffer parody as a
defense to plaintiffs copyright infringement claim; they did not assert it as a defense to the dilution claim.
Pillsbury, therefore, does not stand for the proposition that the publication of a parody properly may be
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The district court’s injunction falls not only because it trammels upon a protected
form of expression, but also because it depends upon an untoward judicial evaluation of
the offensiveness or unwholesomeness of the appellant’s materials. The Supreme Court
has recognized the threat to free speech inherent in sanctioning such evaluations. Cohen
v. California (1971).

Reversed and remanded.

LEVIN H. CAMPBELL, Chief Judge (dissenting). [Omitted.]

Question:

1.) Why does the court rule in favor of Drake but against Pussycat Cinema?

PROBLEM 3-2
CONSTITUTIONAL INTERPRETATION: REVIEW.

Review the materials in the previous two chapters. What are the most difficult lines to
draw and rules to formulate in a constitutional theory that explains:

1.) The general contours of the Congressional power to create, extend and define
intellectual property rights?

2.) The limits (if any) that the First Amendment puts on intellectual property
rights and remedies? Before answering, consider this sentence from the Breyer-
Alito dissent in Golan. “The fact that, by withdrawing material from the public
domain, the statute inhibits an important preexisting flow of information is
sufficient, when combined with the other features of the statute that I have
discussed, to convince me that the Copyright Clause, interpreted in the light of the
First Amendment, does not authorize Congress to enact this statute.” How does
Justice Breyer’s understanding of the way the First Amendment should inflect the
interpretation of the Copyright Clause differ from that of Justice Ginsburg?

enjoined under an anti-dilution statute, since the court never considered whether defendants had presented a
parody, and defendants never asserted parody as a defense to the dilution claim.



CHAPTER FOUR
Trademark: Introduction

HIsl1

Modern developments in the law of unfair competition offer many
examples of . . . circular reasoning. There was once a theory that the law
of trade marks and trade names was an attempt to protect the consumer
against the “passing off” of inferior goods under misleading labels.
Increasingly the courts have departed from any such theory and have come
to view this branch of law as a protection of property rights in diverse
economically valuable sale devices. In practice, injunctive relief is being
extended today to realms where no actual danger of confusion to the
consumer is present, and this extension has been vigorously supported and
encouraged by leading writers in the field. . . . The current legal argument
runs: One who by the ingenuity of his advertising or the quality of his
product has induced consumer responsiveness to a particular name,
symbol, form of packaging, etc., has thereby created a thing of value; a
thing of value is property; the creator of property is entitled to protection
against third parties who seek to deprive him of his property. This argument
may be embellished, in particular cases, with animadversions upon the
selfish motives of the infringing defendant, a summary of the plaintiff’s
evidence (naturally uncontradicted) as to the amount of money he has spent
in advertising, and insinuations (seldom factually supported) as to the
inferiority of the infringing defendant’s product. The vicious circle inherent
in this reasoning is plain. It purports to base legal protection upon
economic value, when, as a matter of actual fact, the economic value of a
sales device depends upon the extent to which it will be legally protected.
If commercial exploitation of the word “Palmolive” is not restricted to a
single firm, the word will be of no more economic value to any particular
firm than a convenient size, shape, mode of packing, or manner of
advertising, common in the trade. Not being of economic value to any
particular firm, the word would be regarded by courts as “not property,”
and no injunction would be issued. In other words, the fact that courts did
not protect the word would make the word valueless, and the fact that it
was Vvalueless would then be regarded as a reason for not protecting it.
Felix Cohen, Transcendental Nonsense
and the Functional Approach (1935)

Felix Cohen’s article comes from the time before the Lanham Act, which provided a
Federal legislative source of authority in place of the common law reasoning he disdains
here. It also antedates many developments and extensions in trademark law, including
some with which he would probably have disagreed, to say nothing of the social and
technological transformations that make the world of brand, logo and advertising very
different from the one in which he lived. But his article still asks a valid question.

Why do we have trademark rights? Why do we have this “homestead law for the
language,” to use Cohen’s words? To return to Chapter One, is this a Lockean story in
which one mixes one’s labor with a word or a logo, and therefore is entitled to a property
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right? Is it a Justice Pitney-style assumption that others should not benefit freely from
positive externalities created by my actions, including my actions in creating a
trademark? Both of those ideas clearly influenced the common law of trademarks and
unfair competition, a body of law which partly shaped the contours of Federal protection.
Both continue to operate in cases today. Think back to the Supreme Court’s discussion
in SFAA v. USOC of the labor and ingenuity that the USOC had expended creating the
valuable brand “Olympic.” The right at issue there was not technically a trademark. In
fact, it was stronger. Yet, the Court tried to analogize the USOC’s rights to those provided
by trademark law, to show how Congress routinely handed out property rights in valuable
words without offending the First Amendment. To make that analogy, it turned
immediately to a discussion of labor invested and uncompensated benefit conferred. So
those themes continue to resonate and have considerable force. We will encounter them
in the cases in this book.

Yet today both scholars and courts largely offer a different set of justifications for
trademark law, one that escapes—or at least tries to escape—from the circular reasoning
Cohen mocked. That set of justifications is a utilitarian one and it focuses on
informational efficiency—efficient communication between consumers and producers.
In fact, there are two utilitarian justifications, one focused on preventing consumer
confusion and one on encouraging producer investment in stable brands.

Let us start with the consumer. As you rush through the aisles of the grocery store,
throwing things in your cart, how much time do you spend assessing the qualities of each
good purchased? Certainly, you look at the date on the milk and the meat, perhaps double
check whether there is MSG in an unfamiliar brand of Hoisin sauce, but most of the time
your purchases are probably almost automatic. Detergent? The orange one in the square
box with concentric red and yellow circles on the logo. Soap? Ivory. Toilet paper? The one
with the puppies on it (because nothing says anal cleanliness like a dog. Or a bear.). If you
are like most consumers, most of these purchases are reflexive, sometimes even pre-verbal.
You have tried a number of soaps and whether or not you were convinced by Ivory’s slogan
“so pure it floats”—a non sequitur if there ever was one—you now just buy Ivory. But how
do you know that the “Ivory soap” you buy will be the same as the “Ivory soap” you settled
on? Absent the legal creation of this right over a name or logo, the product name is a “public
good”—non-excludable and non rival. If anyone could call their soap “Ivory” or their
detergent “Palmolive” would you have to scrutinize the label each time to make sure the
ingredients were the same? From an economic point of view, that is very inefficient. In
other words, the economic rationale for the Ivory trademark is not that Ivory has labored
hard to build it up and advertise it. Nor is it that, without trademark protection, other soap
companies could use the same name and “reap where they had not sown.” Instead, we
focus on the benefits to the consumer of stable nomenclature and thus the social gains
produced by efficient information flow in the market.

Of course, trademarks do not in fact guarantee stable brand identity. They just
guarantee that product-meddling will be solely in the hands of the trademark owner. If
Coke wants to change its formula, or the Pears soap trademark has been bought by a
company that wants to lower the quality of ingredients, my consumer expectations will
be upset, nonetheless. But at least the trademark owner might be presumed to make
rational calculations about when to do so.

So the first rationale for trademark is preventing consumer confusion and
encouraging efficient consumer information flow. The second one is producer-focused.
Trademarks provide an incentive to producers to invest in building up a stable brand
meaning, which in turn will be useful to consumers. Notice: stable brand meaning, not
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high quality brand meaning. The trademark protects White Castle burgers no less than it
protects Ruth’s Chris Steak House, Econolodge no less than the Four Seasons, the
Refectory no less than Guglhupf. Whatever slice of the market a producer chooses to go
for, from haute cuisine or high fashion to cheap and nasty but dependable, trademark is
there to help incentivize the investment in semantic stability. Again, without the mark,
the name is a public good. Why should Apple or the Four Seasons seek to build a
reputation for that kind of style or quality? Why should McDonald’s try to convince me
that the burgers will be exactly the same level of grey mediocrity from Maine to Mon-
terey, never reaching Escoffier heights or E. coli lows? Anyone could slap Apple, Four
Seasons or McDonald’s on their product. By telling the producer that it will be able to
exclude others from the name, goes the theory, we encourage investment in a stable brand
that then becomes a useful and efficient communication to the consumer. The two
arguments meet, a semantic handshake enabled by a legal right. Or so says the theory.

Of course, if we really wanted to promote semantic stability, we might force
producers to internalize the costs of sub-par performance as well as the benefits of
consistency. We do not. Do you have a positive image of Blackwater Security, the firm
whose employees killed 17 Iragi civilians in a single 2007 incident? Whatever your
impressions, you are unlikely to find the company. It was renamed Xe Services in 2009.
It is now called Academi. Remember ValuJet and their rather questionable safety record?
Want to avoid them and fly AirTran instead? They are the same company—at least until
AirTran becomes part of Southwest Airlines. Because producers can always change their
brand names or even their corporate names, they always have the option to declare
semantic bankruptcy and start afresh. But we digress.

In each area of intellectual property law, we first try to understand the problem the
right is supposed to solve, as a way of understanding the contours, the extent, the duration
and the limitations and exceptions of the right. So the trademark is a legal right to exclude
others from a name or logo or other distinguishing characteristic that would otherwise be
a non-excludable and non-rival public good. The rationale we have discussed is that this
minimizes consumer confusion, thus maximizing informational efficiency in the market,
and provides an incentive for the creation of information-packed stable brands. If you
were trying to further that purpose, what shape would you give the right? Look at the chart
on the next page comparing the three main forms of Federal intellectual property.

This chart omits a lot. It must in order to fit on one page. But it does give a sense
of the varied designs of the three intellectual property rights we are discussing, each over
a differed type of subject matter, each covering or applying to a different “thing”—a
legally protected res—each procured through a different process, lasting for a different
period of time, shaped by different limitations and exceptions and regulating or
prohibiting different types of behavior in others.

Returning to the shape or design of the right suggested by trademark’s rationale,
one can see that the right is designed (or should be designed) to fulfill the functions of
efficient consumer communication. First, note that trademarks do not convey ownership
of a word—a mistake that non-lawyers (and some trademark owners) sometimes make.
They convey the right to forbid a particular kind of use. Teachers of intellectual property
love to use Bass Ale as an example, because the label itself says that it was the first
registered trademark in the United Kingdom. In the US, Bass got a registered mark in
1912 for pale ale, with a first date of use of 1856. In 1990 it broadened that to cover beer,
ale, stout, lager and porter.

There are a few things worth noticing about this. First, look at the field that says
“For:” This mark is for use selling beer, ale, stout, lager and porter. It does not interfere
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Comparison of the Three Main Forms of Federal Intellectual Property

TRADEMARK

COPYRIGHT

PATENT

Constitutional
and Statutory
Basis

Commerce clause,
Lanham Act. (There are
also state trademarks.)

IP Clause, Copyright
Act

IP clause, Patent Act

Subject Matter

Word, phrase, symbol,
logo, design etc. used in
commerce to identify
the source of goods

and services

Creative works — for
example, books, songs,
music, photos, movies,
computer programs

Inventions — new

and useful processes,
machines, manufac-
tured articles, compo-
sitions of matter. Not
abstract ideas or prod-
ucts/laws of nature

Requirements

Not generic (or merely

Original expression,

Useful, novel and non-

for Eligibility | descriptive without fixed in material form obvious to a person
secondary meaning), having ordinary skill in
identifies source of the art (PHOSITA)
product or service,
used in commerce

Rights Basic trademark right Exclusive rights to Exclude others from
only vis a vis a par- copy, distribute, make making, using, selling
ticular good or service. | “derivative works”, or importing invention
Bass for beer, not publicly perform and
ownership of word publicly display.
“Bass.” Prevent others | Possibly new right
from using confusingly | to stop circumvention
similar trademarks; for | of digital ‘fence’
famous marks, prevent | protected © works.
others from “diluting”
the mark. Also prohibi-
tions against false or
misleading advertising.

Duration If renewed and Life plus 70 years; 95 20 years for utility
continually used in years after publication patents
commerce, can be for corporate works
perpetual.

How Rights USPTO trademark Creation and fixation USPTO patent

are Procured

registration process
for ® status, though
common law rights
are recognized absent
registration

in a tangible medium;
registration is not re-
quired to get copyright
(but is required for suit
to enforce)

application process

Examples of
Limitations
and
Exceptions

Genericity, nominative
fair use, parodic use

Idea and fact/expression
distinction, scenes a
faire, fair use, first sale

Abstract knowledge
in patent application
disclosed freely. Sub-
sequent inventors can
“build on” patented
invention and patent
result without permis-
sion. Both inventors
must consent to market
resulting compound
invention.
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with Bass “for medical apparatus, namely, a system consisting of collectors and suc-
tioning equipment to collect fluids from medical procedures.” That is a registered mark.
It does not interfere with Bass for electric lights and LED circuit boards. (That trademark
application is pending.) It does not interfere with all those businesses whose name
contains a reference to bass the fish, or bass the instrument, or bass the sound range. G.H.
Bass, the maker of Weejuns shoes, is not infringing Bass Ale’s trademark. The mark does
not stop you saying that you drank a lot of Bass last night, or posting a picture on your
Facebook page with you holding a Bass, or praising or criticizing Bass Ale. What it does
stop you from doing, is selling beer under the name Bass, or using any mark on your beer
that is likely to cause confusion with the Bass ale trademark. It also stops you registering
a trademark that would be likely to cause confusion. So when a Mr. Michael Massa
applied for a trademark over “Bass Hole Ale: The Brew That Makes Your Stories True”*

! The applicant stressed the fact that the “bass” referred to was the fish. “The mark consists of a
representation of a fisherman in green waders with brown suspenders and a golden colored hat holding a
bent fishing rod. In the background a largemouth bass with a lure in his mouth is beginning to jump. The
bass is surrounded by a field of bluish-green water. In the foreground the fisherman is standing against a
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the holders of the Bass Ale trademark opposed the registration of that mark. Mr. Massa
eventually abandoned the application.

Of course, companies can leverage their popular trademarks into other fields. Bass
holds a trademark for the use of its logos on mirrors, glassware and shopping bags,
among other things. But the claim is always mark X for use Y, not for the ownership of
a word outright.

The second thing to notice is the limitations and exceptions that further cabin the
reach of the right. To pick one example: Generic terms can never have or keep trademark
status, even if they were novel terms invented, and successfully registered as marks, by
the owner. If people start to use “Shredded Wheat” to describe all cereals of that type,
not just the ones from the National Biscuit Company (now Nabisco), or “Murphy beds”
to describe all beds that fold down from the wall, not just the ones from the original
manufacturer, then the trademark is canceled. We cannot take away from the public the
ability to use the standard term for the goods. The owners of Kleenex, Xerox and
Rollerblades spend a great deal of time policing usages of their mark to try and stop this
from happening. Instead they promote an alternative term for the general category
(“facial tissue,” “photocopying” and “in-line skates™) and admonish those who use the
trademark to describe the type of good. No matter how hard they try, however, if the
public starts to use that as the generic term, the trademark is canceled. The term has
moved into the public domain.

To pick another example: nominative use—using the name of a competing product
in order to identify it, in comparative advertising, say—is not a violation of the trade-
mark. Notice how both of these exceptions allow us to test various theories of why we
have the right. If trademarks were an incentive to come up with novel goods with novel
names—in the same way that a patent does—then we would want to incentivize, not
penalize, the person who came up with the good and the term used to describe it. Yet if
the term suffers genericide—comes to describe the product category rather than the
original product source—then the mark is subject to cancellation. Similarly, it may seem
unfair that makers of competing hybrid cars can favorably compare theirs to the Prius.
Surely they are “reaping where they have not sown,” capturing a positive externality by
using the familiar brand to help the consumer understand the new one? Yet if that
facilitates communication to the consumer about what kind of a product this is, then
trademark would be undermining its own rationale to forbid it. The rationales will help
you understand the rules and predict how they might apply to new facts or new
technologies. In the next section we will lead you through the basics of trademark law.
In each case, think about the feature of the law being described and try and relate it back
to trademark’s central goal. Does it fit well or badly?

Trademark Basics

Atrademark is a word, phrase, logo, or any other indicator that identifies the source
of a particular product. (Technically, a “trademark” distinguishes goods while a “service
mark” distinguishes services; in this section, “trademark” will be used to refer to both
trademarks and service marks.) The key here is “source indicative.” Think of a triangle
composed of the producer, the good and the consumer. The mark is the sign that tells the

stand of cattails with a lone dragonfly perched on a blade of cattail. The words BASS HOLE BEER appear
in an arc across the top of the label in green with black edging. The words “The Brew That Makes Your
Stories True” are in the foreground in black on a stretched blue oval banner.” Application 77165782.
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consumer where the good came from, that identifies its source. “Nike”, “Just Do It”, and
the checkmark Swoosh are trademarks owned by NIKE, Inc. When you spend $180 on
shoes that say Nike®, that trademark indicates that the shoes were made by NIKE rather
than another manufacturer, and has the quality or appeal associated with NIKE products.
“Apple”, “iTunes”, and the bitten apple logo are trademarks that indicate that your stylish
hardware and proprietary software came from Apple, Inc.

Trademark protection can extend to product features beyond conventional words
or logos, such as color, shape, or sound. (Some of these are referred to as “trade dress,”
a category we will discuss later.) Examples include the lacquered red soles on Louboutin
shoes, the undulating tapered shape of the Coca-Cola bottle, or the roar of a Harley
Davidson engine. Under no circumstances, however, can a functional feature of the
product be trademarked. | might be the first person to make bright yellow life vests or
stainless steel vacuum flasks, but I can never trademark those features—high visibility
and stainless durability are obviously functional in those products. To give a trademark
over them would convey a patent-like monopoly (and potentially, a perpetual one) rather
than truly protecting a source indicator.

What are the sources of trademark law?

Trademark law has its roots in state unfair competition laws that prohibited
competitors from “passing off” other producers’ goods as their own. (In the quotation
that began this chapter, Cohen argues that such reasoning could balloon too far.) The first
federal trademark statutes date from 1870 and 1876 but, as you read in Chapter Two,
they were struck down as being beyond Congress’s power under both the Intellectual
Property Clause and the Commerce Clause. In 1881 Congress passed another, much
narrower statute, justified under its Commerce Clause power and limited only to marks
used in interstate and international commerce, or in trade with the Indian tribes. These
limitations were included specifically to make that Act comply with the ruling in the
Trade-Mark Cases.

The current federal statute is the Lanham Act, originally enacted in 1946 and
amended many times since. As we will see, the Lanham Act’s reach is much broader than
the narrow 1881 statute. This expansion reflects the Supreme Court’s broadening vision
of the meaning of “commerce” after the New Deal. Though the Lanham Act reaches
broadly, it does not supplant state systems. Unlike the Federal copyright and patent
systems, which “preempt” state regulation of their subject matter, the Federal trademark
system coexists with a thriving set of state trademark regimes, which share many of its
features, and which provide protection to businesses with no desire to spread nationally.
However, for obvious reasons—geographic reach and economic significance among
them—the Federal system is the central focus of large-scale legal attention.

We will examine 5 types of protection in the Federal trademark system. The
statutory sections cited below are from the Lanham Act.

1) Registered Marks. At the center is the system of registered Federal marks (and
registered Federal trade dress, such as the Coke bottle design). These are the rights
centered in § 1114 (or § 32) of the Lanham Act. Only the trademark holder can sue to
enforce the mark.

2.) Unregistered marks, unregistered trade dress and false designation of origin.
Beyond registered marks, the Federal system also provides a similar but weaker set of
prohibitions against false or misleading designation of origin. Those rights, developing
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out of § 1125(a) (8 43(a)) give protection—among other things—to unregistered marks
and unregistered trade dress. While only the trademark owner can sue to enforce a
registered mark, § 1125(a) says that suit can be brought “by any person who believes that
he or she is or is likely to be damaged by such act.” The Supreme Court held that the
“damage” referred to here must be to a valid commercial interest of a competitor, partly
because there are obvious constitutional problems in premising standing on a “belief”
one has been harmed.

3.) Dilution. Marks that are “famous” to the national consuming public are also protected
from “dilution” that blurs or tarnishes their strength. These rights find their home in
§ 1125(c) (8 43(c)).

4.) Cybersquatting. The Lanham Act has been amended to deal with the intersection of
domain names and trademark law. § 1125(d) explicitly covers “cybersquatting”—the “bad
faith” registration of domain names in the hope of extracting rent from a trademark owner.
It should be noted, however, that the other protections of the Act are also of relevance.
For example, a domain name can also be a registered mark in its own right.

5.) False or Misleading Statements of Fact. The Lanham Act also prohibits false or
misleading statements of fact (“My new diet will lose you 30 pounds in 3 weeks™) even
when there appears to be no “mark” of any kind involved. These provisions, too, are
rooted in section § 1125(a). Judicial interpretation of the Lanham Act has effectively
broadened it to become a Federal law of false advertising and unfair competition, a
considerable expansion. Again, the more relaxed definition of standing applies, though
the interest vindicated must be that of a competitor, not a consumer.

Registered Marks

The Lanham Act creates a national system for registering trademarks, and
determining which marks enjoy priority over others. It also spells out causes of action
for trademark infringement and dilution, as well as available remedies. The key here is
registering. Many people believe that the little symbol ™ indicates a valid Federal
trademark. It does not. At best, ™ and its equivalent for service marks, S, mean that the
company wants to use the term as a common law mark, or that it hopes one day to register
the mark but has not attempted to do so, and is attempting to build brand identity in the
meantime. The sign of a Federal Mark is the “R” inside a circle: ®. The “R” stands for
“registered.” It shows that the mark has been examined by the PTO and registered on the
Principal or Supplemental Register. (The Supplemental Register lists a variety of marks
that have not yet received full Federal protection, such as descriptive terms that have not
yet developed sufficient distinctiveness.)

To be sure, Federal registration is not a prerequisite for acquiring trademark rights.
Absent registration, a trademark owner may gain common law rights by being the first to
use the mark in commerce. However, these rights are limited to the geographical area
where the mark is used. For example, the Refectory Café would enjoy rights in Durham
but could not prevent Refectory Cafés in other cities from using the same mark. With
federal registration, the default is flipped: trademark rights extend nationwide, with the
exception of areas where an earlier (or as trademark lawyers say, “senior”) user has
already been using the mark. So Federal registration would give the Refectory Café
rights from Durham to San Francisco, minus areas where a preexisting Refectory has
been using the mark. Indeed, The Refectory Café® familiar to Duke’s law students has
a federal mark for “Restaurant services featuring healthy, homemade items.” Those rights
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have been enforced: The Refectory Café sued Duke’s Divinity Refectory for trademark
infringement—when the original owners stopped providing food services there, but the
name was retained. The latter establishment has changed its name to the Divinity Cafe.

In addition to nationwide rights, federal registration confers a number of other bene-
fits. These include: a legal presumption of exclusive rights in the mark, constructive notice
to the public of trademark ownership, the ability to prevent the Federal registration of con-
fusingly similar marks, an array of remedies, and a basis for registering in foreign countries.

Why build the center of the Federal system around registration? After all, we do
not require that writers, musicians or filmmakers register in order to acquire copyright.
(Though they must register in order to sue for infringement.) It is important to remember
that the Federal system of registered marks is supposed to complement and act as an
adjunct to the state system. It is the functions those other systems cannot perform that
the Federal registration system seeks to fulfill. On the Federal level, registration fulfills
multiple functions centering around information costs.

e It lowers search costs, both for those with existing marks and those seeking to
create new marks. If | am looking for a name for my new nationwide ‘rapid oil
change’ franchise, | can learn quickly that “Jiffy Lube” is taken. | will not waste
time or money developing a campaign around that name, or laboriously
searching, state by state, to find available semantic real estate. In addition, the
Supplemental Register will show me that someone else is working to develop a
brand identity over a term like “Quik Qil,” even if that mark has not yet developed
sufficient distinctiveness to merit registration on the Principal Register.

e It allows businesses to plan to expand nationally, secure in the knowledge their
mark will not have to change when they reach new territory. In the example given
above, The Refectory Café does not invest in developing a local following, only
to find that it cannot use that name elsewhere in the country and must invent a
new one.

e We hope that the process of review and approval that is required to get onto the
Federal Register sets a high enough bar so that businesses are deterred from
claiming to have legal rights over generic, functional or misleading marks, which
in turn would suppress competition or confuse consumers. (This hope is not
always well-founded.)

e The Register lists both “Live” and “Dead” marks, the latter including those that
have been abandoned, fallen out of use, or been successfully challenged. By
listing “Dead” marks no less than “Live” ones the Register gives a map of both
those semantic areas that are already taken and those that have once again
become free. It is a map both of current property and of areas that have fallen
back into the public domain. The requirement that registrations be continuously
maintained and renewed provides a natural “pruning” function.

We will start with the center of the system—registered marks—and will go through
the requirements for registration. It will turn out that many of the requirements for
registering marks—such as use in commerce—are also requirements for unregistered
marks, just as many of the tests for the infringement of registered marks are also tests for
the infringement of unregistered marks. Thus, while the next chapter focuses on
registered marks, its implications are much broader.
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PROBLEM 4-1

Look back at Chapter One and then review the contours of trademark protection as
described in this chapter and in the chart on page 110. The goal is to see which features
of trademark law mesh with the rationales and world-views described in Chapter One.

1.) Would Cohen, quoted on the first page of this chapter, have agreed with the
baseline for intellectual property set out by Brandeis, by Holmes or by Pitney?
Why? Is there a tension between the “unfair competition” roots of trademark
law and the theory that trademarks are intended to facilitate efficient producer-
consumer information flow?

2.) The Chapter argues that one particular rationale for trademark law best
explains the loss of rights to a novel, invented term—Escalator, Thermos,
Aspirin—through genericide. Do you agree? What other rules of trademark law
are explained by the same rationale?

3.) Of the three intellectual property rights we will look at, only trademarks can
(so long as continually used and renewed) last for an unlimited period of time.
Why? If your answer is that the Constitution requires that copyright and patent
be for limited times, why do we also find that rule in other countries not bound
by the U.S. Constitution?

4.) Critics of “brand fetishism,” such as Naomi Klein, author of No Logo, argue
that that we define ourselves in terms of brands (both those we accept and those
we reject), that we obsess about the messages that come with these symbols and
that, as a consequence, the public space for debate, self-definition and meaning
is increasingly privatized. The social harms attributed to this process range from
thefts or crimes of violence to acquire favored status-symbols such as branded
jackets or shoes, to the claim that in turning over our visions of self to private
logoed creations, we impoverish our culture and ourselves. One central thesis of
this argument is that trademarks have long since left the rationale of efficient
consumer information flow behind. The logo does not tell us something about the
producer of the good. The logo is the good. The person who purchases a plain
white cotton T-shirt with a large Nike swoosh is not buying the shirt. The shirt is
merely the transport mechanism for the logo. Do you agree with any or all of
this? What criticisms could be made of this idea? What implications does the
brand fetishism critique have for trademark law and specifically for the
protection of famous marks under anti-dilution law?




CHAPTER FIVE
Subject Matter: Requirements for
Trademark Protection

HIsl1

Use as a Mark in Commerce

For each intellectual property right that we look at in this course, the first, crucial,
guestion is: what subject matter does it cover? Look back at the “subject matter” row in
the chart in the last chapter. Notice how differently the subject matter of each right is
defined, how each subject matter design tells you something about the goals that property
regime was supposed to serve. Trademark subject matter is defined, in part, by the way
the producer uses it and the consumer perceives it as a symbol. Copyrightable subject
matter is defined, in part, in terms of qualities of the content produced — original
expression, fixed in a tangible medium. Patentable subject matter is defined, in part, in
terms of the relationship of the innovation to the field of technology as understood by its
practitioners at the time.

How does trademark law define its subject matter? The easiest way to state the
foundational requirements for both registered and unregistered trademarks is to say that
we require “use as a mark in commerce.” But this simple phrase conceals some
complexities. What do we mean by use in commerce? What do we mean by use as a
mark? It turns out that the latter phrase contains two requirements. The first focuses on
the actions of the producer. The source company must actually be using the putative mark
as a mark, something connected (physically where possible, but also cognitively) to a
particular good or service. The key here is that the source company must be using the
mark as a mark, as a source identifier, rather than just as a slogan, mission statement or
favorite turn of phrase. The second focuses on the interaction between the consumer and
the mark. It is the requirement of distinctiveness. Even if the producer is clearly trying
to use the mark as a mark; is it capable of functioning as a mark? Can it distinguish this
source for goods or services from others in the minds of consumers? Is it a source
identifier or really a functional characteristic of the product? We will deal with these
requirements in turn.

Use in Commerce

As always, it is good to start with some of the statutory definitions. Develop the
habit of going to the definitions section of an intellectual property statute first when you
seek to understand the field, not just after you think you see an ambiguity. You will not
regret it.

8 1127—Construction and definitions

In the construction of this chapter, unless the contrary is plainly apparent
from the context: . . .

... The word “commerce” means all commerce which may lawfully be
regulated by Congress. . . .

... The term “use in commerce” means the bona fide use of a mark in
the ordinary course of trade, and not made merely to reserve a right in a
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mark. For purposes of this chapter, a mark shall be deemed to be in use
in commerce—
(1) on goods when—
(A) itis placed in any manner on the goods or their containers
or the displays associated therewith or on the tags or labels
affixed thereto, or if the nature of the goods makes such
placement impracticable, then on documents associated with the
goods or their sale, and
(B) the goods are sold or transported in commerce, and
(2) onservices when itis used or displayed in the sale or advertising
of services and the services are rendered in commerce, or the
services are rendered in more than one State or in the United States
and a foreign country and the person rendering the services is
engaged in commerce in connection with the services.
Notice how the first definition of “commerce” above is very broad. If commerce is
anything that Congress can regulate under the Commerce Clause then almost anything
could be commerce. Even after Lopez and Morrison, the Federal government’s ability to
regulate actual economic activity is a sweeping one. Then notice how the second clause
guoted, defining use in commerce, is narrower.

The following cases and materials will explore how broadly or narrowly the Federal
system defines “use in commerce.” One note before we begin. We are considering “use in
commerce” as a requirement for trademark protection. But “use in commerce” also plays
another role—as one of the requirements for infringement. We will come back to that
requirement in the section of the casebook on infringement—to infringe, | must be using
your mark in commerce. Should the definition of “use in commerce” required to get a
mark be the same as that required to infringe it? We will return to that question later.

Use in Commerce: Free and Open Source Software

The following case deals with whether or not free distribution of an open source
email program on the internet constituted use in commerce. The software was offered
under the GNU “General Public License” or “GPL” which we will consider later in the
course. The GPL gives users the rights freely to copy and to modify the program, but if
they redistribute modified versions of the program, they must do so under the same
license—preserving the open qualities of the program for future users. Could the
developer of the open source software called Coolmail, distributed freely online, claim a
trademark over it? Was this a use in commerce?

Planetary Motion, Inc., v. Techsplosion, Inc.
261 F.3d 1188 (11th Cir. 2001)

[1¢]]

RESTANI, Judge.
Under the Lanham Act, the term “use in commerce” is defined in relevant part as
follows:
the bona fide use of a mark in the ordinary course of trade, and not made
merely to reserve a right in a mark. . . . [A] mark shall be deemed to be
in use in commerce . . . on goods when (A) it is placed in any manner
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on the goods or their containers or the displays associated therewith or
on the tags or labels affixed thereto, or if the nature of the goods makes
such placement impracticable, then on documents associated with the
goods or their sale, and (B) the goods are sold or transported in
commerce. ... 15 U.S.C. § 1127.

The district court found that because the statute is written in the disjunctive (i.e.,
“sale or transport”), Darrah’s wide distribution of the Coolmail software over the
Internet, even absent any sales thereof, was sufficient to establish ownership rights in the
“CoolMail” mark. Appellants contend that “transport in commerce” alone—here,
Darrah’s free distribution of software over the Internet “with no existing business, no
intent to form a business, and no sale under the mark”—is insufficient to create trademark
rights. Appellants’ argument lacks merit.

The parties do not make clear the two different contexts in which the phrase “use
in commerce” is used. The term “use in commerce” as used in the Lanham Act “denotes
Congress’s authority under the Commerce Clause rather than an intent to limit the
[Lanham] Act’s application to profit making activity.” Because Congress’s authority
under the Commerce Clause extends to activity that “substantially affects” interstate
commerce, the Lanham Act’s definition of “commerce” is concomitantly broad in scope:
“all commerce which may lawfully be regulated by Congress.” Nevertheless, the use of
a mark in commerce also must be sufficient to establish ownership rights for a plaintiff
to recover against subsequent users under section 43(a). The court in Mendes set forth a
two part test to determine whether a party has established “prior use” of a mark sufficient
to establish ownership:

[E]vidence showing, first, adoption, and, second, use in a way sufficiently
public to identify or distinguish the marked goods in an appropriate
segment of the public mind as those of the adopter of the mark, is
competent to establish ownership, even without evidence of actual sales.

Under the “totality of circumstances” analysis, a party may establish “use in
commerce” even in the absence of sales. Similarly, not every transport of a good is
sufficient to establish ownership rights in a mark. To warrant protection, use of a mark
“need not have gained wide public recognition,” but “[s]ecret, undisclosed internal
shipments are generally inadequate.” In general, uses that are de minimis may not
establish trademark ownership rights.

We find that, under these principles, Darrah’s activities under the “Coolmail” mark
constitute a “use in commerce” sufficiently public to create ownership rights in the mark.
First, the distribution was widespread, and there is evidence that members of the targeted
public actually associated the mark Coolmail with the Software to which it was affixed.
Darrah made the software available not merely to a discrete or select group (such as
friends and acquaintances, or at a trade show with limited attendance), but to numerous
end-users via the Internet. Third, the mark served to identify the source of the Software.
The “Coolmail” mark appeared in the subject field and in the text of the announcement
accompanying each release of the Software, thereby distinguishing the Software from
other programs that might perform similar functions available on the Internet or sold in
software compilations. The announcements also apparently indicated that Darrah was the
“Author/Maintainer of Coolmail” and included his e-mail address. The user manual also
indicated that the Software was named “Coolmail.”

[S]oftware is commonly distributed without charge under a GNU General Public
License. The sufficiency of use should be determined according to the customary
practices of a particular industry. . . . That the Software had been distributed pursuant to
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a GNU General Public License does not defeat trademark ownership, nor does this in
any way compel a finding that Darrah abandoned his rights in trademark. Appellants
misconstrue the function of a GNU General Public License. Software distributed
pursuant to such a license is not necessarily ceded to the public domain and the licensor
purports to retain ownership rights, which may or may not include rights to a mark.

Appellants also rely on DeCosta v. Columbia Broad. Sys. (1st Cir. 1975), to argue that
Darrah is an eleemosynary individual and therefore unworthy of protection under unfair
competition laws. The DeCosta court did not hold that the absence of a profit-oriented en-
terprise renders one an eleemosynary individual, nor did it hold that such individuals cate-
gorically are denied protection. Rather, the DeCosta court expressed “misgivings” of
extending common law unfair competition protection, clearly available to eleemosynary
organizations, to eleemosynary individuals. The court’s reluctance to extend protection to
eleemosynary individuals was based on an apparent difficulty in establishing a line of de-
marcation between those eleemosynary individuals engaged in commerce and those that are
not. But as the sufficiency of use to establish trademark ownership is inherently fact-driven,
the court need not have based its decision on such a consideration. Common law unfair
competition protection extends to non-profit organizations because they nonetheless engage
in competition with other organizations. See Girls Clubs of Am., Inc. v. Boys Clubs of Am.,
Inc. (2d Cir. 1988). Thus, an eleemosynary individual that uses a mark in connection with a
good or service may nonetheless acquire ownership rights in the mark if there is sufficient
evidence of competitive activity.

Here, Darrah’s activities bear elements of competition, notwithstanding his lack of
an immediate profit-motive. By developing and distributing software under a particular
mark, and taking steps to avoid ceding the Software to the public domain, Darrah made
efforts to retain ownership rights in his Software and to ensure that his Software would be
distinguishable from other developers who may have distributed similar or related Soft-
ware. Competitive activity need not be fueled solely by a desire for direct monetary gain.
Darrah derived value from the distribution because he was able to improve his Software
based on suggestions sent by end-users. Just as any other consumers, these end-users dis-
criminate among and share information on available software. It is logical that as the Soft-
ware improved, more end-users used his Software, thereby increasing Darrah’s recogni-
tion in his profession and the likelihood that the Software would be improved even further.

In light of the foregoing, the use of the mark in connection with the Software
constitutes significant and substantial public exposure of a mark sufficient to have
created an association in the mind of public.

Questions:

1.) Many of the virtual “goods” you receive online—apps, email programs, downloaded
browsers—are distributed without charge. Of that group, a subset is not even “advertising
supported,” they are simply distributed for the use of others. Some of them are also “free”
in the larger GPL sense that users are permitted to modify and redistribute them. How
does Planetary Motion apply the requirement of use in commerce to such activities? Do
you agree?

2.) Much of the court’s analysis focuses on whether a widespread association in the mind
of the public is created. Why? Does this collapse the “use in commerce” requirement into
the “use as a mark” requirement, the requirement of cognitive association between the
good and the mark?
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3.) What are the benefits of describing “use in commerce” so broadly? What are the
potential harms? Does your listing of the potential harms depend on whether the same
definition of “use in commerce” is used in both establishing and infringing a trademark?

4.) One of the arguments used against Darrah was that he was an individual engaged in
eleemosynary (or charitable) activity, and therefore that his use was not a use in com-
merce. The court noted that charitable or non-profit organizations were routinely granted
trademarks—presumably on the ground that this constituted “commerce” that Congress
could regulate. But it also felt that non-profit individuals could still acquire marks if there
were suitable evidence of competitive activity. Why should we care about “competitive
activity” when it comes to granting charitable or non-profit organizations or individuals
trademark rights? Because of Justice Pitney’s vision of unfair competition—the danger
that others will benefit from your labor in doing good, perhaps being able to raise funds
for their charity because of goodwill you have generated? Because it means that trade-
marks are still fulfilling a function of efficiently communicating with the consumer—or
in this case the donor? If | want to give to the Red Cross or Amnesty International or
Occupy Wall St, does it help me that those organizations can get trademarks?

Notes: Use-based and Intent-To-Use Applications

The requirement that a trademark be used in commerce applies to both common
law marks and federally registered marks. Use-based applications for federally registered
marks must indicate the date of first use in commerce and include a specimen showing
that the mark is actively being used on all of the goods and services listed in the
application. For those seeking federal registration, the requirement of use in commerce
before the mark could be registered led in practice to applicants trying through “token”
or “pretextual” uses to establish that the mark had been used in commerce. Courts
rejected some of these and allowed others.

Since 1988, however, the story has changed. Congress amended § 1051 of the
Lanham Act to allow “intent to use” applications. (Foreign applicants have a third
option—international agreements allow them to file based on an active registration or
application in another country.) Parties who are not yet using a mark can file based on
intent-to-use, meaning that (in the words of the PTO) “you have more than just an idea
but are less than market ready (for example, having a business plan, creating samples
products, or performing other initial business activities).” A successful use-based
application results in registration. A successful intent-to-use application results in a
“Notice of Allowance” that gives the applicant six months to verify in a “Statement of
Use” that she has begun using the mark in commerce. If six months is not enough time,
the applicant can file for a series of six-month extensions; the maximum extension period
is three years from the Notice of Allowance. After the first six month period, “good
cause” statements must be filed showing the reasons for requiring the extension.

Until the 1988 amendments to section 1051, domestic applicants were at a disadvan-
tage vis a vis foreign applicants who could effectively jump in line ahead of domestic
applicants because international agreements allowed them to file U.S. applications
claiming earlier filing dates from countries with less stringent requirements. This gave the
foreign applications “priority” as against the domestic applicants. Recognizing
applications based on a bona fide intent-to-use helped to level the playing field.

“Priority” is an important concept in trademark law. A mark cannot be registered
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if it is confusingly similar to a mark that has priority because it is already registered or
the subject of a prior application. (If a mark is confusingly similar to an unregistered
mark, then it can still obtain a federal registration, but exclusive rights will not extend to
the geographical area where the senior common law mark is being used.) As between
two applications for confusingly similar marks, the filing date—the date that the PTO
receives either the electronic or paper application—establishes priority. The second
application is suspended until the first is either registered or abandoned. However, if the
second applicant actually has stronger rights—for example, by using the mark for a much
longer time—she can bring an opposition proceeding during the registration process and,
if successful, prevent the mark from being registered.

After a trademark application is submitted, a PTO examiner determines whether it
satisfies the eligibility requirements summarized above and publishes it in the “Official
Gazette.” There is then a 30-day period for anyone who feels they would be damaged by
registration of the mark to oppose it. Opposition proceedings are held before the
Trademark Trail and Appeal Board (TTAB). The TTAB also handles appeals from the
PTO’s denials of registration. Appeals from the TTAB can go to the Federal Circuit (for a
direct appeal) or to a federal district court (for a de novo review).

After registration, trademark rights last for as long as a mark is in use, as long as
the trademark owner submits the required recurring paperwork and fees. Trademark
maintenance documentation is first due between 5 and 6 years after registration, and then
every 10 years after registration.

Notes: International Trademark Protection

Though trademark law is territorial, both in terms of registration and enforcement,
there are a number of international agreements that harmonize international trademark
laws in order to facilitate more global protection. One of the main instruments is the Paris
Convention for the Protection of Industrial Property or “Paris Convention” (1883). It
currently has 175 signatories, including the United States. It provides for “national
treatment,” meaning that signatories must offer the same application process and post-
registration rights to trademark owners from other contracting parties as they give to their
nationals. In addition, signatories must refuse to grant national registrations to marks that
are confusingly similar to well-known international marks. This keeps the door open for
the global expansion of famous brands. Finally, an applicant can claim the filing date in
one Paris Convention country as the priority date in all participating countries as long as
the other filings occur within six months. (This is the provision that inspired the U.S. to
allow intent-to-use applications.)

The Trade Related Aspects of Intellectual Property Agreement or “TRIPS Agree-
ment” (1994) is another important international agreement that—Ilike the Paris Conven-
tion—provides for national treatment and priority filing dates. In addition, it establishes
minimum standards of protection, such as protection for geographic indications.

The Protocol Relating to the Madrid Agreement Concerning the International
Registration of Marks or “Madrid Protocol” (1989) supplements the Madrid Agreement
for the International Registration of Trademarks or “Madrid Agreement” (1891), and
provides a mechanism for filing a single international application after securing a
registration in a participating country. This saves trademark owners from filing different
applications in every additional country where they seek protection. The Madrid Protocol
only streamlines filing, not protection; each contracting party designated in the
application can determine whether to grant protection. The U.S. did not join the Madrid
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Agreement until 2003 because, before the Madrid Protocol, our laws set a higher bar for
trademark registration than many other countries, and the single international application
disfavored U.S. trademark owners by giving foreign applicants a shortcut into the U.S.
registration process.

Use in commerce was only the first requirement for trademark protection (both for
registration and for common law protection). The second is use as a mark, a concept that
requires us to analyze both whether the mark is actually being used by the producer to
identify itself as the source of a product, and whether it is distinctive enough to do so.

Use as a Mark: Source Identification Function
a.) Actions of the Source

MicroStrategy Inc. v. Motorola, Inc.
245 F.3d 335 (4th Cir. 2001)

[1¢]]

DIANA GRIBBON MOTZ, Circuit Judge.

... In June 2000, Motorola held a business summit of its marketing officers to
determine how to market more effectively its services and products on a worldwide basis.
The company decided to develop a new brand, which would cut across its various
business interests, to establish a more cohesive corporate identity. In early July, Motorola
contacted three advertising agencies, inviting each to compete in creating this new brand.
The company met with all three agencies during the week of August 7, 2000. One agency,
Ogilvey & Mather, suggested the use of “Intelligence Everywhere” as a trademark and
global brand for Motorola products. Ogilvey & Mather also represented that its attorneys
had conducted a trademark search for “Intelligence Everywhere,” which revealed no
conflicting use of the phrase as a trademark.

Motorola selected Ogilvey & Mather as its agency and began its normal
procedures for clearing “Intelligence Everywhere” as a trademark. In-house trademark
counsel for Motorola performed and commissioned various trademark searches for
“Intelligence Everywhere” and turned up no conflicting trademark uses of the phrase.
On October 5, 2000, in-house counsel informed Motorola management that no
conflicting marks had been found and that the phrase was available for use as a mark in
the United States and throughout the world. However, in-house counsel also informed
Motorola management that a Canadian company, Cel Corporation, had registered the
domain name “intelligenceeverywhere.com” and further investigation revealed that Cel
might be using the name as a trademark on some products. A month later, Motorola
obtained Cel’s rights to “Intelligence Everywhere.”

On October 19, 2000, Motorola filed an intent-to-use application with the United
States Patent and Trademark Office for the registration of the trademark “Intelligence
Everywhere,” indicating its intent to use this mark on a vast array of its products and
services. On December 10, 2000, Motorola registered the domain name
“intelligenceeverywhere.com” with Network Solutions, Inc. in Herndon, Virginia.

On January 8, 2001, MicroStrategy, a producer of communication software,
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notified Motorola that MicroStrategy had been using “Intelligence Everywhere” as a
trademark since “at least as early as 1998.” MicroStrategy further stated that the mark
had obtained common law protection, and that Motorola’s intended use of the mark
would constitute unlawful infringement. Motorola responded by expressing its belief that
its use of the mark would not violate state or federal law and its intent to continue using
the mark. MicroStrategy then submitted its own application to the United States Patent
and Trademark Office seeking to register the trademark, “Intelligence Everywhere.”

On February 13, 2001, MicroStrategy filed this action in the United States District
Court for the Eastern District of Virginia, raising claims of trademark infringement,
trademark dilution, and cybersquatting. MicroStrategy moved the court for a preliminary
injunction to prevent Motorola’s intended use of the mark. Such an injunction would
have prevented Motorola from launching its planned global advertising campaign around
the “Intelligence Everywhere” mark, otherwise scheduled to begin the week of March
19, 2001. On February 23, 2001, the district court heard oral argument and denied the
motion for a preliminary injunction.

... MicroStrategy then moved this court for expedited consideration of that appeal.
We granted the request and, after receiving briefs from the parties, heard oral argument
on the matter on March 15, 2001. Immediately following argument, we issued a written
order, which affirmed the district court’s judgment denying the injunction. We explain
here our reasons for that order.

... We turn to the question of whether MicroStrategy has demonstrated substantial
likelihood of success on the merits in its trademark infringement claim. For a plaintiff to
prevail on a claim of trademark infringement, the plaintiff must first and most
fundamentally prove that it has a valid and protectable mark. The district court held that
MicroStrategy had failed to show a likelihood of success on this critical, initial burden.
The court reasoned that although the record demonstrated that MicroStrategy had
registered approximately 50 marks, it failed to register “Intelligence Everywhere” as a
mark and, therefore, did not qualify for protection under 15 U.S.C. § 1114(1). . . . With
respect to MicroStrategy’s claim under the common law of Virginia, the court concluded
that “a careful review” of the record did “not reveal” that MicroStrategy used the term
“Intelligence Everywhere” to “identif[y] MicroStrategy as a source of goods or services.”

Of course, as MicroStrategy points out, a mark need not be registered to garner
federal trademark protection. Rather, “it is common ground that § 43(a) of the Lanham
Act, 15 U.S.C. § 1125 protects qualifying unregistered trademarks.” Two Pesos, Inc. v.
Taco Cabana, Inc., (1992). But § 43(a) of the Lanham Act, like Virginia common law,
does require that in order to obtain trademark protection *“a designation must be proven
to perform the job of identification: to identify one source and distinguish it from other
sources.” “Not every single word [or] phrase . that appears on a label or in an
advertisement qualifies as a protectable mark.” See id. If a purported mark fails to
identify its source, it is not protectable-under state or federal law. See also 15 U.S.C.
§ 1127 (1994) (““trademark’ includes any word, name, symbol, or device, or any
combination thereof . . . used by a person . . . to identify and distinguish his or her
goods”). As the Sixth Circuit recently put it, “a plaintiff must show that it has actually
used the designation at issue as a trademark; thus the designation or phrase must be used
to ‘perform[]’ the trademark function of identifying the source of the merchandise to the
customers.” Rock and Roll Hall of Fame v. Gentile Prods. (6th Cir. 1998).

After careful examination of the 252 pages of MicroStrategy documents that the
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company has submitted in support of its motion for preliminary injunction, we agree with
the district court: MicroStrategy has failed to demonstrate that it has likely used
“Intelligence Everywhere” to identify MicroStrategy as the source of its goods or services.

MicroStrategy has offered 24 documents (not including duplicates of press releases),
dating from March 1999 through early 2001, in which it has used the term “Intelligence
Everywhere.” These include two annual reports, several press releases, brochures, sales
presentations, a product manual, a business card, and newspaper articles. Although most
of these documents contain several pages of densely printed material and some are quite
lengthy, typically each refers only once to “Intelligence Everywhere,” and that reference
follows no particular design or sequence, i.e., sometimes it’s on the cover, sometimes not,
most often “Intelligence Everywhere” appears in the midst of text. Use of a trademark to
identify goods and services and distinguish them from those of others “does not
contemplate that the public will be required or expected to browse through a group of
words, or scan an entire page in order to decide that a particular word, separated from its
context, may or may not be intended, or may or may not serve to identify the product.” Yet
that is precisely the sort of examination one is forced to employ even to find the term
“Intelligence Everywhere” in many of MicroStrategy’s materials.

Moreover, MicroStrategy has not used any “constant pattern” or design to highlight
“Intelligence Everywhere.” A trademark need not be “particularly large in size or . appear
in any particular position on the goods, but it must be used in such a manner that its nature
and function are readily apparent and recognizable without extended analysis or research
and certainly without legal opinion.” Unlike certain MicroStrategy trademarks, e.g.,
“Intelligent E-Business,” MicroStrategy has not consistently placed “Intelligence
Everywhere” on a particular part of the page, or in a particular type, or labeled it with
“TM,” or consistently used a distinctive font, color, typeset or any other method that makes
“its nature and function readily apparent and recognizable without extended analysis.”. . .

On its business card and elsewhere, MicroStrategy characterizes “Intelligence
Everywhere” as the company “mission,” “vision,” “effort,” “motto,” or “dream,” Al-
though in the proper context, a mission statement, like a slogan, can serve as a trademark,
a company mission statement or slogan is certainly not by definition a trademark. Rather,
mission statements, like “[s]logans often appear in such a context that they do not identify
and distinguish the source of goods or services. In such cases, they are neither protectable
nor registrable as trademarks.” So it is here. MicroStrategy has not demonstrated that it
has used the mission statement to identify and distinguish the source of its products or
services. If anything, the phrase has been used to advertise MicroStrategy’s goods,
without identifying the source of those goods. Unless used in a context whereby they
take on a dual function, advertisements are not trademarks.

Although MicroStrategy makes only the general argument noted in text with respect
to irreparable harm, Motorola has offered evidence detailing the particulars of the harm it
would suffer if a preliminary injunction was granted. For example, Motorola has submitted
affidavits explaining that it has previewed the “Intelligence Everywhere” mark to its “key
customers,” and has told those customers that the mark would be the basis of a “joint co-
marketing and advertising campaign with Motorola,” to be launched the week of March
19, 2001 to coincide with three international technology trade shows. An injunction would
assertedly cause Motorola incalculable harm to its “reputation and good will within the
industry” and “negatively impact key business ventures.” Motorola has submitted evidence
as to print and television advertisements, new packaging, and website redesign-all
featuring the “Intelligence Everywhere” mark-that it has developed for the same mid-
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March campaign to accompany the three trade shows. The company has also outlined its
financial investment in developing the “Intelligence Everywhere” mark, which as of
February 20, 2001 totaled more than $24 million. Undoubtedly, Motorola incurred some
of these expenses after it received notification of MicroStrategy’s claim in January 2001,
but not even MicroStrategy contends that Motorola had not spent substantial sums on its
global campaign prior to any notice from MicroStrategy. Moreover, the record clearly
demonstrates that, after conducting an extensive trademark search and carefully evaluating
MicroStrategy’s claims, Motorola believed that MicroStrategy had no valid claim to the
“Intelligence Everywhere” mark. It seems entirely reasonable for Motorola, considering its
significant sunk costs, to continue preparations for its campaign in face of what it viewed
as a meritless claim. The dissent’s contrary contention, that Motorola acted in bad faith,
assumes that MicroStrategy’s claim to the mark was not only valid, but clearly valid; to
adopt this view is to have already adjudicated MicroStrategy’s ownership of the mark in
its favor. Not only is this an inappropriate starting place, but, as we explain above, an
insupportable conclusion. Of course, we make no “contention that ‘bad faith’ infringement
can only be proved” when a mark is “clearly valid,” post at n.3; rather, we merely suggest
that the dissent’s contention-that Motorola has acted in bad faith and the balance of harm
weighs in MicroStrategy’s favor-is based on the insupportable view, given the record at
this preliminary stage, that MicroStrategy has proved its asserted mark clearly valid. . . .
For these reasons, MicroStrategy has at this juncture utterly failed to provide a
basis for a court to find the probability of its trademark usage, let alone trademark
infringement by Motorola. Rather, MicroStrategy has presented a record of limited,
sporadic, and inconsistent use of the phrase “Intelligence Everywhere.” Obviously, this
does not constitute “a clear and strong case” of likelihood of success on the merits. Of
course, MicroStrategy may yet prevail on its infringement claim at trial. But the company
has not demonstrated that this is likely, let alone that the district court abused its
discretion in refusing to grant the requested preliminary injunction. The judgment of the
district court is therefore
AFFIRMED.

NIEMEYER Circuit Judge, dissenting.

... [W]hile MicroStrategy has not consistently used the mark in all of its corporate
documents, the record certainly does reflect that MicroStrategy has used the mark
consistently as a trademark with respect to its “Broadcaster” software. On the cover of
the software user’s manual, which is distributed with the software, the mark is set out in
prominent, highlighted text. Moreover, every MicroStrategy business card features the
mark, set off with quotation marks, in initial capital letters, with the TM signal next to it.
Either of these consistent uses alone could be enough to establish the adoption of
“Intelligence Everywhere” as a mark, and together, they provide MicroStrategy with con-
siderable evidence to present at trial on the first element of its infringement claim.

If it is able to establish this element, MicroStrategy is almost certain to prevail on
the other elements of its infringement claim. Despite the district court’s contrary
conclusion, it cannot seriously be contended that MicroStrategy’s use of “Intelligence
Everywhere” is descriptive rather than suggestive. The phrase does not impart
information about MicroStrategy or its products directly-the hallmark of a descriptive
mark-but instead “requires some operation of the imagination to connect” the meaning
of the phrase to MicroStrategy and its products, the very definition of a suggestive mark.
A potential customer faced solely with the slogan would be unable to describe precisely
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what product or services were offered by MicroStrategy, unlike in the cases of marks
held to be descriptive, e.g., “After Tan post-tanning lotion, 5 Minute glue, King Size
men’s clothing, and the Yellow Pages telephone directory.”

That the district judge and two members of this court have been impressed by the
amount spent on a trademark by a potential infringer, a theoretically irrelevant factor,
would seem to indicate that companies wishing to escape infringement liability will best
be served by heeding the advice of Martin Luther, that if you sin, “sin boldly” (pecca
fortiter). Letter from Luther to Melanchthon (1521), in Epistolae (1556). The majority’s
suggestion, albeit ambiguous, that “bad faith” infringement can only be proved in a case
where a claim to a mark is “not only valid, but clearly valid,” is simply an inaccurate
statement of what is required to recover profits, actual damages, and attorney fees under
15 U.S.C. § 1117(a).

Because the district court applied the controlling legal standards improperly and,
in addition, considered irrelevant factors in determining the relative harms to the parties,
I would reverse its ruling and remand for entry of a preliminary injunction pending trial.
I would also direct the district court to conduct that trial expeditiously so as to minimize
any harm that might be caused by further delay. For these reasons, | respectfully dissent.

Questions:

1) Why does the majority mention that Motorola hired Ogilvy & Mather, which
conducted a trademark search, and that it purchased the rights to “Intelligence Every-
where” and “intelligenceeverywhere.com” from the Cel Corporation? Is the court merely
seeking to show that Motorola acted in good faith or is it implicitly referring back to one
of the functions of the trademark system?

2.) Of what relevance are the amounts of money Motorola had spent on its upcoming ad
campaign? Are you persuaded by the dissent’s nicely snarky invocation of Martin
Luther—claiming that the majority is effectively telling those who might use the marks
of others, “if you sin, sin boldly”?

Use as a Mark: Source Identification Function
b.) Nature of the Mark: Distinctiveness

Abercrombie & Fitch Co. v. Hunting World, Inc.
537 F.2d 4 (2d Cir. 1976)

[1¢]]

FRIENDLY, Circuit Judge.

This action in the District Court for the Southern District of New York by
Abercrombie & Fitch Company (A&F), owner of well-known stores at Madison Avenue
and 45th Street in New York City and seven places in other states,[1] against Hunting
World, Incorporated (HW), operator of a competing store on East 53rd Street, is for
infringement of some of A&F’s registered trademarks using the word “Safari’. It has had a
long and, for A&F, an unhappy history. On this appeal from a judgment which not only
dismissed the complaint but canceled all of A&F’s *Safari’ registrations, including several
that were not in suit, we relieve A&F of some of its unhappiness but not of all.
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The complaint, filed in January, 1970, after describing the general nature of A&F’s
business, reflecting its motto “The Greatest Sporting Goods Store in the World,” alleged
as follows: For many years A&F has used the mark ‘Safari’ on articles “exclusively
offered and sold by it.” Since 1936 it has used the mark on a variety of men’s and
women’s outer garments. Its United States trademark registrations include:

Trademark Number Issued Goods

Safari 358,781 7126/38 Men’s and Women'’s outer
garments, including hats.

Safari Mills? 125,531 5/20/19 Cotton Piece goods.

Safari 652,098  9/24/57 Men’s and Women’s outer
garments, including shoes.

Safari 703,279 8/23/60 Woven cloth, sporting goods,
apparel, etc.

A&F has spent large sums of money in advertising and promoting products
identified with its mark ‘Safari’ and in policing its right in the mark, including the
successful conduct of trademark infringement suits. HW, the complaint continued, has
engaged in the retail marketing of sporting apparel including hats and shoes, some
identified by use of ‘Safari’ alone or by expressions such as ‘Minisafari’ and *Safariland’.
Continuation of HW’s acts would confuse and deceive the public and impair “the distinct
and unique quality of the plaintiff’s trademark.” A&F sought an injunction against
infringement and an accounting for damages and profits.

HW filed an answer and counterclaim. This alleged, inter alia, that “the word
‘safari’ is an ordinary, common, descriptive, geographic, and generic word” which “is
commonly used and understood by the public to mean and refer to a journey or
expedition, especially for hunting or exploring in East Africa, and to the hunters, guides,
men, animals, and equipment forming such an expedition” and is not subject to exclusive
appropriation as a trademark. HW sought cancellation of all of A&F’s registrations using
the word “Safari’ on the ground that A&F had fraudulently failed to disclose the true
nature of the term to the Patent Office.

* * %

It will be useful at the outset to restate some basic principles of trademark law,
which, although they should be familiar, tend to become lost in a welter of adjectives.

The cases, and in some instances the Lanham Act, identify four different categories
of terms with respect to trademark protection. Arrayed in an ascending order which
roughly reflects their eligibility to trademark status and the degree of protection
accorded, these classes are (1) generic, (2) descriptive, (3) suggestive, and (4) arbitrary
or fanciful. The lines of demarcation, however, are not always bright. Moreover, the
difficulties are compounded because a term that is in one category for a particular product
may be in quite a different one for another, because a term may shift from one category
to another in light of differences in usage through time, because a term may have one
meaning to one group of users and a different one to others, and because the same term
may be put to different uses with respect to a single product. In various ways, all of these
complications are involved in the instant case.
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A generic term is one that refers, or has come to be understood as referring, to the
genus of which the particular product is a species. At common law neither those terms
which were generic nor those which were merely descriptive could become valid
trademarks[.] . . . While, as we shall see, the Lanham Act makes an important exception
with respect to those merely descriptive terms which have acquired secondary meaning,
it offers no such exception for generic marks. The Act provides for the cancellation of a
registered mark if at any time it “becomes the common descriptive name of an article or
substance,” § 14(c). This means that even proof of secondary meaning, by virtue of which
some “merely descriptive” marks may be registered, cannot transform a generic term
into a subject for trademark. [N]Jo matter how much money and effort the user of a
generic term has poured into promoting the sale of its merchandise and what success it
has achieved in securing public identification, it cannot deprive competing
manufacturers of the product of the right to call an article by its name. We have recently
had occasion to apply this doctrine of the impossibility of achieving trademark protection
for a generic term. The pervasiveness of the principle is illustrated by a series of well
known cases holding that when a suggestive or fanciful term has become generic as a
result of a manufacturer’s own advertising efforts, trademark protection will be denied
save for those markets where the term still has not become generic and a secondary
meaning has been shown to continue. A term may thus be generic in one market and
descriptive or suggestive or fanciful in another.

The term which is descriptive but not generic stands on a better basis. Although
§ 1052, forbids the registration of a mark which, when applied to the goods of the
applicant, is “merely descriptive,” § 2(f) removes a considerable part of the sting by
providing that “except as expressly excluded in paragraphs (a)—(d) of this section,
nothing in this chapter shall prevent the registration of a mark used by the applicant
which has become distinctive of the applicant’s goods in commerce” and that the
Commissioner may accept, as prima facie evidence that the mark has become distinctive,
proof of substantially exclusive and continuous use of the mark applied to the applicant’s
goods for five years preceding the application.” As indicated in the cases cited in the
discussion of the unregistrability of generic terms, “common descriptive name,” refers
to generic terms applied to products and not to terms that are “merely descriptive.” In the
former case any claim to an exclusive right must be denied since this in effect would
confer a monopoly not only of the mark but of the product by rendering a competitor
unable effectively to name what it was endeavoring to sell. In the latter case the law
strikes the balance, with respect to registration, between the hardships to a competitor in
hampering the use of an appropriate word and those to the owner who, having invested
money and energy to endow a word with the good will adhering to his enterprise, would
be deprived of the fruits of his efforts.

The category of “suggestive” marks was spawned by the felt need to accord
protection to marks that were neither exactly descriptive on the one hand nor truly
fanciful on the other. Having created the category the courts have had great difficulty in
defining it. Judge Learned Hand made the not very helpful statement:

“It is quite impossible to get any rule out of the cases beyond this: That the

validity of the mark ends where suggestion ends and description begins.”
Another court has observed, somewhat more usefully, that:

“Aterm is suggestive if it requires imagination, thought and perception

to reach a conclusion as to the nature of goods. A term is descriptive if

it forthwith conveys an immediate idea of the ingredients, qualities or

characteristics of the goods.”
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Also useful is the approach taken by this court in Aluminum Fabricating Co. of Pitts-
burgh v. Season-All Window Corp., that the reason for restricting the protection accorded
descriptive terms, namely the undesirability of preventing an entrant from using a
descriptive term for his product, is much less forceful when the trademark is a suggestive
word since, as Judge Lumbard wrote:

“The English language has a wealth of synonyms and related words with

which to describe the qualities which manufacturers may wish to claim

for their products and the ingenuity of the public relations profession

supplies new words and slogans as they are needed.”

If a term is suggestive, it is entitled to registration without proof of secondary mean-
ing. Moreover, as held in the Season-All case, the decision of the Patent Office to register a
mark without requiring proof of secondary meaning affords a rebuttable presumption that
the mark is suggestive or arbitrary or fanciful rather than merely descriptive.

It need hardly be added that fanciful or arbitrary terms enjoy all the rights accorded
to suggestive terms as marks—without the need of debating whether the term is “merely
descriptive” and with ease of establishing infringement.

In the light of these principles we must proceed to a decision of this case.

We turn first to an analysis of A&F’s trademarks to determine the scope of
protection to which they are entitled. We have reached the following conclusions: (1)
applied to specific types of clothing ‘safari’ has become a generic term and ‘minisafari’
may be used for a smaller brim hat; (2) “safari’ has not, however, become a generic term
for boots or shoes; it is either “suggestive” or “merely descriptive” and is a valid
trademark even if “merely descriptive” since it has become incontestable under the
Lanham Act; but (3) in light of the justified finding below that ‘Camel Safari,” ‘Hippo
Safari’ and ‘Safari Chukka’ were devoted by HW to a purely descriptive use on its boots,
HW has a defense against a charge of infringement with respect to these on the basis of
“fair use.” We now discuss how we have reached these conclusions.

It is common ground that A&F could not apply “Safari’ as a trademark for an
expedition into the African wilderness. This would be a clear example of the use of
‘Safari’ as a generic term. What is perhaps less obvious is that a word may have more
than one generic use. The word “Safari’ has become part of a family of generic terms
which, although deriving no doubt from the original use of the word and reminiscent of
its milieu, have come to be understood not as having to do with hunting in Africa, but as
terms within the language referring to contemporary American fashion apparel. These
terms name the components of the safari outfit well-known to the clothing industry and
its customers: the *Safari hat’, a broad flat-brimmed hat with a single, large band; the
‘Safari jacket’, a belted bush jacket with patch pockets and a buttoned shoulder loop;
when the jacket is accompanied by pants, the combination is called the ‘Safari suit’.
Typically these items are khaki-colored.

This outfit, and its components, were doubtless what Judge Ryan had in mind when
he found that “the word “safari’ in connection with wearing apparel is widely used by the
general public and people in the trade.” The record abundantly supports the conclusion
that many stores have advertised these items despite A&F’s attempts to police its mark.
In contrast, a search of the voluminous exhibits fails to disclose a single example of the
use of “‘Safari’, by anyone other than A&F and HW, on merchandise for which A&F has
registered ‘Safari’ except for the safari outfit and its components as described above.
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What has been thus far established suffices to support the dismissal of the complaint
with respect to many of the uses of “Safari’ by HW. Describing a publication as a “Safariland
Newsletter”, containing bulletins as to safari activity in Africa, was clearly a generic use
which is nonenjoinable, see CES Publishing Co. v. St. Regis Publications, Inc., supra. A&F
also was not entitled to an injunction against HW’s use of the word in advertising goods of
the kind included in the safari outfit as described above. And if HW may advertise a hat of
the kind worn on safaris as a safari hat, it may also advertise a similar hat with a smaller brim
as a minisafari. Although the issue may be somewhat closer, the principle against giving
trademark protection to a generic term also sustains the denial of an injunction against HW’s
use of “Safariland” as a name of a portion of its store devoted at least in part to the sale of
clothing as to which the term *Safari’ has become generic.

A&F stands on stronger ground with respect to HW’s use of ‘Camel Safari’, ‘Hippo
Safari’ and Chukka ‘Safari’ as names for boots imported from Africa. As already
indicated, there is no evidence that ‘Safari’ has become a generic term for boots. Since, as
will appear, A&F’s registration of ‘Safari’ for use on its shoes has become incontestable,
it is immaterial (save for HW’s contention of fraud which is later rejected) whether A&F’s
use of “Safari’ for boots was suggestive or “merely descriptive.”

HW contends, however, that even if ‘Safari’ is a valid trademark for boots, it is
entitled to the defense of “fair use” within § 33(b)(4) of the Lanham Act, 15 U.S.C.
8 1115(b)(4). That section offers such a defense even as against marks that have become
incontestable when the term charged to be an infringement is not used as a trademark
“and is used fairly and in good faith only to describe to users the goods and services of
such party, or their geographic origin.”

Here, Lee Expeditions, Ltd., the parent company of HW, has been primarily
engaged in arranging safaris to Africa since 1959; Robert Lee, the president of both
companies, is the author of a book published in 1959 entitled “Safari Today—The Modern
Safari Handbook” and has, since 1961, booked persons on safaris as well as purchased
safari clothing in Africa for resale in America. These facts suffice to establish, absent a
contrary showing, that defendant’s use of ‘Safari’ with respect to boots was made in the
context of hunting and traveling expeditions and not as an attempt to garner A&F’s good
will. The district court here found the HW’s use of ‘Camel Safari’, ‘Hippo Safari’, and
‘Safari Chukka’ as names for various boots imported from Africa constituted “a purely
descriptive use to apprise the public of the type of product by referring to its origin and
use.” The court properly followed the course sanctioned by this court in Venetianaire
Corp. of America v. A&P Import Co., by focusing on the “use of words, not on their nature
or meaning in the abstract” (emphasis in original). When a plaintiff has chosen a mark
with some descriptive qualities, he cannot altogether exclude some kinds of competing
uses even when the mark is properly on the register. We do not have here a situation
similar to those in Venetianaire, supra, and Feathercombs, Inc., in both of which we
rejected “fair use” defenses, wherein an assertedly descriptive use was found to have been
in a trademark sense. It is significant that HW did not use ‘Safari’ alone on its shoes, as it
would doubtless have done if confusion had been intended.

We thus hold that the district court was correct in dismissing the complaint.

V.

We find much greater difficulty in the court’s broad invalidation of A&F’s trademark
registrations. Section 37 of the Lanham Act, 15 U.S.C. § 1119, provides authority for the
court to cancel those registrations of any party to an action involving a registered mark.
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The cases cited above, establish that when a term becomes the generic name of the product
to which it is applied, grounds for cancellation exist. . . . [C]ancellation may be decreed at
any time if the registered mark has become “the common descriptive name of an article or
substance,” The whole of Registration No. 358,781 thus was properly canceled. With
respect to Registration No. 703,279 only a part has become generic and cancellation on
that ground should be correspondingly limited.

... The generic term for A&F’s *safari cloth Bermuda shorts’, for example, is ‘Ber-
muda shorts’, not ‘safari’; indeed one would suppose this garment to be almost ideally un-
suited for the forest or the jungle and there is no evidence that it has entered into the family
for which “‘Safari’ has become a generic adjective. The same analysis holds for luggage,
portable grills, and the rest of the suburban paraphernalia, from swimtrunks and raincoats to
belts and scarves, included in these registrations. HW alleged that these registrations were
procured by fraud, a claim which, if successful, would deny incontestability to A&F’s marks,
see § 14(c), 15 U.S.C. § 1064(c). But these allegations seem to have meant no more than that
HW believed the terms to be merely descriptive and hence unregistrable, and that the Patent
Office must have been duped into registering them in the first place without proof of
secondary meaning. However, we regard these terms as suggestive rather than “merely
descriptive.” Moreover, even if they were the latter, assuming that the person filing the
applications made the required allegation that “no other person, firm, corporation, or
association, to the best of his knowledge and belief, has the right to use such mark in
commerce either in the identical form thereof or in such near resemblance thereto as might
be calculated to deceive,” see § 1(a)(1), 15 U.S.C. § 1051(a)(1), there is nothing to show that
such statements were knowingly false when made.

So much of the judgment as dismissed the complaint is affirmed; so much of the
judgment as directed cancellation of the registrations is affirmed in part and reversed in
part, and the cause is remanded for the entry of a new judgment consistent with this
opinion. No costs.

Zatarain’s, Inc. v. Oak Grove Smokehouse, Inc.
698 F.2d 786 (5th Cir. 1983)

[1¢]]

GOLDBERG, Circuit Judge.

This appeal of a trademark dispute presents us with a menu of edible delights
sure to tempt connoisseurs of fish and fowl alike. At issue is the alleged infringement
of two trademarks, “Fish-Fri” and “Chick-Fri,” held by appellant Zatarain’s, Inc.
(“Zatarain’s”). . ..

Throughout this litigation, Zatarain’s has maintained that the term “Fish-Fri” is a
suggestive mark automatically protected from infringing uses by virtue of its registration
in 1962. Oak Grove and Visko’s assert that “fish fry” is a generic term identifying a class
of foodstuffs used to fry fish; alternatively, Oak Grove and Visko’s argue that “fish fry” is
merely descriptive of the characteristics of the product. The district court found that “Fish-
Fri” was a descriptive term identifying a function of the product being sold. Having
reviewed this finding under the appropriate “clearly erroneous” standard, we affirm.

We are mindful that “[t]he concept of descriptiveness must be construed rather
broadly.” Whenever a word or phrase conveys an immediate idea of the qualities,
characteristics, effect, purpose, or ingredients of a product or service, it is classified as
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descriptive and cannot be claimed as an exclusive trademark. Courts and commentators
have formulated a number of tests to be used in classifying a mark as descriptive.

A suitable starting place is the dictionary, for “[t]he dictionary definition of the
word is an appropriate and relevant indication ‘of the ordinary significance and meaning
of words’ to the public.” Webster’s Third New International Dictionary 858 (1966) lists
the following definitions for the term “fish fry”: “1. a picnic at which fish are caught,
fried, and eaten; . . . 2. fried fish.” Thus, the basic dictionary definitions of the term refer
to the preparation and consumption of fried fish. This is at least preliminary evidence
that the term “Fish-Fri” is descriptive of Zatarain’s product in the sense that the words
naturally direct attention to the purpose or function of the product.

The “imagination test” is a second standard used by the courts to identify descriptive
terms. This test seeks to measure the relationship between the actual words of the mark and
the product to which they are applied. If a term “requires imagination, thought and
perception to reach a conclusion as to the nature of goods,” it is considered a suggestive
term. Alternatively, a term is descriptive if standing alone it conveys information as to the
characteristics of the product. In this case, mere observation compels the conclusion that a
product branded “Fish-Fri”” is a prepackaged coating or batter mix applied to fish prior to
cooking. The connection between this merchandise and its identifying terminology is so
close and direct that even a consumer unfamiliar with the product would doubtless have an
idea of its purpose or function. It simply does not require an exercise of the imagination to
deduce that “Fish-Fri” is used to fry fish. Accordingly, the term “Fish-Fri” must be
considered descriptive when examined under the “imagination test.”

Athird test used by courts and commentators to classify descriptive marks is “whether
competitors would be likely to need the terms used in the trademark in describing their
products.” A descriptive term generally relates so closely and directly to a product or service
that other merchants marketing similar goods would find the term useful in identifying their
own goods. Common sense indicates that in this case merchants other than Zatarain’s might
find the term “fish fry” useful in describing their own particular batter mixes. While
Zatarain’s has argued strenuously that Visko’s and Oak Grove could have chosen from
dozens of other possible terms in naming their coating mix, we find this position to be without
merit. As this court has held, the fact that a term is not the only or even the most common
name for a product is not determinative, for there is no legal foundation that a product can be
described in only one fashion There are many edible fish in the sea, and as many ways to
prepare them as there are varieties to be prepared. Even piscatorial gastronomes would agree,
however, that frying is a form of preparation accepted virtually around the world, at
restaurants starred and unstarred. The paucity of synonyms for the words “fish” and “fry”
suggests that a merchant whose batter mix is specially spiced for frying fish is likely to find
“fish fry” a useful term for describing his product.

A final barometer of the descriptiveness of a particular term examines the extent
to which a term actually has been used by others marketing a similar service or product.
This final test is closely related to the question whether competitors are likely to find a
mark useful in describing their products. As noted above, a number of companies other
than Zatarain’s have chosen the word combination “fish fry” to identify their batter
mixes. Arnaud’s product, “Oyster Shrimp and Fish Fry,” has been in competition with
Zatarain’s “Fish-Fri” for some ten to twenty years. When companies from A to Z, from
Arnaud to Zatarain’s, select the same term to describe their similar products, the term in
guestion is most likely a descriptive one.

The correct categorization of a given term is a factual issue; consequently, we
review the district court’s findings under the “clearly erroneous” standard of the district
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court in this case found that Zatarain’s trademark “Fish-Fri” was descriptive of the
function of the product being sold. Having applied the four prevailing tests of
descriptiveness to the term “Fish-Fri,” we are convinced that the district court’s judgment
in this matter is not only not clearly erroneous, but clearly correct.

2. Secondary Meaning

Descriptive terms are not protectable by trademark absent a showing of secondary
meaning in the minds of the consuming public. To prevail in its trademark infringement
action, therefore, Zatarain’s must prove that its mark “Fish-Fri” has acquired a secondary
meaning and thus warrants trademark protection. The district court found that Zatarain’s
evidence established a secondary meaning for the term “Fish-Fri” in the New Orleans
area. We affirm.

The existence of secondary meaning presents a question for the trier of fact, and a
district court’s finding on the issue will not be disturbed unless clearly erroneous. The
burden of proof rests with the party seeking to establish legal protection for the mark—
the plaintiff in an infringement suit. The evidentiary burden necessary to establish
secondary meaning for a descriptive term is substantial.

In assessing a claim of secondary meaning, the major inquiry is the consumer’s
attitude toward the mark. The mark must denote to the consumer “a single thing coming
from a single source,” to support a finding of secondary meaning. Both direct and
circumstantial evidence may be relevant and persuasive on the issue.

Factors such as amount and manner of advertising, volume of sales, and length and
manner of use may serve as circumstantial evidence relevant to the issue of secondary
meaning. While none of these factors alone will prove secondary meaning, in
combination they may establish the necessary link in the minds of consumers between a
product and its source. It must be remembered, however, that “the question is not the
extent of the promotional efforts, but their effectiveness in altering the meaning of [the
term] to the consuming public.”

Since 1950, Zatarain’s and its predecessor have continuously used the term “Fish-
Fri” to identify this particular batter mix. Through the expenditure of over $400,000 for
advertising during the period from 1976 through 1981, Zatarain’s has promoted its name
and its product to the buying public. Sales of twelve-ounce boxes of “Fish-Fri” increased
from 37,265 cases in 1969 to 59,439 cases in 1979. From 1964 through 1979, Zatarain’s
sold a total of 916,385 cases of “Fish-Fri.” The district court considered this circumstantial
evidence of secondary meaning to weigh heavily in Zatarain’s favor.

In addition to these circumstantial factors, Zatarain’s introduced at trial two
surveys conducted by its expert witness, Allen Rosenzweig. In one survey, telephone
interviewers questioned 100 women in the New Orleans area who fry fish or other
seafood three or more times per month. Of the women surveyed, twenty-three percent
specified Zatarain’s “Fish-Fri” as a product they “would buy at the grocery to use as a
coating” or a “product on the market that is especially made for frying fish.” In a similar
survey conducted in person at a New Orleans area mall, twenty-eight of the 100
respondents answered “Zatarain’s ‘Fish-Fri’” to the same questions.

The authorities are in agreement that survey evidence is the most direct and persua-
sive way of establishing secondary meaning. The district court believed that the survey
evidence produced by Zatarain’s, when coupled with the circumstantial evidence of
advertising and usage, tipped the scales in favor of a finding of secondary meaning. Were
we considering the question of secondary meaning de novo, we might reach a different
conclusion than did the district court, for the issue is close. Mindful, however, that there is
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evidence in the record to support the finding below, we cannot say that the district court’s
conclusion was clearly erroneous. Accordingly, the finding of secondary meaning in the
New Orleans area for Zatarain’s descriptive term “Fish-Fri” must be affirmed.

Qualitex Co. v. Jacobson Products Co., Inc.
514 U.S. 159 (1995)

[1¢]1

Justice BREYER delivered the opinion of the Court.

The question in this case is whether the Lanham Trademark Act of 1946 permits
the registration of a trademark that consists, purely and simply, of a color. We conclude
that, sometimes, a color will meet ordinary legal trademark requirements. And, when it
does so, no special legal rule prevents color alone from serving as a trademark.

The case before us grows out of petitioner Qualitex Company’s use (since the 1950°s)
of a special shade of green-gold color on the pads that it makes and sells to dry cleaning
firms for use on dry cleaning presses. In 1989 respondent Jacobson Products (a Qualitex
rival) began to sell its own press pads to dry cleaning firms; and it colored those pads a
similar green-gold. In 1991 Qualitex registered the special green-gold color on press pads
with the Patent and Trademark Office as a trademark. Qualitex subsequently added a trade-
mark infringement count, 15 U.S.C. § 1114(1), to an unfair competition claim, 8 1125(a), in
a lawsuit it had already filed challenging Jacobson’s use of the green-gold color.

Qualitex won the lawsuit in the District Court. . . . But, the Court of Appeals for
the Ninth Circuit set aside the judgment in Qualitex’s favor on the trademark
infringement claim because, in that Circuit’s view, the Lanham Act does not permit
Qualitex, or anyone else, to register “color alone” as a trademark.

The courts of appeals have differed as to whether or not the law recognizes the use
of color alone as a trademark. . . . Therefore, this Court granted certiorari. We now hold
that there is no rule absolutely barring the use of color alone, and we reverse the judgment
of the Ninth Circuit.

The Lanham Act gives a seller or producer the exclusive right to “register” a
trademark, 15 U.S.C. § 1052 (1988 ed. and Supp. V), and to prevent his or her
competitors from using that trademark, § 1114(1). Both the language of the Act and the
basic underlying principles of trademark law would seem to include color within the
universe of things that can qualify as a trademark. The language of the Lanham Act
describes that universe in the broadest of terms. It says that trademarks “includ[e] any
word, name, symbol, or device, or any combination thereof.” § 1127. Since human beings
might use as a “symbol” or “device” almost anything at all that is capable of carrying
meaning, this language, read literally, is not restrictive. The courts and the Patent and
Trademark Office have authorized for use as a mark a particular shape (of a Coca-Cola
bottle), a particular sound (of NBC’s three chimes), and even a particular scent (of
plumeria blossoms on sewing thread). If a shape, a sound, and a fragrance can act as
symbols why, one might ask, can a color not do the same?
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A color is also capable of satisfying the more important part of the statutory defini-

tion of a trademark, which requires that a person “us[e]” or “inten[d] to use” the mark
“to identify and distinguish his or her goods, including a unique product,
from those manufactured or sold by others and to indicate the source of
the goods, even if that source is unknown.” 15 U.S.C. § 1127.

True, a product’s color is unlike “fanciful,” “arbitrary,” or *“suggestive” words or
designs, which almost automatically tell a customer that they refer to a brand. Aber-
crombie & Fitch Co. v. Hunting World, Inc., 537 F.2d 4, 9-10 (2d Cir. 1976) (Friendly,
J.); The imaginary word “Suntost,” or the words “Suntost Marmalade,” on a jar of orange
jam immediately would signal a brand or a product “source”; the jam’s orange color does
not do so. But, over time, customers may come to treat a particular color on a product or
its packaging (say, a color that in context seems unusual, such as pink on a firm’s
insulating material or red on the head of a large industrial bolt) as signifying a brand. And,
if so, that color would have come to identify and distinguish the goods—i.e. “to “indicate”
their “source”—much in the way that descriptive words on a product (say, “Trim” on nail
clippers or “Car-Freshner” on deodorizer) can come to indicate a product’s origin. In this
circumstance, trademark law says that the word (e.g., “Trim”), although not inherently
distinctive, has developed “secondary meaning.” Again, one might ask, if trademark law
permits a descriptive word with secondary meaning to act as a mark, why would it not
permit a color, under similar circumstances, to do the same?

We cannot find in the basic objectives of trademark law any obvious theoretical
objection to the use of color alone as a trademark, where that color has attained “secondary
meaning” and therefore identifies and distinguishes a particular brand (and thus indicates
its “source”). In principle, trademark law, by preventing others from copying a source-
identifying mark, “reduce[s] the customer’s costs of shopping and making purchasing
decisions” for it quickly and easily assures a potential customer that this item—the item
with this mark—is made by the same producer as other similarly marked items that he or
she liked (or disliked) in the past. At the same time, the law helps assure a producer that
it (and not an imitating competitor) will reap the financial, reputation-related rewards
associated with a desirable product. The law thereby “encourage[s] the production of
quality products,” ibid., and simultaneously discourages those who hope to sell inferior
products by capitalizing on a consumer’s inability quickly to evaluate the quality of an
item offered for sale. It is the source-distinguishing ability of a mark—not its ontological
status as color, shape, fragrance, word, or sign—that permits it to serve these basic
purposes. See Landes & Posner, Trademark Law: An Economic Perspective, 30 J. Law &
Econ. 265, 290 (1987). And, for that reason, it is difficult to find, in basic trademark
objectives, a reason to disqualify absolutely the use of a color as a mark.

Neither can we find a principled objection to the use of color as a mark in the
important “functionality” doctrine of trademark law. The functionality doctrine prevents
trademark law, which seeks to promote competition by protecting a firm’s reputation, from
instead inhibiting legitimate competition by allowing a producer to control a useful product
feature. It is the province of patent law, not trademark law, to encourage invention by
granting inventors a monopoly over new product designs or functions for a limited time,
35U.S.C. 88§ 154, 173, after which competitors are free to use the innovation. If a product’s
functional features could be used as trademarks, however, a monopoly over such features
could be obtained without regard to whether they qualify as patents and could be extended
forever (because trademarks may be renewed in perpetuity). See Inwood Laboratories,
Inc., supra, at 863 (White, J., concurring in result) (“A functional characteristic is ‘an
important ingredient in the commercial success of the product,” and, after expiration of a
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patent, it is no more the property of the originator than the product itself”) (citation
omitted). Functionality doctrine therefore would require, to take an imaginary example,
that even if customers have come to identify the special illumination-enhancing shape of a
new patented light bulb with a particular manufacturer, the manufacturer may not use that
shape as a trademark, for doing so, after the patent had expired, would impede competi-
tion—not by protecting the reputation of the original bulb maker, but by frustrating
competitors’ legitimate efforts to produce an equivalent illumination-enhancing bulb
(trademark law cannot be used to extend monopoly over “pillow” shape of shredded wheat
biscuit after the patent for that shape had expired). This Court consequently has explained
that, “[i]n general terms, a product feature is functional,” and cannot serve as a trademark,
“if it is essential to the use or purpose of the article or if it affects the cost or quality of the
article,” that is, if exclusive use of the feature would put competitors at a significant non-
reputation-related disadvantage. Although sometimes color plays an important role
(unrelated to source identification) in making a product more desirable, sometimes it does
not. And, this latter fact—the fact that sometimes color is not essential to a product’s use
or purpose and does not affect cost or quality—indicates that the doctrine of “functionality”
does not create an absolute bar to the use of color alone as a mark.

It would seem, then, that color alone, at least sometimes, can meet the basic legal
requirements for use as a trademark. It can act as a symbol that distinguishes a firm’s
goods and identifies their source, without serving any other significant function. See U.S.
Dept. of Commerce, Patent and Trademark Office, Trademark Manual of Examining
Procedure (approving trademark registration of color alone where it “has become
distinctive of the applicant’s goods in commerce,” provided that “there is [no]
competitive need for colors to remain available in the industry” and the color is not
“functional”). Indeed, the District Court, in this case, entered findings (accepted by the
Ninth Circuit) that show Qualitex’s green-gold press pad color has met these
requirements. The green-gold color acts as a symbol. Having developed secondary
meaning (for customers identified the green-gold color as Qualitex’s), it identifies the
press pads’ source. And, the green-gold color serves no other function. (Although it is
important to use some color on press pads to avoid noticeable stains, the court found “no
competitive need in the press pad industry for the green-gold color, since other colors are
equally usable.” Accordingly, unless there is some special reason that convincingly mili-
tates against the use of color alone as a trademark, trademark law would protect
Qualitex’s use of the green-gold color on its press pads.

Respondent Jacobson Products says that there are four special reasons why the law
should forbid the use of color alone as a trademark. We shall explain, in turn, why we,
ultimately, find them unpersuasive.

First, Jacobson says that, if the law permits the use of color as a trademark, it will
produce uncertainty and unresolvable court disputes about what shades of a color a
competitor may lawfully use. Because lighting (morning sun, twilight mist) will affect
perceptions of protected color, competitors and courts will suffer from “shade confusion”
as they try to decide whether use of a similar color on a similar product does, or does
not, confuse customers and thereby infringe a trademark. Jacobson adds that the “shade
confusion” problem is “more difficult” and “far different from” the “determination of the
similarity of words or symbols.” Brief for Respondent 22.

We do not believe, however, that color, in this respect, is special. Courts
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traditionally decide quite difficult questions about whether two words or phrases or sym-
bols are sufficiently similar, in context, to confuse buyers. They have had to compare,
for example, such words as “Bonamine” and “Dramamine” (motion-sickness remedies);
“Huggies” and “Dougies” (diapers); “Cheracol” and “Syrocol” (cough syrup);
“Cyclone” and “Tornado” (wire fences); and “Mattres” and “1-800—Mattres” (mattress
franchisor telephone numbers). Legal standards exist to guide courts in making such
comparisons. We do not see why courts could not apply those standards to a color, rep-
licating, if necessary, lighting conditions under which a colored product is normally
sold. . . . Indeed, courts already have done so in cases where a trademark consists of a
color plus a design, i.e., a colored symbol such as a gold stripe (around a sewer pipe), a
yellow strand of wire rope, or a “brilliant yellow” band (on ampules

Second, Jacobson argues, as have others, that colors are in limited supply. Jacobson
claims that, if one of many competitors can appropriate a particular color for use as a
trademark, and each competitor then tries to do the same, the supply of colors will soon be
depleted. Put in its strongest form, this argument would concede that “[h]undreds of color
pigments are manufactured and thousands of colors can be obtained by mixing.” But, it
would add that, in the context of a particular product, only some colors are usable. By the
time one discards colors that, say, for reasons of customer appeal, are not usable, and adds
the shades that competitors cannot use lest they risk infringing a similar, registered shade,
then one is left with only a handful of possible colors. And, under these circumstances, to
permit one, or a few, producers to use colors as trademarks will “deplete” the supply of
usable colors to the point where a competitor’s inability to find a suitable color will put
that competitor at a significant disadvantage.

This argument is unpersuasive, however, largely because it relies on an occasional
problem to justify a blanket prohibition. When a color serves as a mark, normally alter-
native colors will likely be available for similar use by others. See, e.g., Owens-Corning,
774 F.2d, at 1121 (pink insulation). Moreover, if that is not so—if a “color depletion” or
“color scarcity” problem does arise—the trademark doctrine of “functionality” normally
would seem available to prevent the anticompetitive consequences that Jacobson’s
argument posits, thereby minimizing that argument’s practical force.

The functionality doctrine, as we have said, forbids the use of a product’s feature
as a trademark where doing so will put a competitor at a significant disadvantage because
the feature is “essential to the use or purpose of the article” or “affects [its] cost or
quality.” Inwood Laboratories, Inc., 456 U.S., at 850, n. 10. The functionality doctrine
thus protects competitors against a disadvantage (unrelated to recognition or reputation)
that trademark protection might otherwise impose, namely their inability reasonably to
replicate important non-reputation-related product features.

For example, this Court has written that competitors might be free to copy the color
of a medical pill where that color serves to identify the kind of medication (e.g., a type
of blood medicine) in addition to its source. (“[S]Jome patients commingle medications
in a container and rely on color to differentiate one from another”); see also J. Ginsburg,
D. Goldberg, & A. Greenbaum, Trademark and Unfair Competition Law (noting that
drug color cases “have more to do with public health policy” regarding generic drug
substitution “than with trademark law”). And, the federal courts have demonstrated that
they can apply this doctrine in a careful and reasoned manner, with sensitivity to the
effect on competition. Although we need not comment on the merits of specific cases,
we note that lower courts have permitted competitors to copy the green color of farm
machinery (because customers wanted their farm equipment to match) and have barred
the use of black as a trademark on outboard boat motors (because black has the special
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functional attributes of decreasing the apparent size of the motor and ensuring
compatibility with many different boat colors). See also Nor-Am Chemical v. O.M. Scott
& Sons Co., (blue color of fertilizer held functional because it indicated the presence of
nitrogen). The Restatement (Third) of Unfair Competition adds that, if a design’s
“aesthetic value” lies in its ability to “confe[r] a significant benefit that cannot practically
be duplicated by the use of alternative designs,” then the design is “functional.” The
“ultimate test of aesthetic functionality,” it explains, “is whether the recognition of
trademark rights would significantly hinder competition.”

The upshot is that, where a color serves a significant nontrademark function—whether
to distinguish a heart pill from a digestive medicine or to satisfy the “noble instinct for giving
the right touch of beauty to common and necessary things,” G. K. Chesterton, Simplicity and
Tolstoy 61 (1912)—courts will examine whether its use as a mark would permit one
competitor (or a group) to interfere with legitimate (nontrademark-related) competition
through actual or potential exclusive use of an important product ingredient. That examina-
tion should not discourage firms from creating aesthetically pleasing mark designs, for it is
open to their competitors to do the same. But, ordinarily, it should prevent the anticompetitive
consequences of Jacobson’s hypothetical “color depletion” argument, when, and if, the
circumstances of a particular case threaten “color depletion.”

Third, Jacobson points to many older cases—including Supreme Court cases—in
support of its position. In 1878, this Court described the common-law definition of
trademark rather broadly to “consist of a name, symbol, figure, letter, form, or device, if
adopted and used by a manufacturer or merchant in order to designate the goods he
manufactures or sells to distinguish the same from those manufactured or sold by
another.” Yet, in interpreting the Trademark Acts of 1881 and 1905, which retained that
common-law definition, the Court questioned “[w]hether mere color can constitute a
valid trade-mark,” and suggested that the “product including the coloring matter is free
to all who make it.” Even though these statements amounted to dicta, lower courts inter-
preted them as forbidding protection for color alone.

These Supreme Court cases, however, interpreted trademark law as it existed
before 1946, when Congress enacted the Lanham Act. The Lanham Act significantly
changed and liberalized the common law to “dispense with mere technical prohibitions,”
S.Rep. No. 1333, 79" Cong., 2d Sess., 3 (1946), most notably, by permitting trademark
registration of descriptive words (say, “U-Build-It” model airplanes) where they had
acquired “secondary meaning.” See Abercrombie & Fitch Co., 537 F.2d, at 9 (Friendly,
J.). The Lanham Act extended protection to descriptive marks by making clear that (with
certain explicit exceptions not relevant here)

“nothing . . . shall prevent the registration of a mark used by the applicant
which has become distinctive of the applicant’s goods in commerce.” 15
U.S.C. § 1052(f).

This language permits an ordinary word, normally used for a nontrademark
purpose (e.g., description), to act as a trademark where it has gained “secondary
meaning.” Its logic would appear to apply to color as well. . . .

Fourth, Jacobson argues that there is no need to permit color alone to function as a
trademark because a firm already may use color as part of a trademark, say, as a colored
circle or colored letter or colored word, and may rely upon “trade dress” protection, under
§ 43(a) of the Lanham Act, if a competitor copies its color and thereby causes consumer
confusion regarding the overall appearance of the competing products or their packaging,
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see 15 U.S.C. § 1125(a). The first part of this argument begs the question. One can under-
stand why a firm might find it difficult to place a usable symbol or word on a product (say,
a large industrial bolt that customers normally see from a distance); and, in such instances,
a firm might want to use color, pure and simple, instead of color as part of a design. Neither
is the second portion of the argument convincing. Trademark law helps the holder of a
mark in many ways that “trade dress” protection does not. See 15 U.S.C. § 1124 (ability to
prevent importation of confusingly similar goods); 8 1072 (constructive notice of owner-
ship); § 1065 (incontestable status); § 1057(b) (prima facie evidence of validity and owner-
ship). Thus, one can easily find reasons why the law might provide trademark protection
in addition to trade dress protection.

V.

Having determined that a color may sometimes meet the basic legal requirements
for use as a trademark and that respondent Jacobson’s arguments do not justify a special
legal rule preventing color alone from serving as a trademark (and, in light of the District
Court’s here undisputed findings that Qualitex’s use of the green-gold color on its press
pads meets the basic trademark requirements), we conclude that the Ninth Circuit erred
in barring Qualitex’s use of color as a trademark. For these reasons, the judgment of the
Ninth Circuit is
Reversed.

Wal-Mart Stores, Inc. v. Samara Brothers, Inc.
529 U.S. 205 (2000)

[1¢]1

Justice SCALIA delivered the opinion of the Court.

In this case, we decide under what circumstances a product’s design is distinctive,
and therefore protectible, in an action for infringement of unregistered trade dress under
8 43(a) of the Trademark Act of 1946 (Lanham Act), 60 Stat. 441, as amended, 15 U.S.C.
8 1125(a).

Respondent Samara Brothers, Inc., designs and manufactures children’s clothing.
Its primary product is a line of spring/summer one-piece seersucker outfits decorated
with appliqués of hearts, flowers, fruits, and the like. A number of chain stores, including
JCPenney, sell this line of clothing under contract with Samara.

Petitioner Wal-Mart Stores, Inc., is one of the nation’s best known retailers, selling
among other things children’s clothing. In 1995, Wal-Mart contracted with one of its
suppliers, Judy-Philippine, Inc., to manufacture a line of children’s outfits for sale in the
1996 spring/summer season. Wal-Mart sent Judy-Philippine photographs of a number of
garments from Samara’s line, on which Judy-Philippine’s garments were to be based;
Judy-Philippine duly copied, with only minor modifications, 16 of Samara’s garments,
many of which contained copyrighted elements. In 1996, Wal-Mart briskly sold the so-
called knockoffs, generating more than $1.15 million in gross profits.

After sending cease-and-desist letters, Samara brought this action in the United
States District Court for the Southern District of New York against Wal-Mart, Judy-
Philippine, Kmart, Caldor, Hills, and Goody’s for copyright infringement under federal
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law, consumer fraud and unfair competition under New York law, and—most relevant for
our purposes—infringement of unregistered trade dress under § 43(a) of the Lanham Act,
15 U.S.C. § 1125(a). All of the defendants except Wal-Mart settled before trial.

After a weeklong trial, the jury found in favor of Samara on all of its claims. Wal-
Mart then renewed a motion for judgment as a matter of law, claiming, inter alia, that there
was insufficient evidence to support a conclusion that Samara’s clothing designs could be
legally protected as distinctive trade dress for purposes of § 43(a). The District Court
denied the motion, and awarded Samara damages, interest, costs, and fees totaling almost
$1.6 million, together with injunctive relief. The Second Circuit affirmed the denial of the
motion for judgment as a matter of law, and we granted certiorari.

... In addition to protecting registered marks, the Lanham Act, in § 43(a), gives a
producer a cause of action for the use by any person of “any word, term, hame, symbol,
or device, or any combination thereof . . . which . . . is likely to cause confusion . .. asto
the origin, sponsorship, or approval of his or her goods. . . .” 15 U.S.C. § 1125(a). It is
the latter provision that is at issue in this case.

The breadth of the definition of marks registrable under § 2, and of the confusion-
producing elements recited as actionable by § 43(a), has been held to embrace not just
word marks, such as “Nike,” and symbol marks, such as Nike’s “swoosh” symbol, but
also “trade dress”—a category that originally included only the packaging, or “dressing,”
of a product, but in recent years has been expanded by many courts of appeals to
encompass the design of a product. See, e.g., Ashley Furniture Industries, Inc. v.
Sangiacomo (bedroom furniture); Knitwaves, Inc. v. Lollytogs (sweaters); Stuart Hall
Co., Inc. v. Ampad Corp. These courts have assumed, often without discussion, that trade
dress constitutes a “symbol” or “device” for purposes of the relevant sections, and we
conclude likewise. “Since human beings might use as a ‘symbol’ or ‘device’ almost
anything at all that is capable of carrying meaning, this language, read literally, is not
restrictive.” Qualitex Co. v. Jacobson Products Co. This reading of § 2 and § 43(a) is
buttressed by a recently added subsection of § 43(a), § 43(a)(3), which refers specifically
to “civil action[s] for trade dress infringement under this chapter for trade dress not
registered on the principal register.” 15 U.S.C. A. 8 1125(a)(3) (Oct. 1999 Supp.).

The text of § 43(a) provides little guidance as to the circumstances under which
unregistered trade dress may be protected. It does require that a producer show that the
allegedly infringing feature is not “functional,” see 8 43(a)(3), and is likely to cause
confusion with the product for which protection is sought, see § 43(a)(1)(A), 15 U.S.C.
§ 1125(a)(1)(A). Nothing in & 43(a) explicitly requires a producer to show that its trade
dress is distinctive, but courts have universally imposed that requirement, since without
distinctiveness the trade dress would not “cause confusion . . . as to the origin,
sponsorship, or approval of [the] goods,” as the section requires. Distinctiveness is,
moreover, an explicit prerequisite for registration of trade dress under § 2, and “the
general principles qualifying a mark for registration under § 2 of the Lanham Act are for
the most part applicable in determining whether an unregistered mark is entitled to
protection under § 43(a).” Two Pesos, Inc. v. Taco Cabana, Inc.

In evaluating the distinctiveness of a mark under § 2 (and therefore, by analogy,
under § 43(a)), courts have held that a mark can be distinctive in one of two ways. First,
a mark is inherently distinctive if “[its] intrinsic nature serves to identify a particular
source.” Ibid. In the context of word marks, courts have applied the now-classic test
originally formulated by Judge Friendly, in which word marks that are “arbitrary”
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(“Camel” cigarettes), “fanciful” (“Kodak” film), or “suggestive” (“Tide” laundry
detergent) are held to be inherently distinctive. See Abercrombie & Fitch Co. v. Hunting
World, Inc., 537 F.2d 4, 10-11 (2d Cir. 1976). Second, a mark has acquired distinctive-
ness, even if it is not inherently distinctive, if it has developed secondary meaning, which
occurs when, “in the minds of the public, the primary significance of a [mark] is to
identify the source of the product rather than the product itself.” Inwood Laboratories,
Inc. v. lves Laboratories, Inc. (1982)."

The judicial differentiation between marks that are inherently distinctive and those
that have developed secondary meaning has solid foundation in the statute itself. Section
2 requires that registration be granted to any trademark “by which the goods of the
applicant may be distinguished from the goods of others”—subject to various limited
exceptions. 15 U.S.C. § 1052. It also provides, again with limited exceptions, that
“nothing in this chapter shall prevent the registration of a mark used by the applicant
which has become distinctive of the applicant’s goods in commerce”—that is, which is
not inherently distinctive but has become so only through secondary meaning. § 2(f), 15
U.S.C. § 1052(f). Nothing in 8 2, however, demands the conclusion that every category
of mark necessarily includes some marks “by which the goods of the applicant may be
distinguished from the goods of others” without secondary meaning—that in every
category some marks are inherently distinctive.

Indeed, with respect to at least one category of mark—colors—we have held that no
mark can ever be inherently distinctive. See Qualitex, 514 U.S., at 162-163. In Qualitex,
petitioner manufactured and sold green-gold dry-cleaning press pads. After respondent
began selling pads of a similar color, petitioner brought suit under § 43(a), then added a
claim under § 32 after obtaining registration for the color of its pads. We held that a color
could be protected as a trademark, but only upon a showing of secondary meaning.
Reasoning by analogy to the Abercrombie & Fitch test developed for word marks, we noted
that a product’s color is unlike a “fanciful,” “arbitrary,” or “suggestive” mark, since it does
not “almost automatically tell a customer that [it] refer[s] to a brand,” ibid., and does not
“immediately . . . signal a brand or a product ‘source,” “ id., at 163. However, we noted that,
“over time, customers may come to treat a particular color on a product or its packaging . . .
as signifying a brand.” Id., at 162—-163. Because a color, like a “descriptive” word mark,
could eventually “come to indicate a product’s origin,” we concluded that it could be
protected upon a showing of secondary meaning. Ibid.

It seems to us that design, like color, is not inherently distinctive. The attribution of
inherent distinctiveness to certain categories of word marks and product packaging derives
from the fact that the very purpose of attaching a particular word to a product, or encasing
it in a distinctive packaging, is most often to identify the source of the product. Although
the words and packaging can serve subsidiary functions—a suggestive word mark (such
as “Tide” for laundry detergent), for instance, may invoke positive connotations in the
consumer’s mind, and a garish form of packaging (such as Tide’s squat, brightly decorated
plastic bottles for its liquid laundry detergent) may attract an otherwise indifferent
consumer’s attention on a crowded store shelf—their predominant function remains source

* The phrase “secondary meaning” originally arose in the context of word marks, where it served to
distinguish the source-identifying meaning from the ordinary, or “primary,” meaning of the word.
“Secondary meaning” has since come to refer to the acquired, source-identifying meaning of a non-word
mark as well. It is often a misnomer in that context, since non-word marks ordinarily have no “primary”
meaning. Clarity might well be served by using the term “acquired meaning” in both the word-mark and the
non-word-mark contexts—but in this opinion we follow what has become the conventional terminology.
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identification. Consumers are therefore predisposed to regard those symbols as indication
of the producer, which is why such symbols “almost automatically tell a customer that they
refer to a brand,” id., at 162-163, and “immediately . . . signal a brand or a product
‘source,’” id., at 163. And where it is not reasonable to assume consumer predisposition to
take an affixed word or packaging as indication of source—where, for example, the affixed
word is descriptive of the product (“Tasty” bread) or of a geographic origin (“Georgia”
peaches)—inherent distinctiveness will not be found. That is why the statute generally
excludes, from those word marks that can be registered as inherently distinctive, words that
are “merely descriptive” of the goods. 8 1052(e)(1), or “primarily geographically
descriptive of them,” § 1052(e). In the case of product design, as in the case of color, we
think consumer predisposition to equate the feature with the source does not exist.
Consumers are aware of the reality that, almost invariably, even the most unusual of
product designs—such as a cocktail shaker shaped like a penguin—is intended not to
identify the source, but to render the product itself more useful or more appealing.

The fact that product design almost invariably serves purposes other than source
identification not only renders inherent distinctiveness problematic; it also renders
application of an inherent-distinctiveness principle more harmful to other consumer
interests. Consumers should not be deprived of the benefits of competition with regard to
the utilitarian and esthetic purposes that product design ordinarily serves by a rule of law
that facilitates plausible threats of suit against new entrants based upon alleged inherent
distinctiveness. How easy it is to mount a plausible suit depends, of course, upon the clarity
of the test for inherent distinctiveness, and where product design is concerned we have
little confidence that a reasonably clear test can be devised. Respondent and the United
States as amicus curiae urge us to adopt for product design relevant portions of the test
formulated by the Court of Customs and Patent Appeals for product packaging in Seabrook
Foods, Inc. v. Bar-Well Foods, Ltd., 568 F.2d 1342 (1977). That opinion, in determining
the inherent distinctiveness of a product’s packaging, considered, among other things,
“whether it was a ‘common’ basic shape or design, whether it was unique or unusual in a
particular field, [and] whether it was a mere refinement of a commonly-adopted and well-
known form of ornamentation for a particular class of goods viewed by the public as a
dress or ornamentation for the goods.” Id., at 1344 (footnotes omitted). Such a test would
rarely provide the basis for summary disposition of an anticompetitive strike suit. Indeed,
at oral argument, counsel for the United States quite understandably would not give a
definitive answer as to whether the test was met in this very case, saying only that “[t]his
is a very difficult case for that purpose.”

It is true, of course, that the person seeking to exclude new entrants would have to
establish the nonfunctionality of the design feature, see § 43(a)(3), 15 U.S.C. A
8 1125(a)(3) (Oct. 1999 Supp.)—a showing that may involve consideration of its esthetic
appeal, see Qualitex, 514 U.S., at 170. Competition is deterred, however, not merely by
successful suit but by the plausible threat of successful suit, and given the unlikelihood of
inherently source-identifying design, the game of allowing suit based upon alleged inherent
distinctiveness seems to us not worth the candle. That is especially so since the producer
can ordinarily obtain protection for a design that is inherently source identifying (if any
such exists), but that does not yet have secondary meaning, by securing a design patent or
a copyright for the design—as, indeed, respondent did for certain elements of the designs
in this case. The availability of these other protections greatly reduces any harm to the
producer that might ensue from our conclusion that a product design cannot be protected
under § 43(a) without a showing of secondary meaning.

Respondent contends that our decision in Two Pesos forecloses a conclusion that
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product-design trade dress can never be inherently distinctive. In that case, we held that
the trade dress of a chain of Mexican restaurants, which the plaintiff described as “a
festive eating atmosphere having interior dining and patio areas decorated with artifacts,
bright colors, paintings and murals,”, could be protected under § 43(a) without a
showing of secondary meaning, see id., at 776. Two Pesos unquestionably establishes
the legal principle that trade dress can be inherently distinctive, see, e.g., id., at 773, but
it does not establish that product-design trade dress can be. Two Pesos is inapposite to
our holding here because the trade dress at issue, the décor of a restaurant, seems to us
not to constitute product design. It was either product packaging—which, as we have
discussed, normally is taken by the consumer to indicate origin—or else some tertium
quid that is akin to product packaging and has no bearing on the present case.

Respondent replies that this manner of distinguishing Two Pesos will force courts
to draw difficult lines between product-design and product-packaging trade dress. There
will indeed be some hard cases at the margin: a classic glass Coca-Cola bottle, for
instance, may constitute packaging for those consumers who drink the Coke and then
discard the bottle, but may constitute the product itself for those consumers who are
bottle collectors, or part of the product itself for those consumers who buy Coke in the
classic glass bottle, rather than a can, because they think it more stylish to drink from the
former. We believe, however, that the frequency and the difficulty of having to
distinguish between product design and product packaging will be much less than the
frequency and the difficulty of having to decide when a product design is inherently
distinctive. To the extent there are close cases, we believe that courts should err on the
side of caution and classify ambiguous trade dress as product design, thereby requiring
secondary meaning. The very closeness will suggest the existence of relatively small
utility in adopting an inherent-distinctiveness principle, and relatively great consumer
benefit in requiring a demonstration of secondary meaning...

We hold that, in an action for infringement of unregistered trade dress under
§ 43(a) of the Lanham Act, a product’s design is distinctive, and therefore protectible,
only upon a showing of secondary meaning. The judgment of the Second Circuit is
reversed, and the case is remanded for further proceedings consistent with this opinion.
It is so ordered.

Questions:

1.) Wal-Mart told its supplier to rip off this poor designer’s offerings. They did. They
profited. And the Supreme Court is fine with that? Why?

2.) The Supreme Court here sets up a different test for product design trade dress than
for product packaging trade dress. The former is registrable only on proof of secondary
meaning. Why?

Jessica Litman, The Exclusive Right to Read
13 CARDOZO ARTS & ENT. L.J. 29 (1994)

[1¢]1

Imagine for a moment that some upstart revolutionary proposed that we eliminate
all intellectual property protection for fashion design. No longer could a designer secure
federal copyright protection for the cut of a dress or the sleeve of a blouse. Unscrupulous
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mass-marketers could run off thousands of knock-off copies of any designer’s evening
ensemble, and flood the marketplace with cheap imitations of haute couture. In the short
run, perhaps, clothing prices would come down as legitimate designers tried to meet the
prices of their free-riding competitors. In the long run, though, as we know all too well,
the diminution in the incentives for designing new fashions would take its toll. Designers
would still wish to design, at least initially, but clothing manufacturers with no exclusive
rights to rely on would be reluctant to make the investment involved in manufacturing
those designs and distributing them to the public. The dynamic American fashion
industry would wither, and its most talented designers would forsake clothing design for
some more remunerative calling like litigation. And all of us would be forced either to
wear last year’s garments year in and year out, or to import our clothing from abroad.

Or, perhaps, imagine that Congress suddenly repealed federal intellectual property
protection for food creations. Recipes would become common property. Downscale
restaurants could freely recreate the signature chocolate desserts of their upscale sisters.
Uncle Ben’s would market Minute Risotto (microwavable!); the Ladies’” Home Journal
would reprint recipes it had stolen from Gourmet Magazine. Great chefs would be unable
to find book publishers willing to buy their cookbooks. Then, expensive gourmet
restaurants would reduce their prices to meet the prices of the competition; soon they
would either close or fire their chefs to cut costs; promising young cooks would either
move to Europe or get a day job (perhaps the law) and cook only on weekends.
Ultimately, we would all be stuck eating Uncle Ben’s Minute Risotto (eleven yummy
flavors!!) for every meal.

But, I’m boring you, you tell me; you’ve heard all of this before. It’s the same
argument motion picture producers make about why we need to extend the duration of
copyright protection another 20 years; the same argument software publishers make
about what will happen if we permit other software publishers to decompile and reverse-
engineer their software products; the same argument database proprietors make about the
huge social cost of a failure to protect their rights in their data. Perhaps the most
important reason why we have intellectual property protection is our conclusion that
incentives are required to spur the creation and dissemination of a sufficient number and
variety of intellectual creations like films, software, databases, fashions and food.

Of course, we don’t give copyright protection to fashions or food. We never have.

Questions

1.) Ifthisistrue, what are we debating in this course? What does Litman’s argument add
to the discussions of intellectual property theory in the first chapter? To the Supreme
Court’s analysis in Wal-Mart?

2.) Litman is talking about copyright protection — there is very little for fashion. One can
copyright the design on the fabric, but not the cut of the dress. In Wal-Mart, Justice Scalia
emphasizes that trademark also offers little in the way of design protection. Certainly, a
manufacturer can cover the object with its trademarked logo. That is one reason why bags,
clothes and the like have become billboards for the Vuitton or Gucci symbol. The
trademark is protected even if the design of the bag or scarf on which it rests is not. But so
long as one does not copy the mark, one can imitate designs freely without interference
from either copyright or trademark law. Why, then, have the horrors Litman describes not
come about? What forms of “exclusion” continue to function in the worlds of fashion and
food? Forms of emulation? Types of exclusivity for which intellectual property is not
necessary (or is wielded in a different way)? Demand for “authenticity” in which the
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availability of knockoffs is actually a positive, not a negative thing? Credit economies with
different methods for disciplining those who take and do not give back? Are there limiting
principles to these types of mechanisms? When are they likely to work well or work badly?

For further reading on these subjects, see Christine Cox and Jennifer Jenkins,
“Between the Seams, A Fertile Commons,” in Ready To Share: Fashion and the
Ownership of Creativity (Norman Lear Center 2005); Kal Raustiala & Christopher
Sprigman, “The Piracy Paradox: Innovation and Intellectual Property in Fashion
Design,” 92 Virginia Law Review 8 (2006); Kal Raustiala & Christopher Sprigman, The
Knockoff Economy: How Imitation Sparks Innovation (2012).

TrafFix Devices, Inc. v. Marketing Displays, Inc.
532 U.S. 23 (2001)

[1¢]]

Justice KENNEDY delivered the opinion of the Court.

Temporary road signs with warnings like “Road Work Ahead” or “Left Shoulder
Closed” must withstand strong gusts of wind. An inventor named Robert Sarkisian obtained
two utility patents for a mechanism built
upon two springs (the dual-spring design)
to keep these and other outdoor signs
upright despite adverse wind conditions.
The holder of the now-expired Sarkisian
patents, respondent Marketing Displays,
Inc. (MDI), established a successful
business in the manufacture and sale of
sign stands incorporating the patented
feature. MDI’s stands for road signs were
recognizable to buyers and users (it says)
because the dual-spring design was visible
near the base of the sign.

This litigation followed after the
patents expired and a competitor, TrafFix
Devices, Inc., sold sign stands with a
visible spring mechanism that looked like
MDI’s. MDI and TrafFix products looked
alike because they were. When TrafFix
started in business, it sent an MDI product
abroad to have it reverse engineered, that Patent drawing from USPTO record.
is to say copied. Complicating matters, TrafFix marketed its sign stands under a hame
similar to MDI’s. MDI used the name “WindMaster,” while TrafFix, its new competitor,
used “WindBuster.”

MDI brought suit under the Trademark Act of 1964, as amended, 15 U.S.C. § 1051
et seq., against TrafFix for trademark infringement (based on the similar names), trade
dress infringement (based on the copied dual-spring design) and unfair competition.
TrafFix counterclaimed on antitrust theories. After the United States District Court for
the Eastern District of Michigan considered cross-motions for summary judgment, MDI
prevailed on its trademark claim for the confusing similarity of names and was held not
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liable on the antitrust counterclaim; and those two rulings, affirmed by the Court of
Appeals, are not before us.

We are concerned with the trade dress question. The District Court ruled against
MDI on its trade dress claim. After determining that the one element of MDI’s trade dress
at issue was the dual-spring design, id., at 265, it held that “no reasonable trier of fact
could determine that MDI has established secondary meaning” in its alleged trade dress,
id., at 269. In other words, consumers did not associate the look of the dual-spring design
with MDI. As a second, independent reason to grant summary judgment in favor of
TrafFix, the District Court determined the dual-spring design was functional. On this
rationale secondary meaning is irrelevant because there can be no trade dress protection
in any event. In ruling on the functional aspect of the design, the District Court noted
that Sixth Circuit precedent indicated that the burden was on MDI to prove that its trade
dress was nonfunctional, and not on TrafFix to show that it was functional (a rule since
adopted by Congress, see 15 U.S.C. § 1125(a)(3), and then went on to consider MDI’s
arguments that the dual-spring design was subject to trade dress protection. Finding none
of MDI’s contentions persuasive, the District Court concluded MDI had not “proffered
sufficient evidence which would enable a reasonable trier of fact to find that MDI’s
vertical dual-spring design is non-functional.” Summary judgment was entered against
MDI on its trade dress claims.

The Court of Appeals for the Sixth Circuit reversed the trade dress ruling. The Court
of Appeals held the District Court had erred in ruling MDI failed to show a genuine issue
of material fact regarding whether it had secondary meaning in its alleged trade dress, id.,
at 938, and had erred further in determining that MDI could not prevail in any event be-
cause the alleged trade dress was in fact a functional product configuration, id., at 940. The
Court of Appeals suggested the District Court committed legal error by looking only to the
dual-spring design when evaluating MDI’s trade dress. Basic to its reasoning was the Court
of Appeals’ observation that it took “little imagination to conceive of a hidden dual-spring
mechanism or a tri or quad-spring mechanism that might avoid infringing [MDI’s] trade
dress.” Ibid. The Court of Appeals explained that “[i]f TrafFix or another competitor
chooses to use [MDI’s] dual-spring design, then it will have to find some other way to set
its sign apart to avoid infringing [MDI’s] trade dress.” Ibid. It was not sufficient, according
to the Court of Appeals, that allowing exclusive use of a particular feature such as the dual-
spring design in the guise of trade dress would “hinde[r] competition somewhat.” Rather,
“[e]xclusive use of a feature must ‘put competitors at a significant non-reputation-related
disadvantage’ before trade dress protection is denied on functionality grounds.” Ibid.
(quoting Qualitex Co. v. Jacobson Products Co., 514 U.S. 159, 165 (1995)). In its criticism
of the District Court’s ruling on the trade dress question, the Court of Appeals took note of
a splitamong Courts of Appeals in various other Circuits on the issue whether the existence
of an expired utility patent forecloses the possibility of the patentee’s claiming trade dress
protection in the product’s design. To resolve the conflict, we granted certiorari.

It is well established that trade dress can be protected under federal law. The design
or packaging of a product may acquire a distinctiveness which serves to identify the
product with its manufacturer or source; and a design or package which acquires this
secondary meaning, assuming other requisites are met, is a trade dress which may not be
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used in a manner likely to cause confusion as to the origin, sponsorship, or approval of the
goods. In these respects protection for trade dress exists to promote competition. As we
explained just last Term, see Wal-Mart Stores, Inc. v. Samara Brothers, Inc., 529 U.S. 205
(2000), various Courts of Appeals have allowed claims of trade dress infringement relying
on the general provision of the Lanham Act which provides a cause of action to one who
is injured when a person uses “any word, term name, symbol, or device, or any combination
thereof . . . which is likely to cause confusion . . . as to the origin, sponsorship, or approval
of his or her goods.” 15 U.S.C. § 1125(a)(1)(A). Congress confirmed this statutory
protection for trade dress by amending the Lanham Act to recognize the concept. Title 15
U.S.C. § 1125(a)(3) provides: “In a civil action for trade dress infringement under this
chapter for trade dress not registered on the principal register, the person who asserts trade
dress protection has the burden of proving that the matter sought to be protected is not
functional.” This burden of proof gives force to the well-established rule that trade dress
protection may not be claimed for product features that are functional. And in WalMart,
supra, we were careful to caution against misuse or over-extension of trade dress. We noted
that “product design almost invariably serves purposes other than source identification.”

Trade dress protection must subsist with the recognition that in many instances there
is no prohibition against copying goods and products. In general, unless an intellectual
property right such as a patent or copyright protects an item, it will be subject to copying.
As the Court has explained, copying is not always discouraged or disfavored by the laws
which preserve our competitive economy. Allowing competitors to copy will have salutary
effects in many instances. “Reverse engineering of chemical and mechanical articles in the
public domain often leads to significant advances in technology.”

The principal question in this case is the effect of an expired patent on a claim of
trade dress infringement. A prior patent, we conclude, has vital significance in resolving
the trade dress claim. A utility patent is strong evidence that the features therein claimed
are functional. If trade dress protection is sought for those features the strong evidence
of functionality based on the previous patent adds great weight to the statutory
presumption that features are deemed functional until proved otherwise by the party
seeking trade dress protection. Where the expired patent claimed the features in question,
one who seeks to establish trade dress protection must carry the heavy burden of showing
that the feature is not functional, for instance by showing that it is merely an ornamental,
incidental, or arbitrary aspect of the device.

In the case before us, the central advance claimed in the expired utility patents (the
Sarkisian patents) is the dual-spring design; and the dual-spring design is the essential
feature of the trade dress MDI now seeks to establish and to protect. The rule we have
explained bars the trade dress claim, for MDI did not, and cannot, carry the burden of
overcoming the strong evidentiary inference of functionality based on the disclosure of
the dual-spring design in the claims of the expired patents.

The dual springs shown in the Sarkisian patents were well apart (at either end of a
frame for holding a rectangular sign when one full side is the base) while the dual springs
at issue here are close together (in a frame designed to hold a sign by one of its corners).
As the District Court recognized, this makes little difference. The point is that the springs
are necessary to the operation of the device. The fact that the springs in this very different-
looking device fall within the claims of the patents is illustrated by MDI’s own position
in earlier litigation. In the late 1970’s, MDI engaged in a long-running intellectual
property battle with a company known as Winn-Proof. Although the precise claims of the
Sarkisian patents cover sign stands with springs “spaced apart,” the Winn-Proof sign
stands (with springs much like the sign stands at issue here) were found to infringe the
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patents by the United States District Court for the District of Oregon, and the Court of
Appeals for the Ninth Circuit affirmed the judgment. . . . In light of this past ruling—a
ruling procured at MDI’s own insistence—it must be concluded the products here at issue
would have been covered by the claims of the expired patents.

The rationale for the rule that the disclosure of a feature in the claims of a utility patent
constitutes strong evidence of functionality is well illustrated in this case. The dual-spring
design serves the important purpose of keeping the sign upright even in heavy wind
conditions; and, as confirmed by the statements in the expired patents, it does so in a unique
and useful manner. As the specification of one of the patents recites, prior art “devices, in
practice, will topple under the force of a strong wind.” The dual-spring design allows sign
stands to resist toppling in strong winds. Using a dual-spring design rather than a single
spring achieves important operational advantages. For example, the specifications of the
patents note that the “use of a pair of springs . . . as opposed to the use of a single spring to
support the frame structure prevents canting or twisting of the sign around a vertical axis,”
and that, if not prevented, twisting “may cause damage to the spring structure and may result
in tipping of the device.” In the course of patent prosecution, it was said that “[t]he use of a
pair of spring connections as opposed to a single spring connection . . . forms an important
part of this combination” because it “forc[es] the sign frame to tip along the longitudinal
axis of the elongated ground-engaging members.” The dual-spring design affects the cost
of the device as well; it was acknowledged that the device “could use three springs but this
would unnecessarily increase the cost of the device.” These statements made in the patent
applications and in the course of procuring the patents demonstrate the functionality of the
design. MDI does not assert that any of these representations are mistaken or inaccurate,
and this is further strong evidence of the functionality of the dual-spring design.

In finding for MDI on the trade dress issue the Court of Appeals gave insufficient
recognition to the importance of the expired utility patents, and their evidentiary
significance, in establishing the functionality of the device. The error likely was caused by
its misinterpretation of trade dress principles in other respects. As we have noted, even if
there has been no previous utility patent the party asserting trade dress has the burden to
establish the nonfunctionality of alleged trade dress features. MDI could not meet this
burden. Discussing trademarks, we have said “‘[i]n general terms, a product feature is
functional,” and cannot serve as a trademark, ‘if it is essential to the use or purpose of the
article or if it affects the cost or quality of the article.”” Expanding upon the meaning of this
phrase, we have observed that a functional feature is one the “exclusive use of [which]
would put competitors at a significant non-reputation-related disadvantage.” The Court of
Appeals in the instant case seemed to interpret this language to mean that a necessary test
for functionality is “whether the particular product configuration is a competitive necessity.”
This was incorrect as a comprehensive definition. As explained in Qualitex, supra, and
Inwood, supra, a feature is also functional when it is essential to the use or purpose of the
device or when it affects the cost or quality of the device. The Qualitex decision did not
purport to displace this traditional rule. Instead, it quoted the rule as Inwood had set it forth.
It is proper to inquire into a “significant non-reputation-related disadvantage” in cases of
aesthetic functionality, the question involved in Qualitex. Where the design is functional
under the Inwood formulation there is no need to proceed further to consider if there is a
competitive necessity for the feature. In Qualitex, by contrast, aesthetic functionality was
the central question, there having been no indication that the green-gold color of the laundry
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press pad had any bearing on the use or purpose of the product or its cost or quality.

The Court has allowed trade dress protection to certain product features that are
inherently distinctive. Two Pesos, 505 U.S., at 774. In Two Pesos, however, the Court at
the outset made the explicit analytic assumption that the trade dress features in question
(decorations and other features to evoke a Mexican theme in a restaurant) were not
functional. The trade dress in those cases did not bar competitors from copying functional
product design features. In the instant case, beyond serving the purpose of informing
consumers that the sign stands are made by MDI (assuming it does so), the dual-spring
design provides a unique and useful mechanism to resist the force of the wind.
Functionality having been established, whether MDI’s dual-spring design has acquired
secondary meaning need not be considered.

There is no need, furthermore, to engage, as did the Court of Appeals, in
speculation about other design possibilities, such as using three or four springs which
might serve the same purpose. Here, the functionality of the spring design means that
competitors need not explore whether other spring juxtapositions might be used. The
dual-spring design is not an arbitrary flourish in the configuration of MDI’s product; it
is the reason the device works. Other designs need not be attempted.

Because the dual-spring design is functional, it is unnecessary for competitors to
explore designs to hide the springs, say by using a box or framework to cover them, as
suggested by the Court of Appeals. Ibid. The dual-spring design assures the user the
device will work. If buyers are assured the product serves its purpose by seeing the
operative mechanism that in itself serves an important market need. It would be at cross-
purposes to those objectives, and something of a paradox, were we to require the
manufacturer to conceal the very item the user seeks.

In a case where a manufacturer seeks to protect arbitrary, incidental, or ornamental
aspects of features of a product found in the patent claims, such as arbitrary curves in the
legs or an ornamental pattern painted on the springs, a different result might obtain. There
the manufacturer could perhaps prove that those aspects do not serve a purpose within the
terms of the utility patent. The inquiry into whether such features, asserted to be trade dress,
are functional by reason of their inclusion in the claims of an expired utility patent could
be aided by going beyond the claims and examining the patent and its prosecution history
to see if the feature in question is shown as a useful part of the invention. No such claim is
made here, however. MDI in essence seeks protection for the dual-spring design alone. The
asserted trade dress consists simply of the dual-spring design, four legs, a base, an upright,
and a sign. MDI has pointed to nothing arbitrary about the components of its device or the
way they are assembled. The Lanham Act does not exist to reward manufacturers for their
innovation in creating a particular device; that is the purpose of the patent law and its period
of exclusivity. The Lanham Act, furthermore, does not protect trade dress in a functional
design simply because an investment has been made to encourage the public to associate a
particular functional feature with a single manufacturer or seller. The Court of Appeals
erred in viewing MDI as possessing the right to exclude competitors from using a design
identical to MDI’s and to require those competitors to adopt a different design simply to
avoid copying it. MDI cannot gain the exclusive right to produce sign stands using the
dual-spring design by asserting that consumers associate it with the look of the invention
itself. Whether a utility patent has expired or there has been no utility patent at all, a product
design which has a particular appearance may be functional because it is “essential to the
use or purpose of the article” or “affects the cost or quality of the article.”

TrafFix and some of its amici argue that the Patent Clause of the Constitution, Art.
I, 88, cl. 8, of its own force, prohibits the holder of an expired utility patent from claiming
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trade dress protection. We need not resolve this question. If, despite the rule that
functional features may not be the subject of trade dress protection, a case arises in which
trade dress becomes the practical equivalent of an expired utility patent, that will be time
enough to consider the matter. The judgment of the Court of Appeals is reversed, and the
case is remanded for further proceedings consistent with this opinion.

It is so ordered.

Notes on Distinctiveness & Functionality

As Abercrombie explains, in order for a mark to be registrable, it must be
distinctive. It lays out four categories of marks, from strongest to weakest. Only the first
two are inherently distinctive.

1.) Fanciful or arbitrary marks are protectable. Fanciful marks are invented words such
as Kodak or Pantene. Arbitrary marks are existing words or names that have no
relationship to the product, such as “Apple” for computers, or “Starbucks” for coffee.
(Starbuck was the mate on the Pequod, the whaler in the novel Moby Dick.)

2.) Suggestive marks are also protectable. They suggest—but do not directly describe—
a quality or characteristic of the underlying product. Connecting the mark with the
product requires some cognitive or imaginative effort. Examples of suggestive marks
provided by the PTO are “Quick N’ Neat” for piecrust (do you agree?) and “Glance-A-
Day” for calendars.

3.) Descriptive marks are not protectable unless they acquire distinctiveness, because
granting exclusive rights over mere descriptions would impede the ability of others to
describe similar items. Building upon the PTO’s examples above, “Flaky Round Piecrust”
for piecrust or “365-Day Calendar” for calendars would be merely descriptive. As you
may gather from these examples, however, the line between suggestive and descriptive
can be difficult to draw. Zatarain’s usefully lays out some guidelines for doing so.

A descriptive mark can be eligible for protection if it acquires distinctiveness
through “secondary meaning.” This occurs when the consuming public connects the
mark with the source of the product, rather than simply with the product itself. An
example of a descriptive mark that has acquired secondary meaning is “Holiday Inn.”

While merely descriptive marks are not eligible for registration on the main
trademark register, which is called the “Principal Register,” they can be registered on the
“Supplemental Register” if they are used in commerce and capable of acquiring
distinctiveness. Unlike the Principal Register, the Supplemental Register does not
convey the presumption of validity, constructive notice of ownership, or right to enjoin
others from using the mark. However, it does offer actual notice and the right to use the
® symbol, and prevent later registration of confusingly similar marks. The PTO’s normal
practice is to assume that marks gain secondary meaning after five years on the
Supplemental Register, at which point they become eligible for the Principal Register.

4.) Generic terms for products are never registrable under the Lanham Act. The public
retains the right to use these basic terms for goods and services. “Apple” for apples or
“Hammer” for hammers would be generic. Over time, some marks become so widely
used to describe particular products that they become generic words (this is referred to
as genericity or genericide)—examples include “Escalator” and “Thermos.”

In addition, as both TrafFix and Qualitex explain, functional aspects of a product
can never be trademarked. How does TrafFix describe the test for functionality? How is
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that different than the Court of Appeals’ definition of the concept? What philosophical
differences do these positions reflect? What position does TrafFix take about the
desirability of deliberate copying? What position does Wal-Mart v. Samara take on the
same issue? Look back at the INS opinion. Who would be most likely to agree? Pitney,
Holmes or Brandeis?

PROBLEMS 5-1-5-4

1) Go into your kitchen or bathroom and do a “trademark audit.” List at least
10 products and classify them according to the four categories above. [Those who
do not have at least 10 products in their home may be reported to the authorities
for insufficient consumerism.]

2.) Find a product—in or out of your house—that a.) has the ® symbol indicating
aregistered mark and b.) seems descriptive. Go to the USPTO Trademark Search
Page http://tmsearch.uspto.qov/ (The site is not that user-friendly, but repays
with interest the time spent mastering it. Hint: click the TSDR button and the
“Documents” tab to see the details.) Did the PTO agree with you? How was the
mark registered?

3.) Why does the Supreme Court rule as it does in Walmart? Is this not a classic

example of free-riding on the part of the defendants, once Samara has come up

with an appealing design? The Court says,
In the case of product design, as in the case of color, we think consumer
predisposition to equate the feature with the source does not exist.
Consumers are aware of the reality that, almost invariably, even the most
unusual of product designs—such as a cocktail shaker shaped like a
penguin—is intended not to identify the source, but to render the product
itself more useful or more appealing.

Do you agree? Is the court offering an empirical prediction? (“If surveyed,
most consumers would agree that most designs are not source identifying but
rather serve to make the product more appealing or useful.”) Or is it offering a
per se rule designed to facilitate imitation and competition—at least in the realms
of color and design—in order to drive prices down, even if consumers do regard
the designs as source identifying?

4.) Are the following terms generic? Google? (As in “I Googled him.”) Roller-
blades? (As in “I need to buy some new Rollerblades before I start practicing law
in L.A.”) “Scotch tape” (As in “Do you have any Scotch Tape? | need to wrap my
Mother’s Day present.) Kleenex? Purell? Is Coke generic for all cola drinks? For
all sodas? (If you are from the American South?)
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CHAPTER SIX
Grounds for Refusing Registration

HIsl1

Section 1052 of the Lanham Act contains a series of grounds for refusing federal
registration of trademarks. We will take its subsections in turn.

1) 1052(a)

No trademark by which the goods of the applicant may be

distinguished from the goods of others shall be refused registration

on the principal register on account of its nature unless it—
(a) Consists of or comprises immoral, deceptive, or scandalous
matter; or matter which may disparage or falsely suggest a
connection with persons, living or dead, institutions, beliefs, or
national symbols, or bring them into contempt, or disrepute; or a
geographical indication which, when used on or in connection
with wines or spirits, identifies a place other than the origin of the
goods and is first used on or in connection with wines or spirits
by the applicant on or after one year after the date on which the
WTO Agreement (as defined in section 3501 (9) of title 19) enters
into force with respect to the United States.

Note: The last clause of 1052(a) was inserted to comply with the TRIPS Agreement. It
prohibits geographical indications on wines and spirits that identify a place other than
their origin, even if the term is not misleading; “Champagne” cannot be used on sparkling
wine unless it comes from Champagne, France. (Or unless the wine was grandfathered
in by being used before the relevant date. Hence the excellent Chandon Brut sparkling
wine from California may not use the term champagne but Cooks Champagne may.)

i.) Disparaging marks. In June 2014, the Trademark Trial and Appeal Board (TTAB)
cancelled the federal registration of six trademarks containing the term REDSKINS—
issued between 1967 and 1990—on the basis that they were disparaging to Native
Americans in violation of section 1052(a). In an earlier case from 1999, the TTAB found
that those same marks were disparaging, but that decision was reversed in 2003 by the
United States District Court for the District of Columbia, which held that there was
insufficient evidence to support the disparagement finding, and that the claim was barred
by laches. The 2014 decision revisited the question of disparagement, using a two-step
inquiry: “What is the meaning of the matter in question?” and “Is the meaning of the
marks one that may disparage Native Americans?” We will first consider the District
Court case and then the more recent TTAB decision.
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Pro-Football, Inc. v. Suzan Shown Harjo
284 F.Supp.2d 96 (D.D.C. 2003)

[1¢]]

KOLLAR-KOTELLY, District Judge.

Presently before the Court are cross motions for summary judgment in this long-
running trademark cancellation case. At issue in this appeal is the decision of the Trial
Trademark and Appeal Board (“TTAB” or the “Board”) to cancel six federal trademark
registrations involving the professional football team, the Washington Redskins, because
it found that the marks “may disparage” Native Americans or “bring them into contempt,
or disrepute.” While the national debate over the use of Native American terminology
and imagery as depictions for sports teams continues to raise serious questions and
arouse the passions of committed individuals on both sides of the issue, the Court’s
decision on the motions before it does not venture into this thicket of public policy.
Rather, at the summary judgment stage, the Court only assesses the legal sufficiency of
the TTAB’s decision. . . . The Court’s conclusions in this case, as to the sufficiency of
the evidence before the TTAB and the applicability of the laches defense, should not be
interpreted as reflecting, one way or the other, this Court’s views as to whether the use
of the term “Washington Redskins” may be disparaging to Native Americans. [T]he
Court concludes that the TTAB’s decision must be reversed.

Two of the challenged Redskins trademarks. Images from the USPTO trademark record.

Il. FACTUAL BACKGROUND

Pro-Football, Inc. (“Pro-Football”), Plaintiff in the current action and Respondent
in the trademark action below, holds six trademarks containing the word, or a derivative
of the word, “redskin(s)” that are registered with the Patent and Trademark Office
(“PTO”). In September 1992, Suzan Shown Harjo and six other Native Americans
(collectively, “Defendants” or “Petitioners™) petitioned the TTAB to cancel the six
trademarks, arguing that the use of the word “redskin(s)” is “scandalous,” “may . . .
disparage” Native Americans, and may cast Native Americans into “contempt, or
disrepute” in violation of section 2(a) of the Lanham Trademark Act of 1946 (“Lanham
Act” or “Act”). Pro-Football raised several affirmative defenses in the TTAB action.
These included arguments that section 2(a) of the Lanham Act unconstitutionally
impinges on First Amendment speech rights, that it also contravenes Fifth Amendment
due process rights, and that the Petitioners’ challenge to the trademarks was barred by
the equitable defense of laches.

In a pretrial order issued in March of 1994, the TTAB struck each of those
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defenses. The TTAB dismissed Pro-Football’s constitutional defenses because assessing
the constitutionality of a statute is “beyond the Board’s authority. On April 2, 1999, five
years after issuing its pretrial order, the TTAB issued a cancellation order in which it
scheduled the cancellation of the contested trademarks. The TTAB based its decision on
the conclusion that the trademarks “may be disparaging of Native Americans to a
substantial composite of this group of people,” and “may bring Native Americans into
contempt or disrepute.”

In its complaint, Pro-Football presents five causes of action supporting its request
that the Court overturn the TTAB’s cancellation order. It argues first that the trademarks
do not disparage Native Americans and second that they do not bring Native Americans
into contempt or disrepute. In the third cause of action, Pro-Football contends that section
2(a) of the Lanham Act violates the First Amendment because it is a vague, overbroad,
and content-based restriction on speech. Fourth, it asserts that section 2(a) is unduly
vague in violation of the Fifth Amendment. Id. Finally, it argues that the Defendants’
cancellation petition was barred by the doctrine of laches.

Defendants filed an answer to the complaint on August 30, 1999, and,
subsequently, a motion seeking dismissal of Pro-Football’s constitutional and laches
claims or, alternatively, judgment on the pleadings with regard to those claims. After
receiving thorough briefing on the motion, the Court held a motions hearing on the record
on June 29, 2000, and requested limited additional briefing. The parties submitted
additional briefings pursuant to that request.

a. The Origins of the Trademarks at Issue

Plaintiff Pro-Football, Inc. is a Maryland corporation with its principal place of
business in Virginia. Pro-Football is the owner of the Washington Redskins, a professional
football franchise located in the Washington, D.C. area, and one of the thirty-two member
clubs of the National Football League (“NFL”). ... On or about July 8, 1932, George
Preston Marshall, along with Vincent Bendix, Jay O’Brien, and Dorland Doyle, purchased
a then-inactive Boston National Football League franchise. Within the year, his co-owners
dropped out and Mr. Marshall was left as the sole owner of the franchise. Id. The Boston
team played the 1932 season in Braves Field, home of Boston’s then-National League
baseball team, and like the baseball team, were known as “The Braves.” Id. On or about
July 8, 1933, Mr. Marshall officially changed the name of his franchise from the “Boston
Braves” to the “Boston Redskins.” Id. § 5. Mr. Marshall chose to rename his franchise the
Redskins in honor of the team’s head coach, William “Lone Star” Dietz, who was a Native
American. Id. Around this time, i.e. the 1930’s, the Redskins began to use the marks in
commerce. Id. On or about February 13, 1937, the Boston Redskins franchise moved to the
Washington, D.C. area and were re-christened the “Washington Redskins.” Id. 9. On or
about September 16, 1937, the day of the Redskins’ first game in Washington, D.C., the
Redskins began to use the mark “WASHINGTON REDSKINS” in commerce.

[The marks at issue were registered in 1967, 1974, 1978, and 1990.]

a. The Expert Linguist Testimony

During the proceedings below, Petitioners presented the testimony of Geoffrey
Nunberg, a linguistics expert, while Pro-Football presented the testimony of David
Barnhart and Ronald Butters, who also are linguistics experts. The experts explained that
linguistics is “the study of language and its uses, both generally and within particular
populations or historical contexts; and that lexicography is the branch of linguistics
concerned with the meaning of words with respect to the production of dictionaries.” Id.
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The Board then summarized the testimony of these experts. After compiling this
summary, the TTAB essentially made five findings of fact regarding the linguists’
testimony. These findings of fact are:

1. “There is no dispute among the linguistics experts that the word ‘redskin(s)’ has
been used historically to refer to Native Americans, and is still understood, in many
contexts, as a reference to Native Americans.”

2. “[FJrom at least the mid-1960’s to the present, the word ‘redskin(s)” has dropped
out of written and most spoken language as a reference to Native Americans.” Id.

3. “[F]Jrom at least the mid-1960°s to the present, the words ‘Native American,’
‘Indian,” and ‘American Indian’ are used in spoken and written language to refer to
Native Americans.” 1d.

4. “[F]rom at least the mid-1960’s to the present, the word ‘redskin(s)’ appears often
in spoken and written language only as a reference to respondent’s football team.” 1d.

5. “The experts agree the evidence of record establishes that, until at least the
middle of this century, spoken and written language often referred to Native Americans
in a derogatory, or at least condescending, manner and that references to Native Americans
were often accompanied by derogatory adjectives and/or in contexts indicating savagery
and/or violence.” Id. (noting that “[t]here is no dispute that, while many of these usage
examples refer to Native Americans as ‘Indians,” the word ‘Indian’ has remained in the
English language as an acceptable reference to Native Americans during the second half
of this century”).

Importantly, in making these findings of fact, the TTAB specifically indicated where
it was declining to make certain findings of fact regarding the linguistic expert testimony.
First, with regard to the testimony of the experts “about the denotation and connotation of
‘redskin(s)’ as a reference to Native Americans and as it appears in the name of respondent’s
football team,” the TTAB found that “[t]Jo some extent, this testimony is self-serving and
the opinions of the different individuals seem to negate each other’s assertions, which offsets
whatever probative value could be attributed to this portion of their testimony.” Second,
with regard to the question of “significance of the word ‘redskin(s)[‘] in written and spoken
language from the 1960°s to the present, both as a reference to Native Americans and as part
of the name of respondent’s football team,” the TTAB reasoned that this testimony reached
the ultimate legal inquiry that was before the TTAB and therefore was not considered in
rendering its decision. Id. Third, the TTAB noted that in reaching their conclusions, the
experts made statements that required “scrutiny.” Id. at 1732. The TTAB stated:

For example, while respondent’s linguistics experts contend that the word
“redskin(s)” is merely an informal term, petitioners’ expert notes,
credibly, that such a characterization does not address the issue of whether
the connotation of ‘redskin(s)’ in any given instance is negative, neutral
or positive. Nor does the characterization of the word “redskin(s)” as
informal adequately address the question of why the word appears, on this
record, to have entirely dropped out of spoken and written language since,
at least, the 1960’s, except in reference to respondent’s football team.

Finally, the Board summarized the dictionary results that were in evidence and
simply cataloged the evidence without making any specific findings of fact:

Looking to dictionary definitions of the word “redskin(s),” the experts agree that
the many dictionaries in evidence, including dictionaries from the time periods when
each of the challenged registrations issued, define “redskin” as a Native American
person; that one dictionary also defines “Redskin” as respondent’s professional football
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team; and that several dictionaries, dating from 1966 to the present, include usage labels
indicating that the word “redskin” is an offensive reference to Native Americans, whereas
several dictionaries, dating from 1965 to 1980, do not include such usage labels in
defining “redskin.” Predictably, the experts’ opinions differ as to the significance to be
attached to the usage labels, or the lack thereof. We find these contradictory opinions of
little value in resolving this dispute. Thus, we have considered the dictionary definitions
themselves in the context of the entire record.

b. The Survey Evidence

Survey expert Dr. Ivan Ross, President of Ross Research and a former Professor of
Marketing and Adjunct Professor of Psychology with the Carlson School of Management
of the University of Minnesota testified by deposition in the TTAB proceeding. Defs.” Stmt.
1 15. In March of 1996, Dr. Ross conducted a survey for purposes of this case. Id. Dr. Ross
stated that the purpose of the survey was “to determine the perceptions of a substantial
composite of the general population and of Native Americans to the word “redskin(s)” as
a reference to Native Americans.” Dr. Ross surveyed three hundred and one American
adults and three hundred and fifty-eight Native American adults. Id. (observing that both
groups included men and women ages 16 and above).

The Native American group was “a stratified sample.” Id. First, Dr. Ross selected the
twenty states with the highest numbers of Native Americans, excluding Alaska and Hawaii.
Pl.’s Mot., Ex. 196, Ross Rep., Letter to lvan Ross from Jim Robinson on “Method of
Drawing Sample for Native American Project” at 1. After selecting these twenty states, the
Business Research Bureau of the University of South Dakota stratified the counties by
percentage of population which is Native American. Id. Dr. Ross’s polling firm selected the
top fifty counties from among all twenty states, for which a random sample was then drawn.
Id. These counties fell in only thirteen states. Id. The final step in getting a sample involved
Dr. Ross’s polling firm taking precautions against polling only in urban areas. The net result
was a sample where the top fifty census tracts fell into only twelve states. According to Dr.
Ross, the Native American sample reflected “a consistent mix of rural and urban Native
Americans; and included both registered members of Indian tribes and non-registered
individuals who identified themselves as Native American.”

The survey was constructed as follows: Individuals in both population groups were
read a list, in varying order, of the following terms: “Native American,” “Buck,” “Brave,”
“Redskin,” “Injun,” “Indian,” and “Squaw.” With respect to each term, participants were
asked whether or not they, or others, would be “offended” by the use of the term and, if so,
why. Dr. Ross testified that he chose these terms as representative of a spectrum of
acceptability, positing that, in general, “Native American” would be likely to be considered
acceptable and “Injun” would be likely to be considered pejorative. Dr. Ross testified that,
for the question, he chose the word “offensive” as most likely to reflect, to those unfamiliar
with trademark law, the behavioral concepts embodied in the terms “scandalous” and
“disparaging” in the trademark law. Dr. Ross stated that asking participants whether others
might be offended is an accepted additional means of obtaining the speaker’s opinion, based
on the assumption that the speaker may be circumspect in answering a direct question.

On the basis of these questions, Dr. Ross found that 46.2% of the general
population sample would be personally offended by the use of the term “redskin” and
36.6% of the Native American population sample would be personally offended by the
use of the term “redskin.” Id.

Pro-Football did not conduct its own survey; however, it did provide an expert
witness to critique Dr. Ross’s survey. Id. Dr. Jacob Jacoby, a psychologist and expert in
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the area of marketing and trademark surveys made a number of criticisms. His critique
of the questions asked stated that:
o the questions in the survey were leading and not neutral;
o thelists of words referring to Native Americans contained an insufficient number
of terms;
e in using the term “offensive” in its questions, the survey did not illicit the
necessary information for a determination under section 2(a);
e asking questions about what others think leads to ambiguous results. 1d.

[For these reasons among others Dr. Jacoby was led to] conclude that the survey
was completely unscientific. Id. In addition, Dr. Jacoby found the survey flawed because
it sought the current views of its participants rather than their perceptions during the
relevant time period. Id. Finally, Dr. Jacoby observed that the survey was a failure
because it did not ascertain the perceptions of those questioned on the use of the word
“redskin(s)” in the context of Pro-Football’s entertainment services. Id.

After detailing the evidence on the surveys, the Board ignored Dr. Jacoby’s detailed
criticisms and made basically three findings of fact regarding this survey evidence:

1. “After careful consideration of Dr. Ross’ testimony, the survey report and the
substantial survey data in the record, we find ample support for the viability of the survey
methodology used, including the sampling plan, the principal questions asked, and the
manner in which the survey was conducted.”

2. “We find no error in including adults aged 16 and above in the survey, even though
the younger participants were not alive, or not adults, at the time of registration of several
of respondent’s marks herein. Dr. Ross does not represent this survey as anything other than
a survey of current attitudes as of the time the survey was conducted.” Id.

3. “In this regard, we find that the survey adequately represents the views of the
two populations sampled. While certainly far from dispositive of the question before us
in this case, it is relevant and we have accorded some probative value to this survey, as
discussed in our legal analysis . .. .” Id.

The Board indicated, however, that the Ross survey was “not without flaws.” Id.
In particular, the Board did not accord any weight to the survey results pertaining to the
participants’ conjecture about the views of others. Id. The TTAB also observed that “a
survey of attitudes as of the dates of registration of the challenged registrations would
have been extremely relevant in this case.” Id. (emphasis added). Additionally, the Board
noted that “a survey that considered participants’ views of the word ‘redskin(s)” as used
by respondent, the media and fans in connection with respondent’s football team would
have been extremely relevant.” 1d. (emphasis added).

IV. DISCUSSION

A. The Evidence Below is Insufficient to Conclude that During the Relevant Time
Periods the Trademarks at Issue Disparaged Native Americans or Brought Them
Into Contempt or Disrepute

Essentially, this appeal presents the question of whether the TTAB’s decision that
the registered marks “may disparage” Native Americans was supported by “substantial
evidence.” Under the section 2(a) of the Lanham Act:

No trade-mark by which the goods of the applicant may be distinguished
from the goods of others shall be refused registration on the principal
register on account of its nature unless it—
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(a) Consists of or comprises immoral, deceptive, or scandalous mat-

ter; or matter which may disparage . . . persons, living or dead, in-

stitutions, beliefs, or national symbols, or bring them into contempt,

or disrepute. . . .
15 U.S.C. § 1052(a). In reaching its decision, the TTAB concluded that the registrations
at issue did not comprise “scandalous matter.” That decision has not been appealed and is
not before this Court. The TTAB also conflated the “contempt or disrepute” inquiry with
the “disparage” inquiry. . . . In other words, the TTAB concluded that “the guidelines
enunciated, in connection with determining whether matter in a mark may be disparaging
are equally applicable to determining whether such matter brings ‘persons, living or dead,
institutions, beliefs, or national symbols into contempt or disrepute.”” None of the parties
argue that the TTAB’s decision to treat “disparage” in the same manner as “contempt or
disrepute” was error. Therefore, the Court has not reviewed this legal determination and
in assessing the TTAB’s decision, only reviews whether the marks at issue “may
disparage” Native Americans, which includes whether the marks bring Native Americans
into contempt or disrepute.

Pursuant to section 14 of the Lanham Act “any person who believes that he is or
will be damaged by the registration of a mark™ may file a petition to cancel a registration
“[w]ithin five years from the date of the registration of the mark,” or “[a]t any time . . .
if its registration was obtained fraudulently or contrary to the provisions of . . . subsection
(@), (b), or (c) of section 1052 of this title....” 15 U.S.C. § 1064.

2. The TTAB’s Disparagement Conclusion is a Question of Fact

As discussed supra, the TTAB’s findings of fact are reviewed under the substantial
evidence test. However, while the Court is unable to find any helpful precedent on point, it
would appear that, by analogy, there is a dispute in authority as to whether the “ultimate”
guestion about whether a trademark “may disparage” would be treated as one of fact or one
of law. The parties have not directly addressed this question in their papers. The Federal
Circuit has held that the question of whether a trademark is scandalous under section 2(a) of
the Lanham Act is treated as a question of law. In re Mavety Media Group Ltd., 33 F.3d 1367,
1371 (Fed. Cir. 1994) (“The determination that a mark comprises scandalous matter is a
conclusion of law based upon underlying factual inquiries. . . . Therefore, while we review
the Board’s underlying fact findings for clear error, we review de novo the Board’s ultimate
legal conclusion of scandalousness.”). In making this decision, the Federal Circuit analogized
to cases involving “likelihood of confusion” scenarios.

The Court’s research reveals, however, that the courts of appeals are split over
whether, in the context of “likelihood of confusion” cases, the “ultimate” question as to
whether the trademarks are similar is one of fact or of law. The majority view, that the
question is a pure question of fact, is considered to be “the better view.” Restatement
(Third) of Unfair Competition § 21 cmt. m (1995).

The Court agrees with the majority view. Whether the six trademarks disparage
Native Americans is ultimately a fact-bound conclusion that rests with the fact-finder in
the first instance.

3. The TTAB’s Findings of Fact

The Court’s review of the TTAB’s findings of fact is limited by necessity given the
paucity of actual findings of fact made by the TTAB. Even though it spent fourteen pages
cataloging the evidence in the case, the TTAB made specific findings of fact in only two
areas: (1) linguists testimony, and (2) survey evidence.
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b. TTAB’s Findings Regarding Dr. Ross’s Survey

The Board basically made three findings of fact regarding this survey evidence.
First, the Board found that the survey methodology was sound. Second, the TTAB found
that the survey was nothing more than “a survey of current attitudes as of the time the
survey was conducted.” Id. Finally, the Board concluded that the survey adequately
represents the views of the two populations sampled.” Id.

First, the Court finds that there is substantial evidence for the narrow conclusion
that the survey represents nothing more “than a survey of current attitudes at the time the
survey was conducted.” Id. This fact does not appear disputed by either side and therefore
it would be difficult for the Court to conclude that this conclusion was not supported by
substantial evidence.

In regard to the TTAB’s decision that the survey methodology used was appropriate,
the Court finds that there is substantial evidence to show that this methodology supported a
survey that did nothing more “than survey . . . current attitudes.” 1d. However, to the extent
that the TTAB’s finding purported to hold that the methodology was proper to extrapolate
the survey results to the Native American population at large, the Court must disagree that
substantial evidence supports this conclusion.

First, the TTAB’s opinion presents no defense to the critique by Dr. Jacoby that the
survey improperly extrapolated the views of its respondents to the Native American
population as a whole. See id. As discussed earlier, a review for substantial evidence “in-
volves examination of the record as a whole, taking into account evidence that both justifies
and detracts from an agency’s decision.” Instead of explaining why Dr. Jacoby’s critique
was flawed, the Board concludes-with no explanation-that the survey “represents the views
of the two populations sampled.” Id. Dr. Jacoby’s criticisms, while listed by the TTAB, are
never engaged. They are simply cast aside with an empty phrase such as “no survey is per-
fect.” This case is not one where Dr. Jacoby testified before the TTAB and the TTAB mem-
bers could observe the demeanor of this witness and reach conclusions as to whether to
credit his testimony. The evidence for both Drs. Ross and Jacoby was on a cold record which
ordinarily would require an explanation as to why evidence is credited or rejected. . . .

The Court, therefore, concludes that the TTAB’s decision to extrapolate the results
of the Ross Survey to the Native American population as a whole was not supported by
substantial evidence. Critiques by Dr. Jacoby went unanswered in the TTAB opinion.
Conclusory statements such as “no survey is perfect” do not assist the Court in
understanding the basis for accepting Dr. Ross’s decision to extrapolate his results to the
Native American population as a whole. Indeed, counsel at the July 23, 2003, motions
hearing came up with the extrapolation figure on the spot by doing “plain arithmetic”
based on information not in the record For all of these reasons, the Court concludes that
the decision of the TTAB to extrapolate the Ross Survey results to the Native American
population as a whole is not supported by substantial evidence.

b. The Meaning of “May Disparage”

After acknowledging the dearth of precedent to guide their hand in interpreting the
disparagement clause of section 2 the TTAB approached the task as it would a charge of
scandalousness under section 2(a). Id. No party disputes this approach and the Court finds
no error in treating the two as similar for purposes of developing a conceptional framework.

The TTAB first defined the term “disparage” in accordance with the ordinary and
common meaning of the term. Id. From this review, the Board concluded that the trademarks
may disparage if they may “dishonor by comparison with what is inferior, slight, deprecate,
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degrade, or affect or injure by unjust comparison.” Id. The Board then observed that unlike
the inquiry into whether a trademark is scandalous, where the test looks to the reaction of
American society as a whole, a disparagement test is much more circumscribed and is
limited by section 2(a) of the Lanham Act. Id. The TTAB stated that “it is only logical that
in deciding whether the matter may be disparaging we look, not to American society as a
whole, . . . but to the views of the referenced group. The views of the referenced group, the
Board concluded, are “reasonably determined by the views of a substantial composite
thereof.” To determine the referenced group, the TTAB adopted the test from In re Hines,
which looks to “the perceptions of ‘those referred to, identified or implicated in some
recognizable manner by the involved mark.”” (“In determining whether or not a mark is
disparaging, the perceptions of the general public are irrelevant. Rather, because the portion
of section 2(a) proscribing disparaging marks targets certain persons, institutions or beliefs,
only the perceptions of those referred to, identified or implicated in some recognizable
manner by the involved mark are relevant to this determination.”). As the parties have not
objected to this approach and because this approach is often used in cancellation
proceedings, the Court does not find legal error in applying it to this proceeding.

In addition, the TTAB concluded that the addition of the term “may” before the
word “disparage” in the Lanham Act was to “avoid an interpretation of this provision
which would require an intent to disparage.” ([N]oting that such an interpretation shifts
the focus to whether the matter may be perceived as disparaging[.)] This conclusion is
also not disputed by the parties.

c. Determining if a Trademark is Disparaging

The Court concludes that the TTAB correctly stated the test for disparagement and
neither of the parties specifically dispute this approach. The Board stated:
[O]ur analysis is essentially a two-step process in which we ask, first:
What is the meaning of the matter in question, as it appears in the marks
and as those marks are used in connection with the services identified in
the registrations? Second, we ask: Is this meaning one that may
disparage Native Americans? As previously stated, both questions are to
be answered as of the dates of registration of the marks herein.
Since the oldest trademark in this case was issued in 1967 and the newest was issued in
1990, the Board “focus[ed its] determination of the issue of disparagement on the time
periods, between 1967 and 1990, when the subject registrations issued.” None of the
parties contest this approach and the Court finds no error in the TTAB’s articulation of
this test for disparagement.
5. The TTAB’s Finding of Disparagement
The Court concludes that the TTAB’s finding that the marks at issue “may disparage”
Native Americans is unsupported by substantial evidence, is logically flawed, and fails to
apply the correct legal standard to its own findings of fact. With no material facts in dispute,
the Court finds that Defendants” motion for summary judgment must be denied, and that
Pro-Football’s motion must be granted as to the Counts I and 1l of the Complaint. . . .

In 2014, the TTAB again addressed the question—using much the same body of
evidence as considered in the Harjo case.
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Amanda Blackhorse v. Pro-Football, Inc.
111 U.S.P.Q.2d 1080 (T.T.A.B. 2014)

[1¢]]

KUHLKE, Administrative Trademark Judge.

As noted above, as was found in the Harjo case, both by the Board and the District
Court, and conceded by respondent, “the meaning of the matter in question,” retains the
core meaning Native American when used as the name of respondent’s sports team. More
specifically, the term “redskin(s)” as used by respondent in its registered marks when used
in connection with professional football retains the “likely meaning” Native Americans.
Much of respondent’s evidence is directed to the first part of the test. Respondent’s argument
regarding “secondary meaning” in the sense that it has “a secondary or alternate meaning”
denoting a football team, is not persuasive in that the “secondary meaning” has not stripped
the word “redskins” of its “ethnic” meaning. See Squaw Valley, (Squaw Valley ski resort
meaning of squaw is “likely meaning” “rather than the meaning of Native American woman
or wife”). We turn then to the second question, “was the meaning one that may have
disparaged” a substantial composite, which need not be a majority, of Native Americans, at
the times of the registrations. The crux of this case is whether or not this record supports
petitioners’ contention that the answer to that question is yes.

Respondent contends that it does not and characterizes the record as, at most, showing
a handful of individuals (the Harjo petitioners, the current petitioners, the letter writers, a
few individuals from various organizations) who have their own individual opinion. Such a
characterization, however, ignores, and is contradicted by the substantial evidence of record.

NCAI Resolution 93-11 represents the views of a substantial composite of Native
Americans. NCAI consists of member tribes from across the United States and they voice
their collective opinion through the Executive Council by resolutions. A resolution from the
oldest Native American organization composed of tribes from across the United States and
structured in a manner to represent the collective opinion of its membership through reso-
lutions is strong evidence of the views of Native Americans. The NCAI members through-
out the relevant time period represent approximately 30 percent of Native Americans.

The trend in dictionary usage labels also corroborates the time frame of objections
from Native Americans starting in the late sixties and continuing through the nineties as
lexicographers begin and finally uniformly label the term as “offensive” or
“disparaging.” The recognition that this racial designation based on skin color is
disparaging to Native Americans is also demonstrated by the near complete drop-off in
usage of “redskins” as a reference to Native Americans beginning in the 1960’s. . . .

The record establishes that, at a minimum, approximately thirty percent of Native
Americans found the term REDSKINS used in connection with respondent’s services to
be disparaging at all times including 1967, 1972, 1974, 1978 and 1990. Section 2(a)
prohibits registration of matter that disparages a substantial composite, which need not
be a majority, of the referenced group. Thirty percent is without doubt a substantial
composite. To determine otherwise means it is acceptable to subject to disparagement 1
out of every 3 individuals, or as in this case approximately 626,095 out of 1,878,285 in
1990. There is nothing in the Trademark Act, which expressly prohibits registration of
disparaging terms, or in its legislative history, to permit that level of disparagement of a
group and, therefore, we find this showing of thirty percent to be more than substantial.

Respondent has introduced evidence that some in the Native American community
do not find the term “Redskin” disparaging when it is used in connection with professional
football. While this may reveal differing opinions within the community, it does not
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negate the opinions of those who find it disparaging. The ultimate decision is based on
whether the evidence shows that a substantial composite of the Native American
population found the term “Redskins” to be disparaging when the respective registrations
issued. Heeb Media LLC, 89 USPQ2d at 1077. Therefore, once a substantial composite
has been found, the mere existence of differing opinions cannot change the conclusion.

In view of the above, petitioners have shown by a preponderance of the evidence
that a substantial composite of Native Americans found the term REDSKINS to be
disparaging in connection with respondent’s services during the relevant time frame of
1967-1990. Accordingly, the six registrations must be cancelled as required under
Sections 2(a) and 14(3) of the Trademark Act.

BERGSMAN, Administrative Trademark Judge, dissenting.

I respectfully dissent from the majority’s decision to grant the petition on the claim
of disparagement because the dictionary evidence relied upon by the majority is
inconclusive and there is no reliable evidence to corroborate the membership of National
Council of American Indians.

To be clear, this case is not about the controversy, currently playing out in the
media, over whether the term “redskins,” as the name of Washington’s professional
football team, is disparaging to Native Americans today. The provisions of the statute
under which the Board must decide this case—88 2(a) and 14(3) of the Trademark
Act, 15 U.S.C. 8§88 1052(a) and 1064(3)—require us to answer a much narrower, legal
guestion: whether the evidence made of record in this case establishes that the term
“redskins” was disparaging to a substantial composite of Native Americans at the time
each of the challenged registrations issued. See generally Consorzio del Prosciutto di
Parma v. Parma Sausage Prods., Inc., 23 USPQ2d 1894, 1898-99 (TTAB 1992) (dis-
cussing the language of Lanham Act § 14(3) and explaining that the “registration was
obtained” language Congress used to specify when a registration for a mark may be
cancelled under the enumerated statutory provisions, such as 8§ 2(a), “shows an intent
that only if it should not have issued in the first place should a registration more than
five years old be cancelled™).

The new petitioners here have filed a petition to cancel the same registrations on one
of the same grounds asserted in the Harjo cancellation proceeding originally filed with the
Board. Not only is this claim the same as one in the Harjo cancellation proceeding, but the
evidence relating to whether the term “redskins” was disparaging to Native Americans
during the relevant time period predominantly is the same as well. As noted by the majority,
in this case the new petitioners re-submitted most of the same evidence that the Harjo
petitioners submitted—evidence which the district court previously ruled was insufficient
to support an order to cancel the challenged registrations as disparaging. . . . Thus, beyond
the statutory constraint that the Board can decide only whether the marks can remain
registered, the Board’s decision also is constrained by the evidence placed before it. The
new petitioners in this proceeding made the decision to simply re-use the trial record from
the previous Harjo litigation, without substantial augmentation. The D.C. Circuit Court of
Appeals did not overturn the district court’s ruling in Harjo 1l that the evidence introduced
at the Board in the Harjo cancellation proceeding was insufficient to support the Board’s
decision in that case. Nor has the passage of time aided what could be described as a stale
record. The consequence of petitioners’ decision to rely on the same evidence previously
found insufficient to support cancellation without substantial augmentation is that the
evidence before the Board in this case remains insufficient as well.

By this dissent, | am not suggesting that the term “redskins” was not disparaging
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in 1967, 1974, 1978, and 1990 (the registration dates at issue). Rather, my conclusion is
that the evidence petitioners put forth fails to show that it was.

Questions:
1.) The TTAB decision is being appealed. Will it be reversed or upheld? Why?

2.) If the TTAB decision is upheld, what are the practical effects? Are the Washington
Redskins forbidden from using the mark? May others now use the mark without
payment? How does that exert pressure on the Redskins? Remember, the loss of a
Federally registered leaves behind common law marks—both state marks and Federal
protection under section 1125(a).

3.) Any standard to adjudicate 1052(a) cancellation of disparaging marks has to answer
the central “what, who, how many and when” questions.

a.) “What”? The TTAB and the District Court agreed that the meaning of the word
“Redskins” was to refer to Native Americans. It rejected an argument that that term had
dropped out of usage and that the primary significance of the term was now its reference
to the team. Do you agree? If you heard the word in a conversation, e.g. “How about
those redskins?” what or who would you assume it referred to? Does it matter, so long
as some people find the term offensive? Is the stylized Native American featured on the
logo important to the analysis of the word mark?

b.) “Who? Whose view of whether a mark is disparaging is relevant? The TTAB and
the District Court believed it was those who believed they were being disparaged. Do you
agree? And who has standing to oppose registration of a mark? The TTAB said that the
plaintiffs must have a “real interest’—meaning “a legitimate personal interest”—in the
outcome of the proceeding. The five Native American plaintiffs, all of whom found
“redskins” disparaging, readily met that standard. Amanda Blackhorse et al v. Pro-Football,
Inc. (TTAB 2014). Do you agree? Does this meet the Article 3 threshold for standing?

c¢.) “How many”? How many members of a group need to find the mark disparag-
ing in order to satisfy the standard for cancellation? The TTAB found that when 30% of
a group finds a term disparaging, this is a “substantial composite” sufficient to prohibit
federal registration. Is this threshold high? Low? What kind of evidentiary showing
should be required?

d.) “When”? The court and the TTAB agreed that the relevant date at which the
finding of disparagement had to be made was at the time of registration, which in the
case of the earliest mark was 1967. Do you agree that is the relevant time frame? What
if a mark we find wildly offensive today had been registered when the term was regarded
as respectable? Should it be subject to cancellation nevertheless?

4.) A 2010 case prevented registration of KHORAN for wine because the term would be
recognized as referring to the Koran, and its use on wine disparaged the beliefs of Muslim
Americans. See In re Lebanese Arak Corp., 94 USPQ2d 1215 (TTAB 2010). Sound?

PROBLEM 6-1

Does 1052(a) abridge the freedom of speech in a way that violates the First
Amendment? Consider these materials in developing your answer.
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The courts that have considered the issue have so far held that there are no First
Amendment problems with § 1052(a). Their argument is that “the refusal to register a
mark does not proscribe any conduct or suppress any form of expression because it
does not affect the applicant’s right to use the mark in question.” In re Boulevard
Entertainment, Inc., 334 F.3d 1336, 1343 (Fed. Cir. 2003). Because the Redskins are
free to go on using the mark (but without the benefits of Federal Registration) the
court would be arguing that there is no impermissible restriction of the right to speak—
this is the denial of an extra “benefit.” Do you agree? If the US Post Office gives a
preferential mailing rate to newspapers, may it restrict that rate to newspapers that
espouse tolerance? May it deny the rate to offensive or disparaging newspapers?
Consider the following analysis.

[1t is clear that section 2(a) of the Lanham Act is a selective denial of a
government benefit (trademark registration) to a particular means of
communication on the basis of content. The government benefit, granted
to inoffensive trademarks but denied to scandalous or disparaging
trademarks, is the right to prevent others from using the trademarked
word, term, name, or symbol in commerce. Thus, the commercial value
of the speech, not expression of the speech itself, is burdened by section
2(a)’s content discrimination. However, the proposition that government
may financially burden speech on the basis of its content was
unanimously rejected by the Supreme Court in Simon & Schuster, Inc. v.
Members of the New York State Crime Victims Board. Schuster decision
invalidated New York’s “Son of Sam” law. Under the “Son of Sam” law,
any publisher, if contracting with an accused or convicted criminal for a
literary work relating to the author’s crimes, had to pay royalties
ordinarily due the criminal into a special escrow account. This escrow
account was reserved to satisfy civil judgments against the criminal
brought by his or her victim within five years. The “Son of Sam” law
prohibited no speech. . . . Nonetheless, the Court characterized the law as
one that “plainly imposes a financial disincentive only on speech of a
particular content.” According to the Court, government control of the
right to profit from speech raised the same concerns as government
control of the right to speak itself: “[T]he government’s ability to impose
content-based burdens on speech raises the specter that the government
may effectively drive certain ideas or viewpoints from the marketplace.
The First Amendment presumptively places this sort of discrimination
beyond the power of the government.” . . . [S]ection 2(a) places a financial
burden on scandalous and disparaging trademarks on the basis of their
content. As this exercise of government power has the potential to drive
particular forms of expression from the marketplace, it must be subjected
to First Amendment scrutiny.

Jeffrey Lefstin, “Does the First Amendment Bar Cancellation of REDSKINS?” 52
Stan. L.Rev. 665 (February 2000).

Do you agree with Mr. Lefstin’s analogy of § 1052(a) denials to the Simon &
Schuster case? What distinctions can you draw here? Was the content at issue in Simon
& Schuster “commercial speech” — not speech from which someone makes money;,
but an entity communicating directly in the marketplace about products and services?
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Even if 8 1052(a) is subject to First Amendment analysis, does it pass muster because
it is the regulation of commercial speech, which is subject to a lower level of scrutiny?
Commercial speech can be regulated without violating the First Amendment if:

1. The regulated speech is related to illegal activity, or

2. The speech is misleading, or

3. The government has a substantial interest in restricting the speech,

the regulation in question directly advances that interest, and

4. The law in question is narrowly tailored to serve the governmental

interest.

The general structure of the Lanham Act’s prohibitions aimed at preventing
likelihood of confusion, deception, mistake, and false commercial statements of fact
clearly passes muster under the second prong or alternatively the third and fourth
prongs of this test. Does the prohibition of disparaging speech do so? Is SFAA v USOC
of any use here?

Is § 1052(a)’s disparagement provision content-based regulation or view-
point-based regulation? (The latter is subject to a much higher constitutional burden.)
Does the question of how “disparaging” is defined and determined in practice — as laid
out in the cases above, help you answer that question? Would the Redskins be able to
register the marks “The Washington Tolerants” or the “DC Anti-Discriminators?” Is
the “may disparage” standard, with no requirement of intent and no definitive
guideline on what counts as disparaging, void for vagueness?

Is Rust v Sullivan, 500 U.S. 173 (1991), of any use here? In that case, the rules
at issue were Health and Human Services regulations that forbade, among other things,
medical entities receiving governmental funds for family planning services from
discussing abortion as one of the options available to its patients. It specifically forbade
them from providing information about abortion providers, or the desirability of abortion,
even upon direct request. Justice Rehnquist, writing for the majority, rejected a First
Amendment challenge. The case was complex, but the heart of the majority’s First
Amendment analysis was that the government itself was speaking (and paying others to
speak). Having paid the piper, it could call the tune:

[Petitioners] also assert that while the Government may place certain

conditions on the receipt of federal subsidies, it may not “discriminate

invidiously in its subsidies in such a way as to ‘ai[m] at the
suppression of dangerous ideas.”” Regan, supra, at 548 (quoting

Cammarano v. United States, 358 U.S. 498, 513 (1959)). There is no

guestion but that the statutory prohibition [at issue] is

constitutional. . . . The Government can, without violating the

Constitution, selectively fund a program to encourage certain

activities it believes to be in the public interest, without at the same

time funding an alternate program which seeks to deal with the

problem in another way. In so doing, the Government has not

discriminated on the basis of viewpoint; it has merely chosen to fund

one activity to the exclusion of the other.

Rust v. Sullivan, 500 U.S. at 192-93. Is the government itself “speaking” through a reg-
istered mark and choosing to “subsidize” only non disparaging speech? If so, would that
accord it greater leeway? Or does this lead to a slippery slope of remarkable steepness?
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ii.) Marks that falsely suggest a connection to persons. In addition to disparaging marks,
8§ 1052(a) also prohibits marks that “falsely suggest a connection with persons, living or
dead, institutions, beliefs, or national symbols.” Note that this is different from
disparagement — falsely suggesting a connection need not be disparaging. It is also distinct
from § 1052(c)’s prohibition on using names of particular living individuals, and § 1052(e)’s
prohibition on marks that are “primarily merely a surname” (both discussed below). The
provision barring false associations with “persons” emerged from the concepts of rights of
publicity and privacy. It only precludes registration when, among other things, “the plain-
tiff’s name or identity is of sufficient fame or reputation that when the defendant’s mark is
used on its goods or services, a connection with the plaintiff would be presumed.” So, for
example, BO BALL with a baseball/football design could not be registered because it falsely
suggested a connection with the famous athlete Bo Jackson, but DA VINCI could be regis-
tered for jewelry and leather giftware because reasonable buyers would not assume a con-
nection between Leonardo Da Vinci and the trademark owner’s products. See In re Sauer,
27 U.S.P.Q.2d 1073 (T.T.A.B. 1993), aff’d, 26 F.3d 140 (Fed. Cir. 1994); Lucien Piccard
Watch Corp. v. Crescent Corp., 314 F. Supp. 329 (S.D.N.Y. 1970). The descendants of Crazy
Horse, the Native American leader who strongly opposed alcohol use by his people, have
objected to the use of his name on “Crazy Horse Malt Liquor.” If they opposed a federal
registration of “Crazy Horse Malt Liquor” on disparagement grounds, would they succeed?
What would they need to show? What if they opposed a “Crazy Horse Gentleman’s Club”
mark for a domestic franchise of France’s famous “Crazy Horse” nude revue?

iii.) Immoral or scandalous marks. To determine whether a mark is too immoral or
scandalous to be registrable, courts look at whether a “substantial composite” of the
public views it as vulgar or offensive. Courts have held that terms such as BULLSHIT
and JACK-OFF have obvious vulgar meanings. But what if the mark in question is
capable of multiple meanings? Compare the two opinions below.

In re Marsha Fox
702 F.3d 633 (Fed. Cir. 2012)

[1¢]]

DYK, Circuit Judge.

The mark at issue here has two parts: a
literal element, consisting of the words COCK
SUCKER, and a design element, consisting of a
drawing of a crowing rooster. Since 1979, Fox has
used this mark to sell rooster-shaped chocolate
lollipops. . . . The consumers targeted by Fox’s
business are, primarily, fans of the University of
South Carolina and Jacksonville State University,
both of which employ gamecocks as their athletic
mascots. . . .

[T]he association of COCK SUCKER with
a poultry-themed product does not diminish the
vulgar meaning—it merely establishes an additional, non-vulgar meaning and a double
entendre. This is not a case in which the vulgar meaning of the mark’s literal element is
so obscure or so faintly evoked that a context that amplifies the non-vulgar meaning will
efface the vulgar meaning altogether. Rather, the mark is precisely what Fox intended it

Image from the USPTO Trademark record.
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to be: a double entendre, meaning both “rooster lollipop” and “one who performs
fellatio.” . ..

[T]here is no requirement in the statute that a mark’s vulgar meaning must be the
only relevant meaning—or even the most relevant meaning. Rather, as long as a
“substantial composite of the general public” perceives the mark, in context, to have a
vulgar meaning, the mark as a whole “consists of or comprises . . . scandalous matter.”
.. . We therefore see no reason why the PTO is required to prove anything more than the
existence of a vulgar meaning to a substantial composite of the general public in order
to justify its refusal. . . .

[T]he outcome of our decision is that Fox will remain free to use her mark in
commerce. She will be unable, however, to call upon the resources of the federal
government in order to enforce that mark.

In re Hershey
6 U.S.P.Q.2d 1470 (T.T.A.B. 1988)

[1¢]]

KRUGMAN, Admistrative Judge.

While the Examining Attorney has demonstrated that “pecker” is a slang
expression for penis, one reference, The American Thesaurus of Slang, bears a 1947
copyright notice indicating that said reference is over forty years old. The more recent
reference, the 1975 edition of The Dictionary of American Slang, indicates that use of
the term “pecker” meaning penis is rapidly becoming archaic. . . . [Dictionary] evidence,
standing alone, is at best marginal to demonstrate that the mark is a vulgar, slang
reference to male genitalia and would be recognized as such a reference by a substantial
composite of the general public. Moreover, applicant has demonstrated from dictionary
definitions of “pecker” that its primary meanings to the public are innocuous, namely,
one that pecks, a woodpecker or a bird’s bill. In addition, while not part of the mark
sought to be registered, the specimens of record comprise labels showing a design of a
bird appearing below the mark. . . . We conclude, therefore, that the term “BIG PECKER
BRAND?” is, at most, a double entendre, one meaning of which may be a vulgar reference
to male genitalia. However, considering the relative paucity of evidence concerning the
public’s perception of “pecker” as referring to penis and considering the bird head design
on the specimens reinforcing the more conventional meaning of the term, we believe the
mark neither offends morality nor raises scandal, and we reverse the refusal of
registration under Section 2(a).

PROBLEM 6-2

Hooters is often held up as the oldest example
of a restaurant subgenre dubbed “Breastaur-
ants”—defined by Wikipedia as “a restaurant
that has sexual undertones, most commonly
in the form of large-breasted, skimpily-
dressed waitresses and barmaids and double-
entendre brand name.” (Others include the
Tilted Kilt, Twin Peaks, Bone Daddy’s, and
Mugs & Jugs.) Hooters, on the other hand,
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has sometimes referred to itself as “a family restaurant.” HOOTERS owns numerous
trademarks including the term HOOTERS and the image of the owl peering through
the “OO0,” first registered in 1985 (Owls hoot).

Does the federal registration of the HOOTERS mark comply with 1052(a)? Is
it scandalous and immoral? Disparaging? Does your answer only go to the word mark,
or to the combination of word and logo? Both?

Your analysis will require you to answer the following:

1) What is the meaning of “Hooters”? Does the owl image make a difference?
Positive or negative? Would the reasoning of the Cox court and the Hershey TTAB
decision provide different answers?

2.) Did a “substantial composite” of the public or a particular group (which?) find the
term immoral, scandalous, or disparaging when it was registered?

3.) Who would have standing to challenge? The courts have been relatively generous
with standing in the context of cases alleging marks are immoral or scandalous, just
as they are in the disparaging marks cases. In Bromberg v. Carmel Self Service, Inc.,
198 U.S.P.Q. 176 (T.T.A.B. 1978), the TTAB held that two women had standing to
oppose a registration application of ONLY ABREAST IN THE MOUTH IS BETTER
THAN A LEG IN THE HAND for restaurant services on grounds that the mark was
immoral and scandalous, and disparaging to women, even though they were not in the
restaurant business and pleaded no commercial injury; they needed merely to be
“members of a group who may believe the mark to be scandalous.” (emphasis added.)
Is this enough to meet a constitutional standing requirement?

iv.) Deceptive marks. A deceptive mark can never be registered, unlike “deceptively
misdescriptive” marks (see the discussion of § 1052(e) below), which can be registered
upon acquiring secondary meaning. A mark is deceptive if its misrepresentation
materially affects purchasing decisions. LOVEE LAMB for car seat covers made entirely
of synthetic fibers and WHITE JASMINE for tea that contained no white tea were found
to be deceptive because they were likely to affect the purchasing decisions of customers
who wanted sheepskin seats, or the purported health benefits of white tea. See In re
Budge Mfg. Co., 857 F.2d 773 (Fed. Cir. 1988); In re White Jasmine LLC, 106 U.S.P.Q.2d
1385 (T.T.A.B. 2013).

2.) 1052(b)

Consists of or comprises the flag or coat of arms or other insignia of
the United States, or of any State or municipality, or of any foreign
nation, or any simulation thereof.

Flags and other government insignia. Section 1052(b) denies registration to a mark that
“consists of or comprises the flag or coat of arms or other insignia of the United States, or
of any State or municipality, or of any foreign nation, or any simulation thereof.”
Government “insignia” is a narrow category, and only includes “specific designs formally
adopted to serve as emblems of governmental authority,” such as flags and official seals.
Trademark Manual of Examining Procedure § 1204. Other national symbols, such as the
Statue of Liberty or the Capitol building, may be part of a registered mark, as long as the



170 GROUNDS FOR REFUSING REGISTRATION

mark does not falsely suggest a connection with the government in violation of § 1052(a).
Liberty Mut. Ins. Co. v. Liberty Ins. Co. of Tex., 185 F. Supp. 895 (E.D. Ark. 1960) (Liberty
Mutual Insurance Company had a valid registration of a mark using the Statue of Liberty);
Heroes, Inc. v. Boomer Esiason Hero’s Foundation, Inc., 43 U.S.P.Q.2d 1193 (D.D.C. 1997)
(charity had a valid registration for a mark that included an image of the Capitol building).
What is the policy behind keeping core “emblems of governmental authority” from serving
as registered trademarks, but allowing the registration of other national symbols?

Government entities are also precluded from registering official insignia as
trademarks. In re City of Houston, 101 U.S.P.Q.2d 1534 (T.T.A.B. 2012) (Houston could
not register its city seal). Outside of this narrow prohibition, however, the government
owns many marks. In the wake of recent wars, there has been an uptick in trademark
registrations by the Marines and other armed forces, along with efforts to protect their
brands. The Navy successfully objected to Disney’s efforts to trademark the name SEAL
TEAM 6. The Marines have objected to uses ranging from Marine-themed toilet paper
called “Leatherneck Wipes” to a Star Trek fan site called “Starfleet Marine Corps
Academy” that used the Marine Eagle (the website could keep the name but had to remove
the eagle). They have also objected to uses by veterans—for example, a veteran who
started a company called Semper Fidelis Garage Doors was required to remove the Marine
emblem from his trademark. Who should have the exclusive right to use something like
the Marine emblem as a source indicator? The government? Veterans? Disney?
Entrepreneurs who successfully associate it with a product?

3. 1052(c)

Consists of or comprises a name, portrait, or signature identifying a
particular living individual except by his written consent, or the
name, signature, or portrait of a deceased President of the United
States during the life of his widow, if any, except by the written
consent of the widow.

Names and portraits of living individuals. Section 1052(c) bars the registration of a mark
that “consists of or comprises a hame, portrait, or signature identifying a particular living
individual” or “deceased President of the United States during the life of his widow,” unless
there is written consent. (Does this language need to be amended if Hillary becomes
president?) This section only applies when “the person is so well known that the public
would assume a connection or there will be an association of the name and the mark as
used on the goods because the individual is publicly connected with the field in which the
mark is being used.” Ross v. Analytical Technology Inc., 51 U.S.P.Q.2d 1269 (TTAB 1999)
(James W. Ross, Jr. was sufficiently well-known in the field to bar registration of ROSS
for electrochemical analysis equipment). For example, registration of the marks OBAMA
PAJAMA, OBAMA BAHAMA PAJAMAS and BARACK’S JOCKS DRESS TO THE
LEFT was rejected because they clearly identified President Obama. In re Richard M.
Hoefflin, 97 U.S.P.Q.2d 1174, 2010 WL 5191373 (T.T.A.B. 2010). By contrast, the authors
of this casebook do not have § 1052(c) claims against BOYLES or JENNIFER HOME
FURNITURE, both registered marks for furniture stores, because the public would not
associate them with those trademarks.
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4)) 1052(d)

Consists of or comprises a mark which so resembles a mark registered
in the Patent and Trademark Office, or a mark or trade name
previously used in the United States by another and not abandoned,
as to be likely, when used on or in connection with the goods of the
applicant, to cause confusion, or to cause mistake, or to deceive:

Confusingly similar to existing marks. Section 1052(d) provides that a mark cannot be
registered if it is likely to cause confusion with another active mark, though concurrent
registration may be allowed in limited circumstances based on good faith prior use. The
test for likelihood of confusion at the registration stage is the same as that used for
infringement, and is explored in detail elsewhere in this book. Students who enter
trademark practice after graduation will spend considerable time assessing whether marks
proposed for registration are likely to cause confusion with existing marks.

5.) 1052(e)

Consists of a mark which
(1) when used on or in connection with the goods of the applicant
is merely descriptive or deceptively misdescriptive of them,
(2) when used on or in connection with the goods of the applicant
is primarily geographically descriptive of them, except as indica-
tions of regional origin may be registrable under section 1054 of
this title,
(3) when used on or in connection with the goods of the applicant
is primarily geographically deceptively misdescriptive of them,
(4) is primarily merely a surname, or
(5) comprises any matter that, as a whole, is functional.

Section 1052(e) precludes registration of a mark that is: functional, merely
descriptive or “deceptively misdescriptive”; “primarily geographically descriptive” or
“primarily geographically deceptively misdescriptive”; or “primarily merely a surname.”
However, marks within some of these categories can become registrable after they
acquire distinctiveness (see § 1052(f) below).

i.) § 1052(e) “deceptively misdescriptive” v. § 1052(a) “deceptive.” Marks that are
functional or merely descriptive, and the reasons they are ineligible for protection, have
already been discussed elsewhere in this chapter. But what about deceptively
misdescriptive marks? Like merely descriptive marks, these marks describe their
products in a way that falls short of being suggestive; however, the description is
misleading. The mark TITANIUM for RVs might be “merely descriptive” if the vehicles
are made of titanium, but is “deceptively misdescriptive” if the RVs do not contain
titanium. See Glendale Intern. Corp. v. U.S. Patent & Trademark Office, 374 F. Supp. 2d
479 (E.D. Va. 2005) (registration of TITANIUM for RVs that were not made of titanium
was properly rejected). The test is “(i) whether the mark misdescribes the goods to which
it applies; and (ii) whether consumers are likely to believe the misdescription.” Id. If the
misdescription is one that materially affects purchasing decisions—for example, if
consumers purchased TITANIUM RVs because they thought they were made of
titanium—then the mark goes beyond being deceptive misdescriptive and is flat out
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“deceptive” under 8 1052(a). The distinction between “deceptive” under § 1052(a) and
“deceptively misdescriptive” under § 1052(e) is important because deceptive marks are
never registrable, while deceptively misdescriptive marks can be registered if they
acquire distinctiveness (see § 1052(f) below).

ii.) Primarily geographically descriptive, or geographically deceptively misdescrip-
tive. For a mark to be geographically descriptive, consumers must assume that the goods or
services originated from the place designated in the mark. So, for example, CALIFORNIA
P1ZZA KITCHEN was found geographically descriptive. “[E]ven if applicant may have
opened a branch of its restaurant outside of California, we believe customers encountering
this out-of-state restaurant would believe that the services originated in California. It should
be noted that restaurant services would include the restaurant concept, menu, recipes, etc.,
and even though a customer in Atlanta, Georgia would obviously recognize that the
particular branch of the restaurant was physically located outside of California, he would be
likely to assume that the restaurant services such as the concept, recipes and even possibly
the food originated in the state of California. Thus, we believe that the primary significance
of “CALIFORNIA” in applicant’s mark would be its geographical significance.” In re
California Pizza Kitchen Inc., 10 U.S.P.Q.2d 1704 (T.T.A.B. 1988). Registration was thus
refused. Similarly, CAROLINA APPAREL for a clothing store was found geographically
descriptive. “Accordingly, although applicant acknowledges that its services are rendered in
the state of North Carolina, the actual items of clothing may come from a variety of
locations, applicant contends. It is applicant’s position, therefore, that the asserted mark is
not primarily geographically descriptive of its services.” The Board was not convinced by
this reasoning. “It is clear that the primary significance of the designation CAROLINA
APPAREL, APPAREL being generic and disclaimed by applicant, is geographic. The
addition of a generic term to a geographic term does not avoid the refusal of primary
geographic descriptiveness. Inasmuch as the services admittedly do or will come from the
place named in the mark, a public association of the services with the place named in the
mark is presumed. . . . Accordingly, there is clearly an association of applicant’s retail
clothing store services with the place named in the mark.” In re Carolina Apparel, 48
U.S.P.Q.2d 1542 (T.T.A.B. 1998). Registration was refused. Do you agree with these
conclusions? On the other hand, AMAZON for the online marketplace, SATURN for cars,
and ATLANTIC for the magazine are not geographically descriptive because there is no
goods/place association. While geographically descriptive marks are initially unregistrable,
they can be registered if they acquire distinctiveness (see 1052(f) below).

Examples of “geographically deceptively misdescriptive” marks include HAVANA
CLUB for cigars that were not from Cuba and NEAPOLITAN for sausages made in
Florida instead of Naples. Corporacion Habanos, S.A. v. Anncas, Inc., 88 U.S.P.Q.2d
1785, 2008 WL 4409768 (T.T.A.B. 2008); In re Jack’s Hi-Grade Foods, Inc., 226 U.S.P.Q.
1028 (T.T.A.B. 1985). However, a misleading mark might not be deemed geographically
deceptively misdescriptive if it does not mislead a “substantial portion of the intended
audience.” MOSKOVSKAYA—Russian for “of or from Moscow”—on vodka that was
not from Moscow was initially rejected for registration, but this decision was vacated and
remanded because it was not clear that the mark would deceive a substantial portion of
relevant consumers, as only 0.25% of the U.S. population speaks Russian. In re Spirits
Intern., N.V., 563 F.3d 1347 (Fed. Cir. 2009) (noting that if a larger percentage of vodka
consumers speak Russian, or non-Russian speakers would understand MOSKOVSKAYA
to suggest “from Moscow,” then this might amount to a substantial portion). Consider the
following: the mark SWISS ARMY KNIFE is used on penknives that are made in China
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rather than Switzerland. Is the mark registrable? Why or why not?

Some geographical terms, such as SWISS cheese and PEKING duck, have become
generic and cannot serve as trademarks at all. But if such terms gain secondary meaning,
they may become registrable. At one time, BUDWEISER was the generic term for beer
brewed according to a method pioneered in the town of Budweis. However, it is now as-
sociated in the minds of consumers with Anheuser-Busch and registrable in the US (though
not in the EU because of preexisting use of the mark by the Czech company Budvar).

iii.) Primarily merely a surname. On its face, this prohibition focuses on surnames rather
than full names. So JOHN SMITH might be registrable, but SMITH would not, absent
secondary meaning (see 1052(f) below). What is the general policy behind this provision?
Why not allow a business owner to register SMITH for her products, without a showing of
secondary meaning? Of course, many surnames have secondary meaning and are famous
registered marks, such as FORD, DUPONT, or MCDONALD’S. What about J. SMITH—
is this still “primarily merely a surname”? How about J.D. SMITH? SMITH ELEC-
TRONICS? The touchstone for answering such questions is “the primary significance of
the mark to the purchasing public.” Ex Parte Rivera Watch Corporation, 106 U.S.P.Q. 145
(Comm’r Pat. & Trademarks 1955). So, for example, when surnames are combined with
other terms (DELL COMPUTERS, DUKE UNIVERSITY), registrability would turn on
whether or not the public perceives the mark as a whole as “primarily merely a surname.”
Similarly, when a mark consists of a surname that is a double entendre (BIRD, COOK,
KING), courts will look at the predominant meaning in the minds of consumers
encountering the mark (does BIRD refer to the surname or the feathered vertebrate?).
When the name of a famous person is used as a mark, it is unlikely to be “primarily merely
a surname” because the public will instead associate it with the well-known personality.
Michael S. Sachs, Inc., 56 U.S.P.Q.2d 1132 (T.T.A.B. 2000) (“The mark M.C. ESCHER
would no more be perceived as primarily merely a surname than the personal names P.T.
Barnum, T.S. Eliot, O.J. Simpson, I.M. Pei and Y.A. Tittle.”).

6.) 1052(f)

Except as expressly excluded in subsections (a), (b), (c), (d), (e)(3), and
(e)(5) of this section, nothing in this chapter shall prevent the
registration of a mark used by the applicant which has become
distinctive of the applicant’s goods in commerce. The Director may
accept as prima facie evidence that the mark has become distinctive,
as used on or in connection with the applicant’s goods in commerce,
proof of substantially exclusive and continuous use thereof as a mark
by the applicant in commerce for the five years before the date on
which the claim of distinctiveness is made. Nothing in this section shall
prevent the registration of a mark which, when used on or in
connection with the goods of the applicant, is primarily geographically
deceptively misdescriptive of them, and which became distinctive of
the applicant’s goods in commerce before December 8, 1993.

Registration of otherwise problematic marks with secondary meaning. Section 2(f)
provides that marks that are merely descriptive, deceptively misdescriptive, primarily
geographically descriptive, or primarily merely a surname can be registered if they
acquire secondary meaning. Proof of exclusive and continuous use in commerce for five
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years can constitute prima facie evidence of distinctiveness. As a result of international
agreements, marks that are primarily geographically deceptively misdescriptive can be
registered only if they acquired secondary meaning before December 8, 1993. The
remaining categories of marks addressed in § 1052—those that are deceptive, disparaging,
immoral or scandalous, functional, falsely suggest connections with people or institutions,
use flags or government seals, identify living individuals, or are likely to cause confusion
with another mark—are not registrable even if they acquire distinctiveness. Why do we
allow the registration of some categories of marks if they acquire secondary meaning and
not allow others? What distinctions do you see between the various categories?

Section 2(f) also specifies proceedings for opposing or canceling marks on the basis of
dilution, which we will deal with later in this book. Only “famous” marks are protected
against dilution. There are two types of dilution, blurring and tarnishment. “[D]ilution by
blurring” is “association arising from the similarity between a mark or trade name and a
famous mark that impairs the distinctiveness of the famous mark.” “[D]ilution by
tarnishment” is “association arising from the similarity between a mark or trade name and
a famous mark that harms the reputation of the famous mark.” § 1125(c). Note, that this
provision requires the owner of the mark to bring the action to refuse registration, not the
PTO to refuse it on application.

A mark which would be likely to cause dilution by blurring or dilution by
tarnishment under section 1125(c) of this title, may be refused registration
only pursuant to a proceeding brought under section 1063 of this title. A
registration for a mark which would be likely to cause dilution by blurring
or dilution by tarnishment under section 1125(c) of this title, may be canceled
pursuant to a proceeding brought under either section 1064 of this title or
section 1092 of this title.

PROBLEM 6-3

(We will be returning to this problem in future chapters, but you are asked here only
about one aspect of it.)

Alan Turning is the brilliant computer scientist behind a new program known as
Faceplant. Mr. Turning is a long-time vocal critic of Facebook, the social network site.
He believes that its privacy practices are poor and less than transparent, that it imposes
on its users a tightening spiral of narcissism and withdrawal from the “real”” world, and
that its network structure and architecture is overly controlling and anti-competitive.
Mr. Turning is fond of pointing out that Facebook was able to supplant Myspace as the
dominant social network because there was “open competition on the open web.”
Facebook, by contrast, has boasted that its goal is to be the portal through which users
get all their content, e-commerce services and forms of communication. Mr. Turning
believe that Facebook is trying to replace the “open” structure of the World Wide Web
with its own carefully controlled gated community, from which competitors or rivals
can be excluded. His saying, “Their goal is to be the last social network!” has become
something of a rallying cry for Facebook’s critics.

Mr. Turning’s solution was to create a program called Faceplant that he claimed
would restore “control of privacy to the user and control of competition to the free
market.” Mr. Turning’s program simplifies the process of selecting and fine-tuning one’s
privacy preferences by automating the process of jumping through Facebook’s
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cumbersome sets of menus. It also “nags” users if they stayed on Facebook for too long,
sending messages such as